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An Organization for the 
Protection of Trade-Marks and Trade-Names 


The United States Trade-Mark Association, organized in 1878 and incorporated 
in 1887 as a non-profit organization under the laws of the State of New York, 
performs the following services for its members: 
































LIBRARY OF TRADE-MARK INFORMATION 


During its seventy years of existence the Association has been accumulating comprehen- 
sive records, files and a general library of information on trade-mark matters. Members or their 
counsel have access to these records at any time. 





DISTRIBUTION OF TRADE-MARK INFORMATION 


From the trade-mark data on hand and constantly being gathered on state, federal and foreign 
law enactments, rules and regulations of administrative bodies, court decisions, articles and 
addresses by authorities, the Association by means of its formal publications, such as “The Trade- 
Mark Reporter,” “Master Index and Digest to the Trade-Mark Reporter (1911-1936),” and 
frequent “Legal Reports,” distributes valuable and timely trade-mark information and discussion 
among its members. 


LEGISLATIVE ACTIVITIES 


In all cases where manufacturers are confronted by proposed state, federal or foreign trade- 
mark laws, rules and regulations of administrative bodies or laws deemed adverse to their 
interests, the Association places its facts and findings at the disposal of the trade-mark owners 
concerned so that they can point out to lawmakers and others the harmful features and effects of 
such measures. Conversely, the same procedure is followed for measures deemed beneficial and 
constructive. 





SPECIAL SERVICES 


In addition to the foregoing general services, the Association is prepared to perform various 
special services free for members, or at cost when outlays of money or unusual expenditures 
of the staff’s time are involved. 

These special services consist of investigations of fact, trade-mark searches, notifications, filing 
and publication of slogans and all similar matters which do not involve or imply the practice 
of law. 





SOUND POLICIES AND PRACTICES 


The activities of the Association are at all times planned and supervised by a strong Board 
of Directors composed of important trade-mark owners whose efforts are supplemented and 
guided by able committees composed of business men and trade-mark attorneys. This makes 
the Association’s services of exceptional value to members. 
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PART I 


THE FUTURE OF THE TRADE-MARK SYSTEM IN THE 
AMERICAN ECONOMY* 


Hon. Lawrence C. Kingsland, United States Commissioner of Patents 








The year 1948 marks, I believe, the seventieth anniversary of the United States 

Trade-Mark Association. As you will recall, it was a little over seventy years 
ago that the first federal law affording statutory protection to trade-marks was 
passed. In a very real sense, therefore, the history of the United States Trade- 
Mark Association coincides with the history and progress of trade-mark law and 
legislation in the United States. When a group of distinguished business leaders 
gathered in 1878 in New York City to organize the Association, no like organiza- 
tion existed either in the United States or in any other part of the world except in 
France. The purpose of the Association was declared to be “to promote the rights 
of owners of trade-marks, to secure useful legislation and treaties and to give aid 
and encouragement to all efforts for the advancement and observance of trade-mark 
rights.” In order to accomplish its goal, the Association has since its inception 
played a vital part not only in developing our common law of trade-marks and 
unfair competition, but also in securing national and international protection of 
trade-marks. There is probably no more complete and enlightening record of the 
history of trade-mark legislation in the United States than that which may be found 
in the pages of the Bulletin of this Association in which the views of its members 
have been reflected ever since its inauguration. The year after the Association 
was formed, the first Federal Trade-Mark Act was declared unconstitutional, but 
in 1881 the new act under which some marks are still registered today, became 
effective. 

By 1905 it became evident that the Act of 1881 was not wholly adequate for 
the protection of trade-mark owners, and in that year an act of wider scope, which 
clarified the procedure in relation to registration and to the remedies available to 
trade-mark owners was enacted. 

From the time of the enactment of the trade-mark law of 1905 numerous amend- 
ments were made in the statutory provisions relating to trade-marks, but with the 
exception of the Act of 1920 the amendatory acts dealt mainly with procedural 
matters. The stated purpose of the enactment of 1920 was to give effect to certain 
provisions of the Convention for the Protection of Trade-Marks and Commercial 
Names as provided by the Buenos Aires Convention, to afford American citizens 
the same right of protection as afforded to citizens of foreign countries by making 
it possible for them to obtain registration in foreign countries. 

In the period following the Act of 1905 many questions arising under the act 































* Paper delivered before the Seventieth Annual Meeting of the United States Trade-Mark 
Association, April 23, 1948, in New York City. 
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and the amendments thereto were judicially determined. The interpretations of the 
Act varied naturally within the various federal jurisdictions and many uncertainties 
as to the trade-mark rights and remedies under the law arose. Throughout the 
life of the Act of 1905, from time to time, agitation for new legislation occurred 
both from within and without Congress. This finally eventuated in the enactment 
of our current law approved July 5, 1946, the effective date of which was on July 
5 of the last year, and which is generally referred to as the Lanham Act. 

Let me now turn to this new Lanham Trade-Mark Act of 1946 in the enact- 
ment of which this Association had such a vital part. 

3efore discussing the major objectives of this new legislation, I would like to 


emphasize that the new Act reflects, to a much greater extent than the predecessor 


acts, the well established basic principle that the law of trade-marks is but a part of 
the broader law of unfair competition. This principle was finally laid down by the 
Supreme Court in its oft-quoted observation in the famous case of Hanover Star 
Milling Co. v. Metcalf, 240 U. S. 403 (1916), where the court said: 


The essential element is the same in trade-mark cases as in cases of unfair competition 
unaccompanied with trade-mark infringement. In fact the common law of trade-marks 
is but a part of the broader law of unfair competition. 


Broadly speaking, the basis upon which trade-mark protections rests may be 
said to be the necessity of compelling business integrity in order that the individual 
may be protected in his business reputation and the public may be protected against 
interlopers who seek to reap where they have not sown. In a word, the objective 
of the trade-mark law is to compel fair play and common honesty in business. 

The effectiveness of any system of law depends upon the appropriateness of 
its substantive principles to deal with basic rights under changing conditions. Rights 
should be defined in as definite and certain a manner as possible and the admin- 
istration procedure should be such as to afford prompt vindication of those rights. 
Uncertainties in basic principles provoke delays in administration, resulting in 
many cases either in dilution or destruction of the property right the system seeks 
to protect. 

It is recognized in our system of free enterprise that legitimate competition 
must exist, but free competition does not imply that other legitimate means 
of seeking the patronage of the public may be employed. As trade conditions 
change necessarily the applicable law must be oriented to such changed conditions 
in order that basic rights may be preserved. 

We must never lose sight, of course, of the fact that the law of unfair compe- 
tition and trade-marks must remain flexible and widely affected by any expansion 
of national trade or more modern methods of advertising. 

As all of us are aware, over a period of the last century there has been a grad- 
ual expansion of the field of distribution. As seller and purchaser became further 
and further separated territorially from each other, the means of identification of 
original source of items of trade and commerce became more and more important. 
And so as conditions of distribution changed, the opportunities for deception in- 
creased, and the law protecting the trader and the purchasing public necessarily had 
to expand to encompass the new conditions to avoid confusion. 
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The development of the law compelling fair trade has been gradual, but as trade 
conditions afforded more and more opportunities for confusion between traders, 
the law expanded to protect the one who sold and the one who desired to purchase 
from a known source. 

As advertising expanded from local shop signs and brief insertions in local news 
sheets to advertising on a national or international scale through the various means 
by which a seller may publicize what he has to offer to the public, the territory in 
which his wares became known extended from a local trade area to one unrestricted 
by territorial limits. 

By the use of magazines and trade papers having wide distribution and by radio 
and, indeed, now by television, and through all the other forms of advertising that 
are now used, the trader may offer what he has to sell to a world market. 

As a result, a trader’s reputation—his good-will, the desire of the public to 
purchase from him—has so materially increased that the property right thus created 
has infinitely greater value than did that of a local trader. The seller now deals not 
only with purchasers within a limited locality, but his purchasers may be world 
wide. 

In now reverting to the new Trade-Mark Act and in approaching it in the light 
of this basic principle, I can do no better than quote from the Report of the Senate 
Committee of May 14, 1946, in which the basic purpose of the new legislation was 
admirably stated in the following words: 


The purpose underlying any trade-mark statute is twofold. One is to protect the 
public so it may be confident that, in purchasing a product bearing a particular trade- 
mark which it favorably knows, it will get the product which it asks for and wants to 
get. Secondly, where the owner of a trade-mark has spent energy, time, and money in 
presenting to the public the product, he is protected in his investment from its misap- 
propriation by pirates and cheats. This is a well-established rule of law protecting 
both the public and the trade-mark owner. 


sé 


More specific still is the “statement of intent” which was incorporated in Sec- 
tion 45 of the new Act itself and which will serve as a signpost in the administra- 
tion of this legislation. According to this declaration of intention, the new Act 
has three basic objectives: First of all, it seeks to strengthen the protection of trade- 
marks in the international sphere by bringing our domestic law into harmony with 
the various International and Inter-American Conventions to which the United 
States is a party; secondly, it seeks to protect registered marks——“‘from interference 
by state or territorial legislation”; thirdly, it aims at protection of trade-marks 
against infringement and unfair competition. 

In attempting briefly to discuss the place of trade-marks in the American 


economy in the light of these objectives, we must, of course, realize at once that 


the protection of trade-marks today is not only a legal, but an economic and political 
problem as well. No federal law, no matter how progressive and flexible in scope, 
can give adequate security and protection to trade-mark owners unless our tra- 
ditional system of free and competitive enterprise is left intact and unless free 
trade and international cooperation assure an open and unhampered exchange of 
trade-marked merchandise throughout the world. 
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Let me, then, briefly examine the avowed three-fold purposes of the Lanham 
Trade-Mark Act with the thought in mind that successful administration of the 
Act will in the last analysis depend not only upon its administration by the Patent 
Office and its interpretation by the courts, but upon many other factors of far- 
reaching economic and political significance. 

1. This is particularly true with regard to trade-mark protection in the inter- 
national sphere. It is true that the Lanham Act constitutes a great step forward 
in promoting good-will and legal protection at least between member countries 
of the various International Conventions. It is perhaps quite significant that 
the number of applications presented to the Patent Office which are based on 
previous foreign registrations in accordance with the International Conventions 
have shown a marked increase in recent months. 

Mr. Federico laid before you this morning some of the more important and 
difficult problems which have arisen in connection with the protection of rights 
in foreign countries. It is clear that restoration and recognition of trade-mark 
rights will necessarily remain impossible of achievement unless a basic under- 
standing of certain broad economic and political issues is likewise attained. For 
example—the problem of enemy-owned trade-marks must be solved, and cooper- 
ative policies for international protection achieved before the rights in trade-mark 
can be protected in the world markets. 

No federal law or international convention can, alone, guarantee effective inter- 
national protection of trade-marks unless the entire world can be returned to normal 
conditions of trade and mutual respect for each other’s rights. 

As for our immediate sphere of influence, I believe Section 44 of the new Act 
has gone a long way to guarantee effective protection and registration facilities to 
foreign trade-mark owners. It has done so with the aim and expectation that 
other nations will in turn make a determined effort to protect American property 
and American trade-marks against trespass and piracy. 

We may, I believe, speak with greater optimism about that objective of the 
Lanham Act which seeks to protect registered marks “from interference by state 
or territorial legislation.” To put it in positive language, it is the purpose of the 
Act to provide so important an incentive for federal registration that reliance on 
local common law rights or so-called state registrations alone would eventually 
become a somewhat hazardous undertaking. It is, of course, true that the Act 
expressly preserves established common law trade-mark rights; but the novel and 
highly important advantage of the establishment of an “incontestable right” after a 
five-year period, will never be available to trade-mark owners who fail to avail 
themselves of the facilities under the new Act. 

By thus greatly strengthening the effect of federal registration, the new Act 
may—it is hoped—put a halt to the ever recurring propaganda efforts of those 
who have in the past stressed and advocated registration of trade-marks under 
so-called state registration laws in all forty-eight states. It is believed that under 
the extremely broad definition of the word “commerce” in the new Act, the national 
character of trade-marks will be fully realized. 

This Association, as you know, has always taken the lead in the opposition 
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against so-called compulsory state registration laws and no state has in the past 
decades actually enacted such legislation. I need only remind you of the remarks 
of your Vice-President, Mr. Kenneth Perry, at this annual gathering last year, who 
said: 
An extremely high percentage of trade-mark owners use their trade-marks in inter- 
state commerce. They want, and they are reasonable in expecting, the maximum protection 
at the lowest cost. They want a single source to which they may go in determining 
whether a mark is available, a single point of registration, a reasonable fee, and avoidance 


of the confusion and harassment and expense of multiple jurisdiction. With its imper- 
fections, the Lanham Act is a tremendous advance in this direction. 


Initial experience of the Patent Office bears out, I believe, the prediction that 
wherever possible owners of trade-marks will take advantage of the provisions of 
the new Act rather than rely on common law rights alone or on the inadequate 
and oftentimes quite nominal protection under various state registration laws. 

The new Act has also, as you know, greatly widened the scope of registrable 
marks and has opened avenues never heretofore available in the United States. 

Mr. Derenberg has given you a brief report during the morning session of some 
of the novel experiences and problems with which the Patent Office is currently 
confronted, and I shall not discuss these registration problems any further at this 
time. 

I may say, however—as did my predecessor, Mr. Ooms, when he spoke to this 
group two years ago—that the Patent Office is eagerly seizing the opportunity and 
challenge to give additional protection to all legitimately used implements of good- 
will as long as such broadened protection does not conflict with the public interest 
in general. 

That brings me to the last observation I should like to make at this time in 
connection with the third of the above-mentioned objectives of the new Trade- 
Mark Act, namely, the protection of the trade-mark owner and the public against 
infringement and unfair competition. Since the primary objective of all trade- 
mark legislation is not only to protect the owner of the mark but also to safeguard 
the public interest, the new law, in addition to strengthening registration and pro- 
viding for incontestability, contains provisions designed to prevent certain abuses 
of registered marks. 

Thus registrability of so-called “certification marks” has been greatly restricted 
by a series of provisions providing against their deceptive or monopolistic abuse. 

Moreover, use of a registered mark in violation of the anti-trust laws will at 
least prevent the mark from acquiring the status of an incontestable right. It 
should not be assumed, however, that abuses of trade-marks in violation of the anti- 
trust laws were actually immune from legal sanctions before the enactment of the 
new Act. Recent experience strikingly shows that the use of trade-marks as an 
instrumentality for anti-trust violations may result in judicial action decreeing dedi- 
cation of marks so used to the general public. You may recall that only a few 
weeks ago a consent decree was signed as a result of anti-trust litigation ordering 
the manufacturer and owner of the trade-mark “Mimeograph” to dedicate said 
mark to the public. This dedication was ordered as part of the equitable relief to 
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which the trade-mark owner’s competitors and the general public were held entitled 
and bore no relationship whatsoever to any provision in either the old or the new 
federal registration statute. The true significance of the provision of the Lanham 
Act would, therefore, seem to lie in the fact that the law would appear to permit 
a private party defendant to raise this defense collaterally in a suit charging delib- 
erate infringement on his part. 

There is considerable sentiment among members of the bar, and indeed of this 
Association, to the effect that enforcement of the anti-trust laws should be sought 
only by direct action against the violators on the part of the government but should 
not be used as a weapon of collateral defense in the hands of an infringer. This 
approach, which is reflected in the now pending so-called Hawkes Bill (S. 1919), 
was perhaps most ably expressed by the late Mr. Justice Holmes when he said in 
the leading case of Coca-Cola Company v. Koke (254 U. S. 143, at 145, 41 S. Ct. 
113 (1920) over twenty-five years ago: 

Of course a man is not to be protected in the use of a device, the very purpose and 
effect of which is to swindle the public. But the defects of a plaintiff do not offer a very 
broad ground for allowing another to swindle him. 


Furthermore, the Federal Trade Commission for the first time has been granted 


jurisdiction to institute cancellation proceedings in certain enumerated cases. 


Finally, and probably most important in this connection, the Act as now worded 
does not protect trade-mark owners against over-popularization. On the contrary, 
it is presently provided that a mark which is or has become a common descriptive term 
can never acquire incontestability and may, if it happens to be the name of a 
formerly patented article, be cancelled at any time. 

It is, therefore, entirely clear that the new Act far from reducing the efforts 
required of trade-mark owners to preserve the integrity of their mark, actually 
demands redoubled vigilance and alertness on the part of trade-mark owners to 
prevent their marks from becoming part of the everyday language and ultimately 
common descriptive terms. 

In conclusion, I want to emphasize once more that the new registration statute 
in and by itself cannot afford to trade-mark owners that full measure of protection 
and recognition to which they should be entitled. To a large extent effective trade- 
mark protection will depend upon preservation in our own country and ultimate 
restoration all over the world of a free competitive economy. Much will always 
depend upon a well-planned policy on the part of trade-mark owners themselves 
in safeguarding the integrity of their marks. 

Within this frame, it will be incumbent upon our judiciary to make the Lanham 
Trade-Mark Act the tool for progressive and liberal protection which our domestic 
trade and industry demand and which the Congress intended it to be. It is my 
hope, therefore, that other courts may soon adopt the spirit which guided the 
Second Circuit Court of Appeals in August, 1946, in applying the more liberal tests 
of registrability under the new Act even before the Act had actually become effec- 
tive. In so doing, Judge Clark observed—and I quote: 


.... Congress has shown its continued interest in trade-mark protection by the compre- 


hensive new codification of trade-mark law embodied in the Trade-Mark Act of July 5, 
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1946, which not merely amplified the Act of 1905, but gave to this property right a leg- 
islative standing it had not had before. (LaTouraine Coffee Co., Inc. v. Lorraine Coffee 
Company, Inc., 157 F. 2D 115 (C. C. A. 2d, 1946.) ) 


The Patent Office, I am confident, in issuing its rules and regulations under the 
new Act and in the initial stages of its interpretation, is making every effort to 
employ these new legislative standards both to the best advantage of the individual 
trade-mark owner and to the benefit of the American business community and 
the general public. 


THE FEDERAL TRADE COMMISSION’S POWER OVER TRADE- 
MARKS* 


Joseph P. O’Haraz 


It is a privilege to speak before a group which for the past seventy years has 
been dedicated to the protection and advancement of our trade-mark system which 
undergirds our precious American freedom of choice. 

Free choice is the basic distinctive feature differentiating our way of life from 
others. America has progressed largely because the individual has had the widest 
latitude in using his creative talents to compete for public office, in the sale of 
goods, or in the advancement of new ideas. 

In the economic realm trade-marks have been the guarantor of free choice. 
They are the means by which we distinguish one product from another. They 
are the life blood of competition. Trade-marks lose their significance only where 
monopoly prevails and the purchaser must buy the product of a single seller or do 
without. 

A House Interstate and Foreign Commerce subcommittee, operating under 
the Halleck Resolution, a few years ago conducted an intensive investigation of the 
relative merits of trade-marks, or brand-names, versus government grades. Its 
report offers eloquent testimony of the important role brand-names play in the 
American scheme of things. For instance, the report says: 

Elimination of brand names would take away an important incentive to produce at 
as high a rate as possible, and to develop better products. 


Again: 


Brand names offer a far more effective quality protection to the consumer than any 
system of compulsory Federal grades proposed. ... Brand-name manufacture is con- 


stantly working toward an improvement of the product represented by a brand or trade- 


mark. 


Yet there have been those who—perhaps realizing the importance of trade- 
marks in our competitive economy—have sought to undermine our trade-mark 


* A paper read before the Seventieth Annual Meeting of the United States Trade-Mark 
Association, April 30, 1948, in New York City. ; 
+ United States House of Representatives, Rep. Minn. 
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system. A few years ago OPA sought to compel grade labeling for a variety of 
products, from stockings to canned goods. That agency began, with government 
funds, a campaign urging people to buy by government grade instead of by brand. 
However, as a result of the investigation conducted under the Halleck Resolution, 
legislation sponsored by Senator Taft was enacted prohibiting OPA from restrict- 
ing the use of trade- or brand-names. 

In recent years another government agency has been taking an increasing inter- 
est in restricting the use of trade-marks. 

As you well know, under the Lanham Trade-Mark Act the Commission was 
given power to apply to the Patent Office for cancellation of trade-marks on certain 
grounds at any time. This new authority, however, almost seems superfluous in 
view of the broad powers the Commission already has in the trade-mark field. 

Lately a large number of the leading cases brought by the Federal Trade Com- 
mission under its organic Act have sought to prohibit or restrict well-known 
trade-marks in use for many years. The loss suffered by manufacturers who are 
ordered to abandon trade-marks is extremely great. The trade-mark is a cumulative 
asset which increases in value as it becomes widely known through advertising and 
promotion. It is a serious matter when a government agency comes along many 
years after a company has developed a mark and orders that it be abandoned. It 
is a serious matter not only to the trade-mark owner who has invested heavily in 
building good-will for his mark. But it also means that consumers who have come 
to rely on that brand of product are confused by the change. 

There has been, for instance, the famous case in which the Commission in 1943 
held that “Canadian Ace” was a deceptive mark for bottled ale—even if the label 
stated the product was “Made in USA.” The mark had been approved four years be- 
fore by the Alcohol Tax Unit and three-quarters of a million dollars had been spent on 
advertising the mark. Nevertheless the Commission ordered that the mark be 
abandoned. Three years later the Commission decided to reopen the case, reversed 
itself and approved the mark. 

The Alpacuna case involved a trade-mark tor overcoats. The Commission 
found consumers might be deceived into believing that the coats contained the hair 
of a vicuna, a very rare animal found in the high mountains of Peru. The finding 
was made in spite of the fact that ““Alpacuna” coats cost $40 and vicuna coats $900. 
The Commission thereupon prohibited the use of the trade-mark, which had become 
well-known as a result of intensive promotion over a period of fourteen years. 
This order was later modified by the Commission after the Supreme Court sug- 
gested that a milder remedy would suffice. 

Then there was the Pompeian Olive Oil case. Here the Commission issued 
a complaint seeking to prohibit the use of that mark for olive oil clearly labeled as 
a domestic product. The ground given was that the same name had been used pre- 
war for imported oil, which was not available in this country at the time the com- 
plaint was issued. 

In the Elastic-Glass case the Commission originally sought to prohibit the use 
of that trade-mark for men’s accessories made from a glass-light substance known 
as “Vinylite.” 
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The Commission has also sought to require that a seller give a generic name 
equal prominence with the trade-mark in labeling and advertising. This hap- 
pened in the Celanese case where the Commission insisted the word “Rayon” 
always accompany the mark, even though the corporation maintains its product is 
not rayon. 

There are, of course, many other recent cases in which the Commission has pro- 
hibited or sought to prohibit certain trade-marks such as the A. P. W’. case, the 
use of “Favorite of the Stars” for cosmetics, “Olive-Ilo” for soap containing olive 
oil and other ingredients, ““Hudseal” for rabbit furs. 

Because the Commission is taking such an interest in the trade-mark field, you 
might well consider what would happen if your mark is attacked. 

F. T. C.’s interest in your mark would probably be enlisted by a complaint from 
one of your competitors. About 90 percent of the Commission’s cases are originated 
by tip-offs from competitors and the public. 

The courts have noted that the Commission has brought cases which competitors 
could not bring themselves because they did not have clean hands. Where a com- 
petitor can make a strong case of unfair competition, one would certainly expect 
him to go to the courts and not to the Commission so as to be able to collect damages 
and secure prompt relief. 

If somebody complains about you, an investigator is assigned to look into the 
case. After interviewing the person mentioned in the complaint, his competitors 
and consumers, he submits a report to the Commission—which either dismisses 
the case or prejudges it by determining that it has reason to believe the law is 


being violated. The actual complainant in the case always remains anonymous 
except to the Commission. 
Before issuing a complaint against you, the Commission may—if it wishes— 
allow you to stipulate that you have sinned and promise to sin no more. 
According to Henry Ward Beer, a former special trial counsel to the Commis- 
sion, in his book “Federal Trade Law and Practice”: 


The Commission in drawing stipulations to cease and desist is not prone to minimize 
its power, but rather to enlarge it, and the Commission has by this method considerably 
enlarged its de facto jurisdiction. 


In signing a stipulation you may sign away your right to engage in promotional 
practices which are later held to be legal for every one else in your industry. 

The facts admitted in the stipulation can be used against you in a formal 
F. T. C. proceeding. They have also been used as evidence of unclean hands to 
bar stipulators from bringing other types of suits in state courts. 

F. T. C. sends publicity releases about stipulations to a long list of newspapers, 
magazines, trade and business papers and chambers of commerce. 

If you refuse to stipulate, the Commission may issue a formal complaint against 
you. The complaint may be broad. After sifting through much unnecessary 
verbiage you may find that it merely asserts you have violated the law. Or it may 
be more specific and contain a few words or phrases from your advertising or label- 
ing placing an entirely different construction on them from the way you believe 
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the average reader would construe the message in its entirety. The complaint may 
interpolate words you never used. It may charge that you said your product 
permanently prevents rust or that your radio program is sponsored by retail drug- 
gists—when the words “permanently” or “sponsored” were never used. 

No matter what the charge, you are expected to file an answer within twenty 
days. Ten days later F. T. C. can order you to attend a hearing, or trial, of your 
case. 

The trial is before an examiner who is an employee of the Commission. The 
examiner alone sees the witnesses, observes their demeanor and is in a position to 
judge the credibility of their testimony. 

Ordinarily Commission’s counsel presents his case supporting the complaint 
first. But the examiner may order you to present yours before his employer 
the Commission—has concluded. 

There are no standards of evidence set out in the Federal Trade Commission 
Act. So the examiner decides what evidence to admit. It need not be evidence 
which would be considered legally competent or relevant in a court. The courts 
say they are powerless to disregard evidence admitted by examiner, even though 
it is obviously biased, hearsay, prejudiced or incompetent. The Commission ap- 
parently takes the view that this has not been changed by the Administrative 
Procedure Act. As recently as last April 13, Commissioner Ayres wrote: 

The Commission and the courts have recognized that there must be a broad liberality 
in the reception of evidence in proceedings before the Commission. 

During the trial, the Commission’s counsel is supplied with blank subpoenas to 
use in requiring attendance of witnesses or production of documents for his side. 
However, as a defendant you must apply to the trial examiner or to the Commis- 
sion in Washington, specifying exactly what documents are wanted and why. You 
must give compelling reasons in order to subpoena a witness from more than 100 
miles away. Even then the examiner or the Commission may deny your request 
if they wish. The decision in that regard cannot be challenged. 

Immunity is available to the Commission’s witnesses but not to yours. Even if 
you are coerced by an investigator into admitting charges on promise of immunity, 
your self-incriminating testimony may be used against you not only before the 
Commission but also in private damage suits brought under the trade-mark, anti- 
trust or unfair competition laws, among others. 

Your trial may be held any place in the United States the Commission desig- 
nates and it may be moved from place to place. In the Miles Laboratory and 
Capudine Chemical case, for instance, trial was held at thirteen widely varying loca- 
tions—from St. Augustine, Fla., to Ann Arbor, Mich.; from Washington, D. C., 
to San Francisco. That trial involved travel by sixty-four individuals over a period 
of forty-eight days. Total miles traveled were 61,606. The jaunt to San Fran- 


cisco was for the purpose of hearing testimony by a doctor who was allegedly an 


“‘acetenalid expert,” although he had practiced only as an obstretician and gynecol- 


ogist. 
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During the trial the examiner may compel you to divulge secret formulas and 
other trade secrets on penalty of a jail sentence. 

The examiner before whom you appear sits as both judge and jury—and thus 
exercises a function similar to a Federal District Court. However, his qualifica- 
tions, emoluments of office and the recognition accorded him hardly resemble those 
of Federal Judges. Many examiners had served as Commission attorneys before 
becoming theoretically impartial judges of the same kinds of cases. 

In a Commission trial involving deceptive trade-marks, it is common practice 
for the Commission to select its witnesses against you at random from the telephone 
book or city directory. Of course, the Commission brings to the hearing only 
those witnesses who will testify against you and you have no way of knowing 
whether they constitute 100 percent of the prospective witnesses interviewed by a 
representative of the Commission or only one-half of 1 percent of the witnesses in- 
terviewed. Obviously the attorneys for the Commission will not produce witnesses 
adverse to his case and you have no way of finding out who these other witnesses 
are, though, of course, the interview of these witnesses by the Commission was at 
your expenses as a taxpayer. 

As Commissioner Mason recently pointed out: 


Most public witnesses are disposed to stay out of trouble with Uncle Sam. When a 
Federal officer orders a citizen to appear in court, it’s a great relief to discover Uncle 
Sam only wants you as a public witness instead of as a private defendant. This relief, 
coupled with pride in helping Uncle Sam, does funny things to people. It expands their 
virtue out of all proportion. They become parties to a game and they are out to have their 
side win, especially if their side is the all-powerful Uncle Sam. 

The Commission’s rule in determining whether your trade-mark is deceptive is 
not whether the average consumer is misled. The rule is whether the careless ignor- 
ant, illerate and foreign-born can conceivably be misled. For instance, testimony 
has been admitted from a woman who believed that the U. S. Steel Company was 
owned by the Government and that the Wilmington Trust Co. belonged to the City 
of Wilmington. 

There need be no evidence in the record that your mark has actually deceived 
any one or that it has diverted trade from a competitor to support a finding against 
you. It is sufficient that some one can conceivably be deceived or injured. 

The examiner may recommend a decision on the basis of testimony of witnesses 
who have had no actual experience with your product. He may pick and choose 
among contradictory testimony offered by witnesses produced by the Commission’s 
attorney. He may support a proposed finding on the basis of inference. 

When the trial is finished, the examiner drafts a recommended finding and order 
to submit to the Commission. The finding is analogous to—but otherwise does not 
even flatly resemble—a court opinion; the order is comparable to an injunction. 

Unlike a court opinion, or the findings of the NLRB, SEC and ICC, the Com- 
mission’s findings usually contain no narrative statement of the basic facts, portray- 


ing the history and background of your conduct. In most instances, the finding is 
a bare formalistic statement that your trade-mark has the tendency and capacity to 
deceive—without citing evidence to support the conclusion. 
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As early as 1924, Gerard C. Henderson, author of a book entitled “The Fed- 
eral Trade Commission,” revealed that often the examiner’s proposed findings were 
written by the Commission’s attorneys. Former Federal Trade Commissioner 
Landis confirmed this in an article in the American Law School Review, in which 
he said: 

When I went to the Federal Trade Commission, I found that the findings of that Com- 
mission were, as a matter of practice, drafted by the Commission’s attorney in the case, 
the prosecuting attorney. It seemed to me absolutely wrong that that should be so. True, 
the Commission exercised an independent judgment before it said, “Issue an order, or do 
not issue an order,” but the findings supporting that order were drafted by the Commis- 
sion’s own attorney who had presented the case. Naturally, he tied up the respondent, so 
the respondent couldn’t move, with the findings he drafted. 


Apparently the practice of the supposedly impartial examiner working with the 
Commission’s attorney against you still persists. In the Sterling Drug case now 
pending the examiner denied a motion made by the defendant. The company ap- 
pealed to the Commission to reverse the motion. A brief in support of the motion 
was filed with the Commission. not by the company’s adversary—the attorney for 
the Commission—but by the theoretically impartial judge, or examiner. This is a 
new kind of jurisprudence in which the judge of a lower court becomes party to the 
case on appeal. 

Once the examiner has submitted his proposed finding and order your case 
goes to the five Commissioners, who consider it as a court, although they have 
already prejudged you when they issued the complaint. 

Your case will be assigned to one Commissioner for study. He may report 
back when he pleases—in a week or a year—and then your case is considered by the 
entire Commission. 

The Commissioners have a vast number of administrative duties ranging from 
conducting trade practice conferences to general economic investigations. They 
cannot conceivably have time to read the printed transcript of the trials. The 
transcripts in the National Retail Liquor Store case, the National Wholesale 
Hardware Association, and the Tag Manufacturer’s Institute last year each ran 
over 2,000 pages. Yet these were only three to eighty-nine cases disposed of during 
the year. 

Within twenty days after you receive the examiner’s ruling you may file a 
brief with the Commission appealing from the examiner’s proposals; the Commis- 
sion’s own attorney is allowed ten more days to file his brief. 

The Commission will then give you and its own attorney opportunity for 
oral argument. Altogether the total time allowed may be no more than one 
hour. 

On the basis of this kind of examination of the case, the Commission then issues 
its own findings and cease-and-desist order. They may be completely contrary to 
the recommendations of the examiner. 

Although the Commission is the appeal court, it never sees the parade of wit- 
nesses with their stammering tongues and tell-tale faces. Yet it nonetheless is 
supreme. This is in spite of the fact that, as Commissioner Davis reminded our 
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Committee, the Supreme Court has stated that fact-finding is for the jury, Mr. 
Davis cited Tennant v. Peoria & Pekin Railway, decided in 1944, in which the 
Supreme Court stated: 


The focal point of judicial review is the reasonableness of the particular inference 
or conclusion drawn by the jury. It is the jury, not the court, which is the fact-finding 
body. It weighs the contradictory evidence and inferences, judges the credibility of wit- 
nesses .... and draws the ultimate conclusion as to the facts. The very essence of its 
function is to select from among conflicting inferences and conclusions that which it con- 
siders most reasonable. ... Courts are not free to reweigh the evidence and set aside 
the jury verdict merely because the jury could have drawn different inferences or con- 
clusions or because judges feel that other results are more reasonable. 


If the Commission holds your trade-mark is deceptive, you may be ordered to 
abandon it—regardless of how long you have used it and even though it has been 
registered in the Patent Office for many years. 

You can also be stopped from using a generic name for your product even if 
the product conforms in every particular to the specification of the National Bureau 
of Standards. 

As a defendant in a Commission case, you might just as well resign yourself to 
a long ordeal. It took the Commission more than eight years to complete action in 
two anti-trust cases. Less than two weeks ago the Commission, by a three to two 
vote, dismissed a complaint based on a resolution adopted by the Grocery Dis- 
tributors Association of California on January 20, 1938. 

The real but anonymous complainant in F. T. C. cases bears no share of the cost 
of a proceeding before the Commission. The Commission itself, through govern- 
ment subsidy, pays all costs to support the complaint against you. But you must 
pay the costs of your own defense even though the charges are not upheld. The 
Commission itself claims that the Cement Institute had to spend five million dollars 
contesting a case before it. The order issued in that case was later set aside by the 
Circuit Court. 

Only after the Commission has decided your case do you have any recourse to 
the courts. Even then the courts can’t disturb the Commission’s findings if there is 
any evidence to support them. Although the Circuit Courts have manifested dis- 
pleasure about this mock appeal procedure, they recognize that as a result of recent 
Supreme Court rulings they need only read the Commission’s side of the case. If 
there is any evidence there, the Commission is to be upheld. 

The courts are also severely restricted in their powers to change the Commis- 
sion’s orders. The Supreme Court recently sent a few cases prohibiting the use 
of a trade-mark back to the Commission to determine whether a milder order would 
suffice, but even then the determination is for the Commission—and not the courts. 

Thus we have the anomalous situation of two appeal courts—one, the Com- 
mission itself which may completely reverse the judge and jury without even 
explaining the reasons for its action. The other, the Circuit Court of Appeals, may 
find that the overwhelming weight of the evidence is against the Commission and 
that its order is too harsh but is powerless to act. 

It is to correct this situation that I drafted and introduced the O’Hara Bill. 
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My bill would require the Commission to try its cases in the Federal District 
Court in the district where the defendant has his residence or principal place of 
business. 

The types of cases the Commission is hearing are the same kinds of cases the 
district courts are constantly deciding—trade-mark cases, false advertising, mis- 
branding, palming off, disparagement of competitors. It requires no special body 
claiming expert judgment to decide these matters. It requires the common sense 
of a Federal Court. Courts have been deciding these kinds of cases for generations. 
District Courts have proved their ability to dispose of such cases in a few weeks 
rather than after many years and at great expense to all parties, including the tax- 
payer. 

Well over half of the Commission’s cases concern food, drugs and cosmetics. 
These cases involve the same issues as the misbranding and false labeling cases of the 
Food and Drug Administration, which are always decided in the first instance by 
a District Court. 

The Commission shares concurrent jurisdiction of the anti-trust laws with 
the Department of Justice. But does the Anti-trust Division have the power to 
decide its own cases? Certainly not. It argues them in the Federal District Courts. 

In its judicial function the Commission differs materially from agencies which 
truly have administrative functions, such as rate-making or licensing. When ICC 
sits as a court it weighs the conflicting claims of two private parties. It doesn’t 
decide between itself and its adversary in a case it has already prejudged. 

The district judges of the United States are appointed for life. They receive 
higher salaries than even the Commissioners and far more compensation than the 
examiners. They need look to no one for reappointment. They do not change their 
rules to accord with what is currently popular under any administration—Demo- 
cratic or Republican. They do not apply a “Truman Plan” or anybody else’s plans 
in determining what the law means. 

Before any of the present Commissioners were appointed, Thomas C. Blaisdell, 
at present director of the Office of International Trade, wrote in his book, “The 
Federal Trade Commission” : 

The rapid rate with which its (F. T. C.’s) policies have changed is thrown into 
relief when it is contrasted with the slow rate evidenced in the higher courts, where 
the long terms of justice, the nature of the common law, and the binding authority 
of previous decisions are all factors in the maintenance of a continuity of policy. 
The higher courts can well be said to be influenced only by long-run changes in 
fundamental social attitudes. The Commission, in spite of its semi-judicial func- 


tions, has developed little of the independence and continuity of policy of the higher 


COUTES. . « 


When the President has the power of appointment to commissions, he can mould their 
policies without the basic laws under which they operate being changed one whit... . 
I realize there has been a sincere attempt on the part of many in the Commis- 
sion to revise their rules so that the defendant will get a more nearly even break. 
I realize that fewer trivial cases are being brought. 
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I realize too that my bill doesn’t correct all of the opportunities for abuse on the 
part of the Commission. Under it the Commission, for example, may still practice 
unfair competition itself by singling out your company for engaging in a practice 
common to your entire industry—while your competitors go scot-free. 

But regardless of the present mood of the present Commissioners and regardless 
of the other reforms that may be needed, I commend the bill to you because it does 
assure justice. Justice is a matter of right—not a matter of sufferance on the part 
of any Commission whose membership and policies may change from year to 
year. 

Unless you gentlemen in business now insist on a just and equitable trial, you 
may ultimately be the victims of a procedure which condemns you before you can 
even prove your innocence. One pattern of law or the other will in time prevail 
in this country. This country was founded to secure such rights as the guarantee 
of an impartial trial. Let us not through negligence, through sheer inertia, through 
surrender of principle, lose that right in the labyrinth of legalistic verbiage. 

Unless we in Congress act, the creatures of our handiwork may become more 
powerful than their creator. 

Congress might well heed the words spoken by the late Senator James A. Reed 
of Missouri thirty-four years ago, when the Federal Trade Commission Act was 
passed : 

If we create a commission with power to prohibit all unfair practices in trade then in 
the name of God what is the use of passing any more laws? Why trouble ourselves 
further? Why not go home and go to rest and enjoy our sweet repose and say that the 


business of this country is in the hands of that Commission with full power to prohibit 
everything that is wrong and to promote everything that is right? 
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THE SOCIAL SIGNIFICANCE OF TRADE-MARKS* 
Henry C. Link, Ph.D.F 


The overall emphasis in this field has been on the defense of individual trade- 
marks, which is only natural in view of the stake which a company has in its own 
trade-mark. Our own research has had the same emphasis. That is, it has been 
devoted largely to surveys of trade-mark identification or confusion among con- 
sumers, and the problems of the generic trend in trade-mark names. 

However, back in 1932 we started a nation-wide consumer survey which we 
called the Psychological Brand Barometer. We gave it that name because it was 
not so much a measure of sales as of brand loyalty and trade-mark consciousness. 
Every three months we ask 10,000 housewives and 5,000 of their husbands such 
questions as: What brand of coffee did you buy last?) What make of radio, if any, 
are you planning to buy within a year? What do you consider the best electric 
razor on the market ?, etc. While we make these surveys primarily to measure the 
progress of specific trade-marked items against their competitors, we have accumu- 
lated during the past sixteen years a great fund of data on over 500 trade-marked 
items in over forty product classifications. 

The first fact of social significance to emerge from this data is the amazing 
extent to which the U. S. A. is a nation of trade-mark buying people. Rich or poor, 
east or west, highly educated or not so well educated, buying according to trade- 
mark is the predominant mode of buying. In our forty-odd product classifica- 
tions, from 70 to 95 percent of all people buy according to brand or trade-mark. 

Of even greater social significance is the stability of brand buying habits. Year 
after year, with changes up or down, of course, a certain brand is bought by mil- 
lions, often dozens of millions of people. Maxwell House Coffee was bought by 
about 13 percent of urban families in 1936, and by 17 percent in 1948. Colgate 
Dental Cream was bought by 14 percent in 1936, and by 31 percent in 1948. The 
war made certain items scarcer, but the end of the war found people returning to 
their favorites with renewed satisfaction. Such stability has a significance difficult 
to exaggerate, whether economically, psychologically, or even in terms of inter- 
national relations. 

If there is one word which characterizes the world today, that word is instability. 
Nations don’t know where they stand, minorities don’t know where they stand, 
majorities don’t know where they stand. Above all, individuals don’t know where 
they stand. One foundation stone after another has been pulled out from under 
people by the social planners and bleeding-heart do-gooders, and by all those power- 
greedy reformers who think they can run a man’s life better than he can do it him- 
self. Some of them hope to save free enterprise at home by encouraging socialism 


* Address at the seventieth Annual Meeting of the United States Trade-Mark Association, 
April 23, 1948, in New York City. 

¥ Vice-President of The Psychological Corporation. Originator of the Psychological 
Barometer (March 1932), the oldest continuous poll of public opinion and buying habits. Author 
of “The Rediscovery of Morals,” “The Rediscovery of Man,” “The Return to Religion.” 
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in Europe and neglecting free enterprise in China. For example, they propose to 
stop communism abroad without even defining or labelling communism within our 
own borders. Our own Supreme Court has declared stealing and violence legal if 
done by labor unions. In fact, the Supreme Court has become probably one of the 
nation’s top instruments of instability and confusion. By its general welfare deci- 
sions, it has legally divided human beings into various classes, such as union mem- 
bers versus non-union members, employees versus employers, humans with prop- 
erty versus humans without. This is the double standard with a vengeance! In 
contrast, we might mention the U. S. Patent Office which, for many years, has done 
a magnificent job in maintaining social stability. 

A great Russian scientist, Pavlov, demonstrated the techniques of instability 
and confusion many years ago with his famous experiments with dogs. In a dark 
room, dogs were trained to come for their food when a circle of light was thrown 
on the wall, and to remain away because there was no food when an ellipse of light 
was thrown on the wall. It took them only a short time to learn this because the 
psychology of dogs is not unlike the psychology of humans. Let me interrupt to 
give you a definition of psychology, because it has a direct bearing on this whole 
subject of trade-marks. “Psychology is the scientific study of habits, first so that 
these habits can be better understood ; second so that they can be better controlled.” 
Stable habits are essential for a stable mind and stable emotions. 

Well, Pavlov’s dogs had been taught a good set of habits. Then Pavlov began 
to change the signals. He made the circle of light more like an ellipse, and the 


ellipse more like a circle. Still the dogs came when they should and stayed away 
when they should. But as the circle became more and more elliptical and vice 


versa, the dogs began to make mistakes, and to find no food when they expected 
it. Their mistakes multiplied, their frustrations increased, soon they were com- 
pletely confused. They started and stopped, they whined and howled, they snapped 
and they snarled at each other; in short, they became just like human beings, as 
we see them in many parts of the world today, including the U. S. A. 

Many psychologists have made similar experiments since then and their sig- 
nificance is unmistakable. In a word, it is this: Personal sanity and social stability 
are impossible without signals or symbols or trade-marks, or laws or precedents on 
which people can rely. When his signals are mixed up, the individual is lost and 
society becomes an irrational anarchistic mob. As in the case of the dogs, the 
food is there, only the individuals do not know when and how to get it. 

For years now, economists and social planners have been telling us that crime, 
social disorders and war are due to poverty. They have insisted that if social in- 
justice or the unequal distribution of wealth were corrected, social harmony would 
result. Today we are rapidly coming to see how naive and childish that theory is. 
Most communists in this country are anything but poor and starving. Juvenile 
delinquency is just as high among the children of the prosperous as among the 
children of the poor. During the past decade we have had the highest rate of 
strikes on record and during that very time workers have had the highest standard 
of living on record. 

Poverty is a result, not a cause. It is due usually to the inefficiency of a people 
when, through the lack of reliable signals, they work at cross-purposes. It is not 
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the natural resources in the ground that make a people prosperous but the efficiency 
with which they apply their own energies to those resources. 

Comparative elimination of poverty in America is not due to her natural resources 
but to her principles of free enterprise, in which trade-marks are the cornerstone. 
These principles are the signposts of free enterprise. They have made it possible 
for people to work together in harmony, at least until recently, when the social 
planners began changing the signals. This country is distinguished from other 
countries far more by its trade-mark structure than by its natural resources. 

One of our consumer surveys showed that 85 percent of all people immediately 
know that the circular seal containing the script letters “G E” means General 
Electric, and that any product bearing this seal can be relied on. In various degrees, 
the public recognizes and relies on thousands of other trade-marks. In one of our 
nation-wide surveys, we asked people: 


What does the brand-name or trade-mark of an article mean to you?” 
Eighty-eight percent of the answers centered around phrases like these: 


“Guaranteed quality”; “You can believe it’s good”; “You can depend on it”; “You can 
trust it”; “You're sure of what you’re getting”; “You know it will be the same”; “Good 
firm behind the product”; “The honor and integrity of the maker’; “It meets my re- 
quirements” ; “I’m used to it”; “It’s a habit with me.” 


All of these meanings can be resolved into a single word, namely, confidence. 
Or is the word, integrity? Or honor? Or is it certainty? Or faith? Or trust? 
What difference does it make—they all amount to the same thing—faith in cer- 


tain symbols or signals on which people are daily staking their comfort and their 


money. 

This faith in trade-marks is a phenomenon which the social sciences, some day, 
will describe as one of the greatest contributions of all time to social harmony and 
social progress. I say some day, because in recent years the social sciences, as I 
need hardly point out, have made many attacks on brands, advertising, and free 
enterprise. And not merely the social scientists, so-called, but the intellectuals in 
most academic fields. 

Among the academic minds to attack trade-marks in recent years has been 
that of a certain attorney, a product of three of our great universities. He described 
trade-mark advertising as dangerous insofar as it tended to create a “mental 
monopoly.” By such double-talk, he tried to condemn the very stability which 
constitutes a trade-mark’s greatest virtue. 

And yet, there is a more active competitive democracy in our trade-mark sys- 
tem than in our political democracy. People vote for or against trade-marked 
articles not once a year, but every day. We have seen, through our quarterly 
Barometer surveys, how a trade-marked article, launched with a million dollars 
worth of advertising and gaining a marked initial success, within a year had 
almost disappeared from the market. The American people do not have to wait 
till election day to turn a bad trade-mark out of office. They do not have to wait 
for a government anti-trust action to put a trade-mark out of business. 

One of the most elementary facts about trade-mark behavior is that it repre- 
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sents not so much a materialistic as a moral or a spiritual phenomenon. The 8&8 per- 
cent of the men and women who stated what brands meant to them were not 
describing the material characteristics of the individual brands. They were describ- 
ing the psychological characteristics of their daily and repeated experience with 
many brands. They were testifying to the integrity and reliability of the human 
beings behind these trade-marks. They were bearing witness to the integrity of all 
the people having anything to do with these brands, the manufacturer, the whole- 
saler, the railroads, the retailers, the entire network of people concerned in the 
highly social process of trade-mark advertising and merchandising. 

There have been studies of the economics of trade-mark advertising, but these 
studies, because they deal exclusively with the materialistic aspects, the dollars and 
cents, the costs and statistics, have been and must continue to be academic and in- 
complete. Because they omit the psychological and social aspects of trade-mark 
advertising, they miss the main point. 

In my opinion if the people of America had as much faith in moral and religious 
principles as they have faith in trade-marked brands, this country would be a far 
better country. Also, if politicians and government officials were as honest in 
making and keeping their promises as are the promoters of trade-marked mer- 
chandise, this nation would have much less trouble than it is having today. 

Literally, people in the United States have had more lasting confidence in 
Campbell Soups and the makers of Campbell Soups than in any number of the high- 
est government officials we might name. More people elect Campbell Soup every 
four weeks than elect the president every four years; more people vote for Maxwell 
House Coffee and Colgate Dental Cream, etc., every few weeks than vote for Con- 
gress every two years. And as for the international scene, people throughout the 
world have more faith in Coca-Cola and Camel Cigarettes than they do in interna- 
tional treaties or the United States foreign policy. 

Coca-Cola, for example, is a typical product of the free enterprise system which 
makes a brotherhood of man possible. Its use represents an act of faith in which all 
men, regardless of nationality, are friends. The “mental monopoly” it has won is 
like that of thousands of trade-marks which transform mental confusion into mental 
harmony and which convert social distrust into mutual understanding. 

At a time when the certainties of life are being attacked on all sides, the relative 
certainties of trade-marked articles stand out like a good deed in a naughty world. 

We have spent and are spending billions of dollars to feed and support foreign 
countries. Many people are asking, with Henry Hazlitt: “Can Dollars Save 
Europe?” The answer is, of course: No, not unless those dollars include the 
proper education in the ideology, the signals, which made the dollars possible in the 
first place. Therefore, instead of sending nothing but bulk wheat, bulk sugar, 
etc., the origin and significance of which will be largely lost on the people, packaged 
and trade-marked items should be sent, even if the cost is higher. Not only would 
this facilitate the right kind of distribution, but each package would be an educa- 
tional message from America. 

Never were truer words spoken than the words: “Man shall not live by bread 
alone.” Packages of Shredded Wheat, Mueller’s Macaroni, Quaker Oats. Knox’s 
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Gelatine, Gold Medal Flour, etc., would not only feed but inform. They would 
transform our dollars into the ideas, the ideals, the signals, the moral standards that 
make a peaceful world possible. Also, they would taste better. I hope that busi- 
ness men will put up a terrific battle to bring this about. It will not be a battle 
for profits, but a battle for private capitalism against state capitalism, and for free- 
dom against totalitarianism. 

Most of the statements I have made so far will probably be approved by this 
audience, and would be by any group of businessmen. Unfortunately, the same 
cannot be said about the professional and teaching group, or even the public at 
large. Even though most people purchase by trade-mark and think well of the 
brands they select, they fail to understand the social significance of their acts. 

For instance, our consumer surveys and surveys made by others show that 
from 30 to 70 percent of the consumers favor government grade labelling. You 
know what that means, a long step toward socialism or government regimentation. 
But the consumers, our studies show, do not know this. They do not appreciate 
the additional taxes, the red tape, the graft, interference with progress, which gov- 
ernment or political grade labelling would entail. They do not realize that grade 
labelling is static and reactionary, whereas trade-mark brands are subject to rapid 
change and progress. They do not remember that they can throw a bad product 
out today, but an inefficient grade labelling bureau can only be voted against in 
November, and maybe not even then. 

This faith in government grade labelling is only part of a much larger problem. 
Our surveys show that as many of the people thought they would get more for their 
dollars if companies were completely owned and run by the government as though 
they would get more under private ownership. The percentage among high school 
and college students was even more favorable toward government control. 

Why this great trust in government control, including grade labelling, as com- 
pared with private industry? One thing we can say, it does not come from expe- 
rience or actual knowledge. So far our country has had only small doses of Social- 
ism. Our experience has been largely with private business and brands, and it 
has been very good. The fatuous faith in all-inclusive government is due largely to 
the propaganda of uninformed or unscrupulous politicians, and to the socialistic 
teachings in the high schools and colleges. Socialists, not to mention Communists 
and many New Dealers, have waged a terrific and successful campaign in recent 
years against private capitalism or free enterprise, and in behalf of state capitalism 
or socialism. 

Therefore, while efforts to safeguard your own trade-marks naturally concern 
you first, your real battle is that of preserving the entire trade-mark system. Some 
recent victories have by no means removed the underlying threat. The trend of 
education, not to mention the world trend, is still against you. Other trade organ- 
izations have come to realize this and are now making efforts to stem the tide. 

One of the quickest and I believe most effective steps would be an educational 
and an advertising campaign around the concept of “Economic Democracy.” In a 
talk last year to the National Publishers Association, I suggested that they under- 
take such a campaign. I pointed out that trade-marked articles are the candidates 
for public favor and that advertisements are the campaign speeches in the most 
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continuous and dynamic kind of a democracy. Therefore, they had a wonderful 
story to tell, and in terms of their own advertisers. If they were to devote but one 


page an issue to this story of economic freedom and every day voting, for a year or 


two, the impact could be terrific. If the media whose very existence depends on 
advertising cannot do this much, what hope is there for free enterprise. 

The possibilities for education in this field are enormous, especially if the moral 
and social rather than the materialistic merits of trade-marks are stressed. Busi- 
ness has long been accused, and I think rightly so, of its materialistic emphasis. 
There is nothing wrong about materialism, if it does not become the major interest. 
Now is the time to redress the balance and to emphasize the spiritual, that is to say, 
the social significance of trade-marks. 

Some years ago Harry Scherman, president of the Book-of-the-Month Club, 
wrote a book entitled “The Promises Men Live By.” It was a book on economics in 
which he advanced the thesis that the essence of economics consisted of sets of 
promises, or symbols representing promises, by which people could do business 
together and live together. Money represented a system of promises, and money 
had value only insofar as it remained a stable instrument by which promises could 
be faithfully kept. This whole thesis is contrary to the modern economic and social 
concepts of a managed currency in a planned economy. 

Trade-marks, according to our study, represent promises that men live by. At 
no point has free enterprise such a dramatic illustration of how it works. Nowhere 
else can we find such a contribution to the smooth flowing current of daily living, 
even under the stress of cold wars and social upheavals. Why not try to get this 
broad social concept of trade-marks across to the public and into the stream of edu- 
cation? The climate, at the moment, is favorable. 

Peace, peace, is the great cry throughout the world today. Trade-marks are 
the very banners of peaceful living. 
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THE LANHAM ACT OF 1946 IN OPERATION* 


PATENT OFFICE EXPERIENCES AND PROBLEMS IN THE PERIOD OF INITIAL 
ADMINISTRATION 


W alter J. Derenberg} 


Mr. Chairman, Members of the Association and Distinguished Guests: Since 
the last annual meeting of this Association in the spring of 1947, registered trade- 
marks have gone through one of the most turbulent periods in the history of trade- 
mark law in the United States. Last July, the Lanham Trade-Mark Act became 
effective, new rules and regulations were promulgated by the Patent Office at about 
the same time, and many important initial decisions had to be made by owners 
of existing registrations and by new applicants. 

It is, of course, impossible to make safe predictions as to the ultimate success 
or failure of this new legislation after a short period of nine months operation, just 
as one cannot make any prophesies or even guesses with regard to the future 
development of a newly born infant before it is at least able to speak and to walk. 
In discussing some of the major problems with which the business community, the 
legal profession and the Patent Office are currently concerned, we should bear in 
mind, therefore, that, broadly speaking, the administration of the new Act has not 
yet gone beyond the first level of interpretation, to wit, the Examining Corps at the 
Patent Office. With the exception of a few cases not involving registrability but 
involving the admissibility of certain equitable defenses under Section 19 of the 
Act, not even the Commissioner of Patents himself has had an opportunity thus 
far to rule upon the innumerable problems of registrability of trade-marks with 
which the Patent Office is presently confronted. Likewise, the Examiner of Inter- 
ferences has not yet had an opportunity in any opposition, cancellation or interfer- 
ence proceeding arising under the new Act to interpret the substantive provisions 
of the Lanham Act (with the sole exception of Section 19 which permits the plead- 
ing of equitable defenses even in cases which were pending at the time when the 
new law became effective). Similarly, the Court of Customs and Patent Appeals, 
which serves as administrative appellate tribunal, has, of course, not yet spoken 
with regard to the effect and scope of the new Act (except for a dictum in the 
recent case of McPartland, Inc. v. Montgomery Ward Co., 164 F. 2d 603, to the 
effect that the standards for registrability of descriptive marks under the new Act 
are apparently not different from those laid down in the old Act of 1905, although 
quite differently worded in the new legislation). Nor have our equity courts, with 
the possibility of three significant exceptions to which reference will be made later 
on in this paper, been called upon for a judicial interpretation of the substantive 
provisions of the new statute. 

It is natural, then, that any discussion of current problems under the Act must 
be focused upon problems and matters which have received preliminary considera- 


*A paper read before the Seventieth Annual Meeting of the United States Trade-Mark 
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tion by the Trade-Mark Division in examining applications under the new Act or 
in passing already registered marks for republication. And even at this level you 
will find that final action has been taken only in relatively few cases and that the 
majority of applications are still in the stage of preliminary consideration and dis- 
cussion. You may have noticed, however, that for several months past a num- 
ber of marks has been published for opposition under the new Act ever since Octo- 
ber 14, 1947, when the first mark under the new Act was thus published. Since 
that time, a few marks have been actually registered both on the principal register 
and on the supplemental register of the new Act, but even the total number of these 
is probably below 500 at the present time, while the total number of new applica- 
tions filed since July, 1947, had reached the figure of 26,667 as of April 1, 1948. In 
July, 1947 alone, 3,241 new applications were filed under the new Act and the 
figures for each of the following months vary between 2,500 and 3,000 new applica- 
tions. This great number of applications far exceeds the corresponding number of 
new applications in all recent years and immediately suggests that the new Act 
apparently has served as an inspiration to secure new registrations in numerous 
situations in which no protection was available before. This increase is in striking 
contrast with the relatively small number of previous registrants who seek the 
benefits of the new law for existing registrations by way of so-called republication. 
Any discussion of the outstanding problems of today should, therefore, center around 
the following two all important problems which I intend briefly to discuss: 

1. What are the reasons for the notable trend among owners of existing reg- 
istrations to rely on the more limited protection of the old Act and not to secure the 
benefits of the new Act through republication or re-registration, and are there per- 
haps certain additional factors recently brought to the fore by judicial developments 
and Patent Office practice which should result in a re-examination of this ques- 
tion on the part of trade-mark owners? 

2. What trends and experiences may be gathered from a preliminary survey of 
the vast number of new applications filed since July 5, 1947, and how great a per- 
centage of these applications is probably based upon a misconception of the pur- 
pose and scope of the new legislation. 


I. The Problem of Republication of Marks Registered Under the Act of 1905 


Let me, then, first turn to the problem of the advisability of republishing exist- 
ing registrations under the new Act. 

When the new Act became effective last July, it was estimated that the number 
of republications filed in accordance with Section 12(c) of the new Act would 
amount to approximately 100,000 applications. This estimate was based on the 


assumption that approximately one-fourth of all marks presently registered under 
the Act of 1905 would be brought under the provisions of the new Act by their 
owners. Indeed, the anticipated rush for republication led the Trade-Mark Com- 
mittee of the American Bar Association and the Lawyers’ Advisory Committee of 
this Association to include an amendment in the now pending so-called Hawkes 
Bill, S. 1919, suggesting a postponement of the incontestability date until July 5, 
1954. Section 4 of the Hawkes Bill accordingly provides that “no incontestable 
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right shall be acquired in any mark prior to July 5, 1954.” The idea behind this 
proposal was not to give an undue advantage to those trade-mark owners under 
the Act of 1905 whose applications for republication happened to be filed first at 
the Patent Office with a resulting earlier termination of the five-year period which 
precedes incontestability under the new Act. 

It has already become apparent after nine months of operation under the new 
Act that far fewer registrants have at least thus far taken advantage of the privilege 
of republication than had been expected. It is interesting to note that the total 
number of applications for republication as of April 1, 1948, amounts to only 25,733. 
Of these a little more than one-fourth were filed during the first month of opera- 
tion, that is in July, 1947. Since that time the figures have shown a steady decline. 
In August, 1947, we had 4,458; September, 3,697; October, 3,815; November, 
2,007 ; December, 1,883; January, 1,426; February, 1,050; and March, 1,091. It is 
thus safe to assume that the expected “race for incontestability” has not even begun 
and in all probability will never occur. 

What are the reasons, you will ask, for the astounding fact that until now 
so relatively few registrants under the old Act have taken advantage of the bene- 
fits of the new Act? I believe the answer must be found in a number of consid- 
erations which I shall now briefly indicate. 

1. First of all, the total number of existing registrations under the Act of 1905 
from which the original estimates were taken includes, it has been discovered, a 
surprisingly large number of dead marks, 1.e., marks which have been practically 
abandoned. It would probably be no exaggeration to say that at the present time 
approximately one-third of all registrations still listed under the Act of 1905 are 
not in actual use. As you will recall, it was one of the purposes of the new legisla- 
tion to rid the register of such “dead wood” and to provide that in the future the 
Commissioner shall have power to cancel marks which are not in continued use after 
the expiration of the first five-year period from the date of registration. 

2. Secondly, a very important factor why many trade-mark owners have not, 
or at least have not yet, republished their marks must, in my opinion, be found in 
the requirement of the new Act that repubiication may be had only with regard to 
those goods on which the mark is in actual use at the time of republication. In 
other words, if a mark is presently registered for a great variety of products but its 
owner is using the mark only on a small portion thereof, it would seem inadvisable 
to split up the mark by claiming the benefits of the new Act only with regard to a 
very limited area of use. Trade-mark owners may fear that such limited claim may 
give rise to an inference in the courts or at the Patent Office that use of the mark 
may have been discontinued at least as of the time of republication with regard to 
a line of products on which the owner may intend to resume the use of the mark 
in the near future. It should be borne in mind in this connection that neither the 
Act nor the rules of the Patent Office would seem to permit a registrant under the 
1905 Act to file more than one affidavit seeking republication ; there is no provision 
for a supplementary affidavit adding goods to an affidavit previously filed. If you 
will consider that at the present moment trade-mark owners still feel the effects of 
war shortages and have not fully resumed peace-time production of all products on 
which their registered marks had been formerly used, it becomes all the more ap- 
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parent that many marks whose republication under the new Act would normally 
be sought are being held back by their owners until such time when the benefits 
of the new Act may be claimed at least for the great majority of those goods for 
which the mark was originally registered. 

3. A third reason for the small number of republication will, | believe, be found 
in the hesitancy of foreign registrants to take advantage of the new Act. It should 
not be overlooked that a foreign trade-mark owner may secure a valid registration 
in this country in the absence of any use in the United States and even under the 
new Act of 1946 an affidavit of use will not have to be filed by the foreigner with 
regard to a 1905 registration until the time for renewal will have arrived. At that 
time an affidavit of use is required under the Act even if the foreign registrant has 
not republished the mark within the twenty-year period and does not intend to do 
so thereafter. If, however, the foreign registrant should decide to seek the benefits 
of the new Act at the present time, it will be incumbent upon him at the end of the 
first five-year period from the date of republication to file an affidavit of continued 
use with the Patent Office. If such affidavit is not filed or if the non-use at that time 
is not excused by * 
cellation just as a domestic registration would be under Section 8 of the pew Act. 
It is quite understandable, therefore, that foreign registrants who are not certain 
that they will be able to satisfy this use requirement five years from the date of 


‘special circumstances,” the foreigner’s mark will be subject to can- 


republication may prefer to rest on their existing registrations without taking any 
action now to seek the benefits of the Lanham Act. 

4. Most important of all in considering the underlying reasons for the relative 
dearth of republications is the view expressed by numerous experts in the field in 
advising their clients that the benefit of incontestability has been surrounded with 
so many limitations and exceptions that for all practical purposes it may have lost 
most of its “punch.” It has been pointed out time and again that most of the bene- 
fits of the new Act will accrue to all marks regardless of whether they have been 
republished or not. Thus 1946 marks and 1905 and even 1881 marks alike will 
enjoy the benefit of constructive notice under the new Act. On the other hand, 
marks registered under the Act of 1905 will remain cancellable at any time unless 
republished or reregistered under the new Act. After republication, such marks can 
be cancelled at any time only in a number of situations specified in Section 14 of the 
new Act. 

It is also frequently stressed by those who presently discourage republication or 
reregistration that incontestability will never protect the registrant against the ever 
present danger of over-popularization of his mark. On the contrary, the new Act 
expressly provides in Section 15 that a registered mark which is or has become a 
common generic term shall never become incontestable. And that is not all; trade- 
mark owners have been put on notice during the last nine months that republication 
may not only confer the potential privilege of incontestability, but may also result in 


certain disadvantages. Thus, the view has been expressed in many quarters, 
although it is subject to considerable challenge, that a registrant who seeks the 
benefits of the new Act for his 1905 registration thereby subjects his marks to the 
scrutiny of the Federal Trade Commission whose jurisdiction, as you know, is 
limited to cancellation of marks on the principal register of the new Act. If it should 
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be held that a republished 1905 mark thus becomes a mark “on the principal regis- 
ter” of the new Act, it may be acted against by the Federal Trade Commission 
which admittedly has no jurisdiction whatsoever over the same mark as long as it 
has not been republished. Moreover, the observation has been made that the 
stringent provisions of Section 8 of the Act requiring an affidavit of continued use 
after the first five years of registration or republication do not apply to 1905 marks 
which have not been republished. 

5. Finally, there is perhaps a psychological reason for this notable lack of en- 
thusiasm on the part of registrants to avail themselves of the benefits of the new 
Act. It seems that many lawyers and trade-mark owners prefer to take a “wait 
and see” attitude and not to make a decision of such consequence until the true 
significance of the provisions of the new Act has been judicially or at least admin- 
istratively determined. 

I would not have devoted so much time to a discussion of this problem were it 
not for the fact that certain judicial developments in the immediate past have led 
me to suggest to you today that at least with regard to certain types of registered 
marks the question of advisability of republication should be reconsidered and re- 
evaluated. The two cases which I have particularly in mind are the recent decision 
of the Circuit Court of Appeals for the Tenth Circuit in National Nu Grape Co. v. 
Guest, 164 F. 2d 374 (C. C. A. 10, 1947), in which the Supreme Court last Monday 
denied a petition for certiorari, and the decision of the Second Circuit Court of Ap- 
peals handed down only a few days ago on April 2, 1948, in Best & Co., Inc. v. 
Miller. In the Nu Grape case, the plaintiff had secured a registration for the word 
“NuGrape” in 1923 under the Act of 1905. In other words, it was the Patent 
Office’s considered view, at least at that time, that the mark “NuGrape” was not 
merely descriptive but was registrable as a technical trade-mark. The plaintiff also 
secured a state registration in Oklahoma for the same mark in 1939. The defend- 
ant began in 1942 to use the mark “Tru-Grape” in very similar lettering and like- 
wise obtained an Oklahoma state registration for that mark. As a result, the nota- 
tion “T. M. Reg.” appeared immediately below the word “Tru-Grape” although 
the mark was never registered in the United States Patent Office but only in the 
State of Oklahoma. 

In the recent action for trade-mark infringement, the Court of Appeals not 
only refused to give any relief to the plaintiff either for trade-mark infringement or 
unfair competition, but completely vitiated plaintiff’s registered mark by holding it 
merely descriptive of the product. The plaintiff’s contention that even under the 
Act of 1905 a registration carried at least a prima facie presumption of validity was 
brushed aside by the court in the following words: 

It is well established that the mere registration of a term as a trade-mark does not 
establish that term as a valid trade-mark. Registration gives rise to a presumption of 


validity but such presumption is rebuttable. When a trade-mark is questioned, its validity 
must be established. 


The court thus did not hesitate for one moment to wipe out a registration under 
the Act of 1905 on the ground of descriptiveness at a time when the plaintiff after 
over 20 years of use and registration sought to enjoin an infringer on the basis 
of such registered mark. 
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In the Lilliputian case, Best & Co., the well-known department store, had ad- 
mittedly used the mark “Lilliputian Bazaar” continuously since the year 1879 and 
secured a registration therefor under the ten-year proviso of the Act of 1905. Re- 
cently, the owner of this well-known mark sought to enjoin the defendant store 
from using the expression “Miller’s Lilliputian Shoppe’ at a store in Stamford, 
Conn., across the street from plaintiff’s establishment. A majority of the Court 
of Appeals held that defendant’s use of the words “Lilluptian Shoppe” was neither 
trade-mark infringement nor unfair competition and denied plaintiff any relief. The 
most disconcerting part about the majority opinion’s decision is, however, the 
court’s position with regard to defendant’s counterclaim for cancellation of the mark 
“Lilliputian Bazaar” as being merely descriptive. The majority held that a counter- 
claim for cancellation could not be filed in the court under the Act of 1905 but said 
that such an action may lie under the terms of the new Act. Since in the majority’s 
opinion the new Act was not applicable to this particular case, the court found it 
unnecessary to remand the case to the lower court in order to determine the validity 
of plaintiff's mark. The majority does indicate by way of dictum that the new 
Act was intended to save marks registered under the ten-year proviso and—lI 
quote—‘“‘it seems likely that the plaintiff’s mark, which has been in continuous use 
since 1879, was properly registered, even if it were considered merely descriptive.” 
Thus, the majority opinion indicates that the mark “Lilliputian Bazaar” was “prob- 
ably” validly registered but that a reexamination of its descriptiveness was by no 
means precluded by its continuous use since 1879 and its registration under the 
ten-year proviso of the Act of 1905. Some considerable comfort may perhaps be 
derived by trade-mark owners from the strong dissenting opinion of Judge Clark 
who expressed the opinion that as a matter of trade-mark law “Lilliputian Shoppe” 
was clearly an infringement of “Lilliputian Bazaar” and that the new Trade-Mark 
Act was intended to be “plaintiffs’ legislation, beyond what is, I believe, yet 
judicially realized. . . .” The following language of Judge Clark is, I believe, 
memorable in the light of the current trend to look upon all trade-mark rights as 
monopolistic and in restraint of trade. 


....+ Moreover, it seems obvious that in the case of a trade-name there is nothing like 
the same opportunity for burdensome monopoly and restriction on scientific advances 
which experience has shown to exist in the grant of a patent. The resources of the 
English language are such that a defendant may be required without undue hardship to 
choose his own formula or slogan to exploit without riding upon the successful advertis- 
ing of another. Hence, however allergic we may be personally to the flamboyance of 
American advertising, I can see no escape from our duty to carry out the legislative 
intent. 


This observation would appear doubly significant in view of the completely 
antagonistic view reflected in the only other federal court decision thus far handed 
down with regard to the effect of the new Act, the Seventh Circuit Court of Appeals’ 
recent decision in the Sunkist case (California Fruit Growers Exchange v. Sunkist 
Baking Co., where the owners of the “Sunkist” trade-mark were accused of monop- 
olistic and unconscionable practices in their attempt to enjoin use of the famous 
“Sunkist” mark on bread. You will undoubtedly remember that part of Judge 
Minton’s opinion where he observed that no person “with a normal I. Q.” would 
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conceivably believe that there was some connection in trade between the owner of 
the “Sunkist” trade-mark and the manufacturer of the “Sunkist” bread. (A peti- 
tion for rehearing was recently filed in this case but has not yet been decided.) 
What lesson is to be gleaned by trade-mark owners and by the legal profession 
from the above-mentioned NuGrape and Lilliputian cases? I submit to you today 
that as a result of these two decisions—and there may well be more like these—it 
may become highly advisable, if not necessary, to seek republication under the new 
Act of all 1905 trade-marks which are not considered absolutely “fool proof” against 
an attack on their technical validity. No matter how small the advantages of in- 
contestability may otherwise be under the new Act, it is, I believe, highly important 
that after five years such marks will be protected at least against the type of attack 
so successfully launched in the NuGrape case and attempted with partial success in 
the Lilliputian case. Even those who have in the past expressed the opinion that 
incontestability under the new Act is actually a misnomer in view of the many 
inroads that may be made on an allegedly incontestable mark must admit that a 
republished mark after five years will at least be immune from one of the most 
deadly attacks challenging its technical validity as being a merely descriptive or geo- 
graphical term. In other words, if the owners of the “Lilliputian” and “NuGrape”’ 
trade-marks would bring the identical action five years from the date of republica- 
tion under the new Act the new statute will, without doubt, serve as a complete bar 
against any inquiry as to the original descriptive or geographical character of sur- 
name character of such mark. Such a mark may, it is true, be attacked on the 
ground that it may have become a generic term and part of the English language, 
but it will be protected against the defense, nowadays raised with so much confidence 
by unscrupulous competitors, that a mark which has been adopted and used for the 
last fifty years without interruption should never have been originally registered on 
the ground of a technical defect. It is this observation which leads me to suggest 
to you today to reevaluate the problem of seeking the benefits of the Act of 1946 
for existing registrations in all cases in which the technical validity of the mark itself 
has not been established beyond any reasonable doubt. 


II. New Applications Under the Act of 1946 


Let me now say a few words with regard to new applications under the Act of 
1946 during the first nine months period. 

A. There are, of course, many reasons why the office is presently flooded with 
thousands of applications of a kind which never could have been filed before the 
effective date of the new Act. Not only does the new Act set up some entirely new 
concepts such as, for instance, certification marks and service marks, but it also 
provides in one of its most important provisions that marks which are normally 
registrable only on the supplemental register may be registered on the principal 
register if they have acquired distinctiveness. And more than that: Under the new 
Act marks which are initially registered on the supplemental register or on the 
principal register with a disclaimer may in the former instance subsequently be 
transferred to the principal register and in the latter be reregistered without the 
disclaimer. It is no longer true, therefore, that registration on the supplemental 
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register will bar the registrant from subsequently registering the same mark on the 
principal register once it may have acquired distinctiveness. 

Here then is the first reason for a very large increase in new applications. Since 
an applicant from the supplemental register no longer admits by filing such applica- 
tion that the mark is incapable of trade-mark significance for the principal register, 
considerably more applications of technically defective marks are filed and will be 
filed in the near future in the expectation that over the course of years they may 
be transferred to the principal register. At this point, I would like to suggest one 
caveat. As you know, the definition of marks registrable on the supplemental 
register is extremely broad. It covers, among other things, labels, slogans and 
so-called configurations of goods. Initial experience at the Patent Office would 
seem to indicate that this provision would be almost impossible of intelligent admin- 
istration if it were not for the saving language in the same section that such marks 
must be “capable of trade-mark significance.” If you are to preserve a minimum 
dignity for the supplemental register, we should, I believe, show greater restraint 
than is noticeable in current applications with regard to the type of material sub- 
mitted for registration on the supplemental register. Nor should it be assumed 
that even if a label or package were registrable for the purposes of this register, i.¢., 
primarily for export purposes, that it would in the normal case qualify subsequently 
for registration as a trade-mark upon proof of distinctiveness. Many applications 
have already been received in the office for registration of bottles, or the shape of 
pills, or the shape of packages which are so lacking in any distinctiveness as to 
be incapable of registration even on the supplemental register. I do not believe that 
it was the intent of the supplemental register of the new Act, which was purported 
to be primarily an aid to American exporters, eventually to supplant our design 
patent laws by registering matter which would more properly fall within the scope 
of the patent statues or to practically eliminate that part of the Copyright Act 
which provides for copyright protection of advertisements and so-called “prints 
and labels.” 

B. That leads me to the problem which has already proven to be the most diffi- 
cult question in determining registrability under the new Act, i.¢., the question of 
proof of distinctiveness under Section 2(f). As you know, the new Act in its final 
form provides that an affidavit of five years substantially exclusive use may be ac- 
cepted by the Patent Office as prima facie evidence of distinctiveness. The idea 
behind this most important provision of the new Act was, of course, to provide 
for registration of marks such as “Dyanshine” or “Nu-Enamel” which over the 
course of time have required so important a secondary meaning that the original 
descriptive meaning of the words is far outweighed by their present trade-mark 
significance. The Lanham Act originally provided that such five-year use shall 
be accepted as prima facie evidence. It is interesting to note that this Association 
as far back as 1925 was bitterly opposed to such a provision. Let me quote briefly 
from a brief filed by the Association in 1925 in opposition to what was then S. 2679 
or generally referred to as the Ernst Bill. The Association’s brief stated with 
regard to the question of five years substantially exclusive use: 


. the scope of the second subdivision of the clause is little short of incredible. 
This proposes, not only to empower, but to compel the Commissioner of Patents to issue 
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such a certificate upon evidence which the court, in many cases, has held does not even 
tend to establish the existence of a secondary meaning. This clause does not require that 
the use of the applicant during the five-year period should be exclusive. It is sufficient that 
it be “substantially exclusive,” whatever that may mean. ... The consequences of this 
latter subdivision would be ridiculous, if they were not in the highest degree tragic. 
The extent to which they subject the rights of traders to the certificate of an administrative 
officer and to the mercy of those who may be able to obtain such certificate, which in the 
rankest of cases he would be powerless to refuse, is nothing short of appalling. None of 
the emergency legislation enacted during the war was more menacing to the property 
rights of citizens than the clause in question. It is impossible to believe that the purport 
of this clause is properly understood either by trade-mark owners, or by their counsel. 


First experiences in the Patent Office in connection with applications under 
Section 2(f) prove that there is a kernel of truth in the alarm expressed in this 
Association’s brief over twenty years ago. It is highly significant, in my opinion, 
that bitter experience in Canada with a similar provison finally led to the enact- 
ment of a provision to the effect that technically defective marks should be held 
registrable on the basis of secondary meaning only in cases where a court has 
finally determined that the mark has acquired distinctiveness. I am not suggesting 
that such a quasi-judicial finding of distinctiveness may not be entrusted to the 
Patent Office. I do suggest and urge that sparing use be made of this provision 
and that it be invoked only in situations in which the trade-mark significance of 
the descriptive or geographical term or the surname has been clearly established. 
Certainly the Patent Office cannot be expected to register terms such as “Very 
Best” or “Deluxe” or similar descriptive language solely on the basis of a state- 
ment that such term may have been in substantially exclusive use for a five-year 
period. Many applicants have expressed the view that it is incumbent upon the 
office to rebut the prima facie presumption established by such five-year use and 
give reasons why the mark is not considered distinctive. I do not believe that the 
burden to go forward with such evidence rests upon the Patent Office. On the con- 
trary, I submit that the use of the word “may” instead of “shall” in Section 2(f) 
was intended to give complete discretion to the Patent Office with regard to the 
weight which should be given to the affidavit of substantially exclusive five-year 
use. The problem of the type of use or other proof of distinctiveness the office 
should require is perhaps the most intricate legal problem which confronts the 
Trade-Mark Division at the present time. But this much can be said even how: 
The office should not be expected to stamp its seal of approval on any mark or de- 
vice, no matter how weak and common, merely on the basis that such term may 
have been in substantially exclusive use by the applicant for five years. It should 
not be overlooked that the purpose of the section is to protect marks or devices 
which have acquired an established secondary meaning and the office should not 
close its eyes to the fact that particularly in recent months the courts seem to be 
extremely reluctant to recognize secondary meaning not only in words but in 
other devices as well. Suffice it to remind you that only a few weeks ago the Sec- 
ond Circuit Court of Appeals refused to protect a perfume manufacturer in the use 
of a certain distinctive bottle with an unusually long neck on the ground that no 
real secondary meaning had been shown and that the law of unfair competition and 
trade-marks should not be used to perpetuate design patent protection. Lucien 
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Lelong, Inc. v. Lander, 164 F. 2d 395 (C. C. A. 2d, 1947). And only about a 
month ago, the Appellate Division in this city similarly held that “mere popularity 
of an article manufactured under a certain name is not enough and that even a 
deliberate imitation of the outer design of a powder compact should not be enjoined 
in the absence of a well established secondary meaning which could not be manu- 
factured overnight by intensive advertising.” Mavco, Inc. v. Hampden Sales Assn., 
Inc., 77 U.S. P. Q. 62. I am only mentioning these recent holdings as bearing out 
my suggestion that registrations under Section 2(f) of the new Act should not be 
granted unless the situation is such as would lead an equity court to find a sufficient 
legal basis for application of the secondary meaning doctrine. 

C. Concurrent Registrations; Certification and Collective Marks. In striking 
contrast to the vast number of new applications, just referred to, is the negligible 
number of cases thus far filed which seek concurrent registrations under the new 
Act. Not more than approximately thirty such cases have been filed and of these 
only two have thus far been forwarded to the Examiner of Interferences for the 
purpose of instituting a concurrent use proceeding which, as you know, will be 
be conducted as an inter partes case similar in procedure to the usual interference 
proceeding. It is generally agreed that the wording of the concurrent use provision 
in Section 2(d) is such as to make this type of protection unavailable to many of 
those whose concurrent lawful rights were intended to be preserved by the Act. It 
is one of the purposes of the Hawkes Bill, of which this Association is one of the 
sponsors, to remedy the situation by amendatory legislation. 

The same is true of certification and collective marks. The number of appli- 
cations thus far received is exceedingly small and most applicants seek to avoid the 
many reservations and restrictions covering certification marks under the present 
wording of the Act by registering them wherever possible as trade-marks or service 
marks. Here, too, the Hawkes bill seeks to improve the situation by freeing cer- 
tification marks in particular of some of the last minute restrictions which were 
included in Section 14 of the present Act. 

D. One final word about the Patent Office’s other great problem child, to wit, 
service marks. Thus far, the office has received far over 1,000 service mark appli- 
cations but only about 200 of these have been acted upon. You may have noticed, 
therefore, that few service marks have been published in the Official Gazette, the 
first one being for “Dollar Line” for the well-known steamship company. The 
office still has only one tentative class for service marks but expects to subdivide 
this class in the near future. Thus far the great majority of applications concerns 
marks used by insurance companies, by cleaning and dyeing concerns, by trans- 
portation concerns and by radio broadcasters. Time does not permit an extended 
discussion of the unique problems which many of these applications present. Suf- 
fice it to say today that the exceedingly broad definition of service marks under the 
new Act has very obviously led to an over-zealousness if not actual hysteria to 


register any conceivable advertising device no matter how indistinctive it may be. 
The office is receiving numerous applications for registration as service marks or names 
or slogans which are not used to indicate the services of the applicant but which are 
used as an incident in the sale of merchandise. Apparently the idea widely prevails that 
any incidental service offered in connection with the sale of goods would satisfy the 
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statutory requirement. The office has, however, established a definite policy not to reg- 
ister any mark or advertising device which is not used in the rendering of services in 
commerce but purely incidental in connection with the sale of merchandise. Slogans 
such as “Self Serve,” “Pay Less,” even if they were capable of significance as a 
mark, would not be registrable as service marks for a grocery store which is 
engaged in the sale of goods rather than the offering of services. Many entirely 
novel and unique questions will soon have to be determined. Should the office 
register the names of trains as service marks? Should we accept applications for 
registration of names of radio programs provided the applicant is the legal owner 
of the program and not a commercial advertiser? Shall we accept phonograph 
records as specimens for service marks which represent the sound of a bell or the 
roar of a lion? May the first few bars of a famous classical composition be used— 
or should we say abused—for commercial or advertising purposes? Are restaurant 
names registrable as service marks; under what circumstances are restaurant or 
hotel services rendered in commerce? Does the inclusion of the word “slogans” in 
the definition of a service mark mean that the office must accept as marks long 
slogans or rhymes which may be more properly copyrighted as a literary product 
than as a service mark? These are but a few problems selected at random with 
which the Trade-Mark Division is currently confronted in administering the serv- 
ice mark provisions of the new Act. How difficult a task this is will best be real- 
ized if one recalls the almost insuperable difficulties which have always faced the 
office and the courts in trying to set up proper lines of demarcation between reg- 
istrable and unregistrable marks. As was so admirably said by former Assistant 
Commissioner Spencer about twelve years ago: 


....A single decision leads invitingly to a decision going a little farther afield, that 
one to another a little more remote, and so on, until one suddenly realizes, generally with 
dismay, that he has travelled far from the starting point, and that the path which once 
seemed so clear has become thoroughly cluttered and obscured, preventing return to the 
point of departure. .. . 


This is, of course, doubly true in the early days of administration of a new Act 
which includes the many new concepts found in the Lanham Trade-Mark Act of 
1946. 


Conclusion 


In conclusion, let me assure you that the Patent Office is fully cognizant of the 
Congressional intent behind the new Act to broaden, wherever possible, the scope 
of registrable trade-marks and service marks. In carrying out this mandate, it 
should be our duty, however, to open both registers only to marks and devices which 
would lend a minimum amount of dignity to both registers and which would, if 
challenged, be sustained by our courts. I would like to close my remarks with an 
appeal to the members of this Association and particularly its distinguished Lawyers 
Advisory Committee to lend assistance to the Patent Office as well as to the entire 
business community in the following three respects: (1) First of all, by cooperating 
with the office in securing amendatory legislation if and when the need for such 
legislation becomes apparent; (2) by considering intervention in our courts as 
amicus curiae in cases whose outcome may have a vital bearing on the ultimate 
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success or failure of this new legislation and (3) and most important at the present 
time, by cautioning and discouraging over-zealous efforts to use the registration 
facilities of the office for common and indistinctive words, slogans, or devices which 
are incapable on their face of being exclusively owned by any single individual or 
firm. 

I am confident that, if the Patent Office may count on the continued support by 
the United States Trade-Mark Association and other trade associations or bar 
groups in these respects, the new Act after a period of unavoidable initial confusion 
and uncertainty will confer a greater degree of security to established trade-marks to 
the benefit of both their owners and the general public. 


“YOU CAN LICENSE YOUR TRADE-MARK, IF—” 
By Stewart L. Whitman* 


The 1946 Trade-Mark Act permits licensing of trade-marks but refers to it as 
“Use by related companies.” The pertinent Section of the Act reads: 


Sec. 5. Use by related companies. Where a registered mark or a mark sought to be 
registered is or may be used legitimately by related companies, such use shall inure to the 
benefit of the registrant or applicant for registration, and such use shall not affect the 
validity of such mark or of its registration, provided such mark is not used in such manner 
as to deceive the public.? 


A “Related Company” is defined by Section 45? as meaning any person (whether 
an individual, firm, corporation, union, association or other organization) who 
legitimately controls or is controlled by the registrant or applicant for registration 
in respect to the nature and quality of the goods or services in connection with which 
the mark is used. What constitutes “legitimate” use or control is left for the courts 
to decide. This provision in the New Act represents a distinct change in the statu- 
tory law of trade-marks and recognizes a well-established commercial custom which 
the courts have previously sanctioned, but always under proper safeguards for the 
public interest. Trade-mark owners may now even obtain registration on the basis 
of such use. 

The scope and intent of the section with respect to “Use by related companies” 
are governed by the word “Legitimately” with which Congress has qualified the 
use necessary to derive the benefits of the section, and also by the proviso that the 
mark must not be “used in such manner as to deceive the public.” “Legitimate” in 
legal parlance simply means “that which is according to law,” and in order to 
comprehend the character of the uses and controls which courts have previously 
regarded as “legitimate,” a brief reference to some of the cases decided before the 
Act was passed, may be helpful. 

As has been stated, the use of one person’s trade-mark by another, apart from 
the specific business of the trade-mark owner, has been permitted only under spe- 
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cial circumstances, and provided such use would not deceive the public. In the case 
of a well-known soft drink trade-mark, franchised bottlers were authorized to use 
the trade-mark of the syrup manufacturer in the sale of their bottled product under 
the supervision and control of the trade-mark owner, without impairing the validity 
of the trade-mark.* Similarly, a converter was permitted to use the trade-mark 
of a cloth manufacturer on his shirts under proper controls without destroying 
the cloth maker’s trade-mark rights.* In another case, a subsidiary of a cracker 
concern was permitted to use the trade-mark of another subsidiary under its super- 
vision, in a different area.” In all of these cases, the trade-mark owner’s right 
survived because he was shown to have exercised active supervision and control over 
the use of his mark, and over the nature and quality of the goods or services in 
connection with which it was used by the licensee. The right of a subsidiary to use 
the registered trade-mark of its parent, and of the parent corporation to bring suit 
for trade-mark infringement on the basis of such use has also been upheld on the 
ground that the subsidiary “is a mere instrument of convenience for the transaction 
of the business by the complainant.’” 

The same Section 5 permits holding companies and others who do not actually 
use their marks on goods or services, to obtain registration on the basis of use 
thereof by subsidiaries and others under the conditions of the Statute. This is 
new, as it has not been possible heretofore for a concern not itself using the mark 
on goods in interstate commerce, to obtain registration, despite the fact that its 
mark may have been used under lawful circumstances on goods made and sold by 
other concerns including its subsidiaries." Such a concern may now base its regis- 
tration on use by “related companies,” without any use of the mark itself, and if 
made under the lawful control necessary to give effect to the Statute, such use will 
inure to the benefit of the trade-mark owner and entitle it to obtain registration in 
its own name. 

Although the act is not specific as to the relationship necessary to qualify a person 
as a “related company” entitled to receive the benefits of the Act, the foregoing 
illustrations would appear to be “legitimate” forms of control within the meaning oi 
the Statute. On the other hand, mere stock control would not seem sufficient under 
the present definition of “related company” and it is well settled that a contract 
for use of a name which does not carry with it effective control over the manner 
of such use is a mere license and destroys the owner’s rights in his mark.* 

The measure of control which courts may accept as a basis for the use of an- 
other’s trade-mark as “legitimate” is further illustrated by an agreement between 
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the parties which was considered recently by the United States Court of Customs 
and Patent Appeals in a Cancellation Proceeding brought against the well-known 
trade-mark “Celanese” registered for dyestuffs.” From the prevailing opinion 
written by Judge Hatfield, it appears that “Celanese” was registered in 1924, No. 
189,399 as a trade-mark for use on dyestuffs and was owned by the Celanese Corpo- 
ration of America ; that in 1935, the latter entered into an agreement with American 
Aniline Products, Inc., for the manufacture of dyestuffs and the use of “Celanese” 
in connection therewith. 

This contract contains eleven major provisions, as follows: (1) Aniline ac- 
knowledges the validity of the “Celanese” trade-mark and (2) agrees never to in- 
fringe; (3) Celanese gives a non-exclusive, non-transferable and personal license to 
Aniline to use “Celanese” and (4) appoints Aniline one of its agents for the pur- 
pose of affixing labels bearing the “Celanese” trade-mark to packages of dyestuffs ; 
(5)Aniline agrees to attach labels only to dyestuffs made by it and only so long 
as the right to do so has not been terminated; (6) Celanese reserves the right to 
appoint other agents; (7) “Celanese” is only to be used by Aniline on dyestuffs 
which are of a quality up to such standard as may be fixed or approved by Celanese ; 
(8) Celanese reserves the right of inspecting and testing dyestuffs made by Aniline 
from time to time and sold under the “Celanese” trade-mark; (9) Aniline is given 
the right to publish in circulars or advertising matter to be circulated, distributed 
or displayed in connection with the sale of dyestuffs, statements to the effect that such 
dyestuffs are designated by said trade-mark “Celanese” until such time as the right 
cranted has been terminated; (10) Aniline is required to give notice of the fact that 
“Celanese” is registered and owned by Celanese, in all such advertising; and 
(11) before circulation of such advertising by Aniline, it must be submitted to and 
approved in writing by Celanese. 

On October 26, 1944 E. I. du Pont de Nemours & Company filed a petition to 
cancel the “Celanese” registration claiming that as a result of acts alleged in the 
petition, including the advertising and sale of dyes bearing the trade-mark “Celanese” 
as the product of American Aniline Products, Inc., without any reference to Celanese 
Corporation of America, the trade-mark “Celanese” no longer served to denote 
origin in Celanese Corporation of America, and therefore, as applied to dyestuffs, 
has ceased to function as a trade-mark and that the registration has been abandoned 
and is invalid. The Commissioner of Patents dismissed the Petition on motion and 
the Court in affirming the action of the Commissioner, said: 

There is nothing in the license agreement to indicate that appellee had abandoned 
its mark for use on its dyestuffs. On the contrary, it clearly appears from the agreement 
that it retained not only its right to use, but its full ownership of the trade-mark, subject 
to the right of American Aniline Products, Inc., to manufacture appellee’s dyestuffs in 
accordance with the quality and standard required by appellee. It is obvious, therefore, 
that the license agreement is not a naked license agreement, and that appellee has not 
abandoned its mark within the purview of Section 13 of the Trade-Mark Act of Febru 


ary 20, 1905, as argued by counsel for appellant.’” 





9. E. I. du Pont de Nemours & Company v. Celanese Corporation of America, 38 T.-M. R. 666 
(C. C. P. A. 1948). 
10. 38 T.-M. R. 670. 





642 THE TRADE-MARK BULLETIN 38 T.-M. R. 


Failure of the American Aniline Products, Inc., to live up to its agreement to 
identify “Celanese” as the trade-mark of Celanese Corporation of America, was dis- 
missed by the Court with the comment that: 


there is no statement alleged in the petition for cancellation that either the public or 
anyone else was deceived by the failure of American Aniline Products, Inc., to comply 
with that portion of the terms of the license agreement. Furthermore, there is no 
allegation that the other terms of the agreement were not fully carried out by each of 
the parties to the license agreement.” 


A dissent was filed by Judge O’Connell” on the ground that the action of 
Celanese Corporation of America in divesting itself of the right to the exclusive 
use of its mark apart from the business with which the mark had been used, and 
in failing to exercise its rights under the agreement constituted an abandonment 
of the mark within the purview of Section 13 of the Act of 1905. In Judge O’Con- 
nell’s opinion also, the frequent breach of the agreement by American Aniline 
Products, Inc., “constituted a series of acts each and all of which would be likely 
to deceive the public as to the origin of the goods.” 

Judge O’Connell nevertheless assented to “the basic principle that where the 
mark is used in no such manner as to cause the mark to lose its significance as an 
indication of the origin and to deceive the public, the owner thereof may authorize 
others, including subsidiaries and those who are completely independent, to legiti- 
mately use the mark on goods produced under his supervision and control or, in 
other words, without effecting its abandonment.” 

The “Celanese” division involved a registration under the Act of 1905, but it 
would seem that similar considerations would be involved under the new Trade- 
Mark Act. Therefore, trade-mark owners desirous of taking advantage of the 
“related companies” section of the Act, would do well to give careful consideration 
to this latest pronouncement of the courts on this important and delicate question, 
in drawing their agreements, and to heed the pitfalls pointed out by Judge O’Connell. 


11. 38 T.-M. R. 671. 
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PART II 


UNITED STATES v. UNITED STATES DISTRICT COURT FOR THE 
SOUTHERN DISTRICT OF NEW YORK 


No. 527—U. S. Sup. Ct.—May 24, 1948 


CourTs—FEDERAL APPELLATE PROCEDURE—MANDATE 

Control of Circuit Court of Appeals over its mandate, except as to matters of form, ended 

with the term during which it went down. 
Courts—J URISDICTION—MANDAMUS 

An important function of mandamus is to keep a lower tribunal from interposing un- 
authorized obstructions to enforcement of a judgment of a higher court. 

Power to issue a mandamus extends to cases where its issuance is either an exercise of 
appellate jurisdiction or in aid thereof; but fact that mandamus is closely connected with 
appellate power does not necessarily mean that power to issue it is absent where there is 
no existing or future appellate jurisdiction to which it can relate. 

Act of June 9, 1944, amending statute providing for direct appeals to Supreme Court 
from District Courts in antitrust cases, passed to meet contingency of lack of a quorum 
qualified to sit in Supreme Court, gave the Circuit Courts of Appeal full judicial power to 
deal with causes certified by Supreme Court to them, including power to issue mandamus 
to protect their mandates. 


On writ of certiorari to Circuit Court of Appeals for the Second Circuit. 
Suit under Sherman Act by United States against Aluminum Company ot 
America, et al, Order dismissing petition for writ of mandamus reversed. 


Leonard J. Emmerglick, of East Orange, N. J. (Philip B. Perlinan, John F. Sonnett, 
and Robert L. Stern, of Washington, D. C., on the brief) for petitioner. 

William Watson Smith, of Pittsburgh, Pa. (Frank B. Ingersoll and Leon E. Hick- 
man, of Pittsburgh, Pa., and Charles E. Hughes, Jr. and L. Homer Surbeck, 
of New York, N. Y., on the brief) for respondents. 


Mr. Justice DoucLas: 


The United States brought a proceeding against the Aluminum Company of 
America (Alcoa) and others to prevent and restrain certain violations of the 
Sherman Act. 26 Stat. 209, as amended, 15 U. S. C. Sections 1, 2, 4. After trial 
the District Court dismissed the complaint. 44 F. Supp. 97. The case came here 
by appeal, after which we ascertained that due to the disqualification of four Justices 
to sit in the case, we were without a quorum. Accordingly, we transferred the case 
to a special docket and postponed further proceedings in it until such time as there 
was a quorum of Justices qualified to sit in it. 320 U.S. 708. Thereafter Congress 
amended the statute which provides for a direct appeal to this Court from the District 
Court in antitrust cases. The Act of June 9, 1944, c. 239, 58 Stat. 272, 15 U.S. C. 
Supp. V, Section 29, passed to meet the contingency of the lack of a quorum here, 
provides :* 


1. See H. R. Rep. No. 1317, 78th Cong., 2d Sess.; Sen. Rep. No. 890, 78th Cong., 2d Sess. 
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In every suit in equity brought in any district court of the United States under any 
of said Acts, wherein the United States is complainant, an appeal from the final decree 
of the District Court will lie only to the Supreme Court and must be taken within sixty 
days from the entry thereof: Provided, however, That if, upon any such appeal, it shall 
be found that, by reason of disqualification, there shall not be a quorum of Justices of 
the Supreme Court qualified to participate in the consideration of the case on the merits, 
then, in lieu of a decision by the Supreme Court, the case shall be immediately certified 
by the Supreme Court to the Circuit Court of Appeals of the circuit in which is located 
the district in which the suit was brought which court shall thereupon have jurisdiction 
to hear and determine the appeal in such case, and it shall be the duty of the senior circuit 
judge of said Circuit Court of Appeals, qualified to participate in the consideration of 
the case on the merits, to designate immediately three circuit judges of said court, one 
of whom shall be himself and the other two of whom shall be the two circuit judges next 
in order of seniority to himself, to hear and determine the appeal in such case and it shall 
be the duty of the court, so comprised, to assign the case for argument at the earliest 
practicable date and to hear and determine the same, and the decision of the three circuit 
judges so designated, or of a majority in number thereof, shall be final and there shall be 
no review of such decision by appeal or certiorari or otherwise. 

If, by reason of disqualification, death or otherwise, any of said three circuit judges 
shall be unable to participate in the decision of said case, any such vacancy or vacancies 
shall be filled by the senior circuit judge by designating one or more other circuit judges 
of the said circuit next in order of seniority and, if there be none such available, he shall 
fill any such vacancy or vacancies by designating one or more circuit judges from another 
circuit or circuits, designating, in each case, the oldest available circuit judge, in order 
of seniority, in the circuit from which he is selected, such designation to be only with the 
consent of the senior circuit judge of any such other circuit. 

This Act shall apply to every case pending before the Supreme Court of the United 
States on the date of its enactment. 


Thereupon we certified the cause to the Circuit Court of Appeals for the Second 


Circuit. 322 U.S. 716. That court heard the case, sustained charges of monopoly 


against Alcoa, reversed the judgment of dismissal, and remanded the cause for further 
proceedings not inconsistent with its opinion. 148 F. 2d 416. It left open the question 
of the remedies to be applied. Nearly five years had passed since the evidence was 
closed, war had intervened, new plants had been constructed by the Government, 
and their disposition under the Surplus Property Act of 1944, 58 Stat. 765, 50 
U.S. C. A. Section 1611, would affect the competitive situation in the ingot market. 
Petitioner had asked for Alcoa’s dissolution. But that question was deferred until 
Alcoa’s position in the industry after the war was known. 148 F. 2d pp. 445-447. 

On remand of the cause the District Court entered its judgment on the mandate 
on April 23, 1946. It enjoined certain practices and retained jurisdiction of the 
cause until after the Surplus Property Administrator shall have proposed a plan 
for disposition of the government owned aluminum plants or facilities, in order that 
the Attorney General might institute proceedings for the dissolution or partial dis- 
solution of Alcoa or for the enforcement of such plan if it will establish competitive 
conditions in the industry or for such other relief as will establish them; “and for 
the purpose of enabling Aluminum Company to apply to this court for a determina- 
tion of the question whether it still has a monopoly of the aluminum ingot market in 
the United States.” 

Pursuant to the quoted provision Alcoa filed a petition in the District Court 
praying that a final judgment be entered adjudicating that it no longer has a mo- 
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nopoly of the aluminum ingot market in the United States and that as a consequence 
competitive conditions in the industry have been restored. The motion of the United 
States to dismiss the petition was denied and the question whether Alcoa still had 
a monopoly was set for trial. The United States thereupon filed a petition for a 
writ of mandamus in the Circuit Court of Appeals to require the district judge to 
vacate so much of its judgment of April 23, 1946, as reserved jurisdiction to enable 
Alcoa to apply for a determination whether it still has a monopoly, and to dismiss 
the petition of Alcoa. 

rhe Circuit Court of Appeals dismissed the petition for mandamus. 164 F. 2d 
159. The case is here on a petition for a writ of certiorari which we granted to 
settle the important question under the Act. 

The Circuit Court of Appeals concluded that its power to issue the writ of 
mandamus exists only as an incident to its jurisdiction to entertain an appeal from 
a judgment of the District Court. It read the Act of June 9, 1944, as confining its 
jurisdiction to the determination of the appeal which it had heard under our cer- 
tificate. Moreover, control over its mandate ended with the end of the term during 
which the mandate went down.’ The court therefore concluded that it had no power 
to issue the writ. 

We put to one side the question whether another appeal in the case would be 
decided by the Circuit Court of Appeals or by this Court, now that there is a 
quorum of Justices qualified to sit in it. No matter how that question were resolved, 
it is our opinion that the Circuit Court of Appeals has jurisdiction in this mandamus 
proceeding. 

Section 262 of the Judicial Code, 28 U. S. C. Section 377, provides that the 
federal courts “shall have power to issue all writs not specifically provided for by 
statute, which may be necessary for the exercise of their respective jurisdictions, 
and agreeable to the usages and principles of law.” It was early recognized that 
the power to issue a mandamus extended to cases where its issuance was either an 
exercise of appellate jurisdiction or in aid of appellate jurisdiction. See Marbury 
v. Madison, 1 Cranch 137, 175; Ex parte Crane, 5 Pet. 190. That power protects 
the appellate jurisdiction which might be otherwise defeated and extends to support 
an ultimate power of review, though it not be immediately and directly involved. 
McClellan v. Carland, 217 U. S. 268. Ex parte United States, 287 U. S. 241, 246. 
In that category will often fall cases involving issuance of mandamus requiring the 
lower court to enforce the judgment of the appellate court. Delaware L. & W. R. 
Co. v. Rellstab, 276 U. S. 1, 5. 

But the fact that mandamus is closely connected with the appellate power does 
not necessarily mean that the power to issue it is absent where there is no existing 
or future appellate jurisdiction to which it can relate. Cf. Chickaming v. Carpenter, 
106 U. S. 663, 665. In re Washington & Georgetown R. Co., 140 U.S. 91, isa 


case in point. The lower court in violation of the mandate of this Court allowed 


interest on a judgment. The amount of the interest was too small to be the subject 
of a writ of error from this Court. It was held that mandamus was the proper 


2. The term of court in which the mandate issued expired September 30, 1945, on which 
day the court lost power to change it except as to matters of form. See Fairmont Creamery 
Co. v. Minnesota, 275 U. S. 70. 
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remedy to enforce compliance with the mandate. And see City Bank v. Hunter, 
152 U. S. 512, 515. It is, indeed, a high function of mandamus to keep a lower 
tribunal from interposing unauthorized obstructions to enforcement of a judgment 
of a higher court. Delaware L. & W.R. Co. v. Rellstab, supra. That function 
may be as important in protecting a past exercise of jurisdiction as in safeguarding 
a present or future one. When Congress authorized “the case” to be certified to 
the Circuit Court of Appeals, it excepted none of the powers of that court which 
might be brought to bear on the litigation. Those powers include the power to 
issue mandamus to protect the mandate of the Circuit Court of Appeals, even though 
we assume argundo that all further appeals in the case would come here. 

The Circuit Court of Appeals seems to have been influenced to the other view 
by the feeling that the question presented by the mandamus cuts so wide a swathe 
in the litigation that it should hold its hand. Its position was that the issue raised 
by the petition for mandamus had an important relation to the reserved problem 
of dissolution, that the judgment on dissolution would in its view eventually come 
here on apppeal, that any ruling by it on the mandamus would therefore limit our 
freedom to deal with the dissolution issue as, if, and when it got here. 

Those considerations may be of large importance in the totality of this proceed- 
ing, once we accept the premise of the Circuit Court of Appeals that it will have 
nothing to do with any other appeals in the case. But they do not seem to us 
germane to the question whether the Circuit Court of Appeals has the power to 
enforce obedience to its mandate. We think the Act of June 9, 1944, gave the 
Circuit Court of Appeals the full amplitude of judicial power to deal with the cause 
which we certified. That power does not contract with the importance or gravity 
of the question presented. The power to compel obedience with the mandate turns 
on whether the lower court has obstructed enforcement of it, not on the collateral 
repercussions which enforcement may entail. 

Reversed. 


Mr. Justice Murpny and Mr. Justice JACKSON took no part in the considera- 
tion or decision of this case. 


Mr. Justice FRANKFURTER, concurring : 


When this case originally came here by apppeal, an extraordinarily rare, if not 
unique, situation in the history of the Court precluded its consideration for want of 
a qualified quorum. The impasse was met by the special jurisdictional Act of June 
9, 1944, 58 Stat. 272, 15 U. S. C. Section 29. For reasons that seem to me too 
obvious to need spelling out, that Act should be interpreted as transferring to the 
Circuit Court of Appeals the case and not merely a stage in its disposition if the 
Congressional language reasonably permits the Act to be so read. Since it can be 
so read I do so read it and conclude that the whole appellate process in this case 
was vested in the Circuit Court of Appeals, regardless of the piecemeal exercise of 
that process. I find such a construction of the Act of June 9, 1944, freer from 
difficulties than some of the technical questions pertaining to mandamus that arise 
on the view taken by the Court. 
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SPEED PRODUCTS COMPANY, INC. v. LAWRENCE C. KINGSLAND 
AND TINNERMAN PRODUCTS, INC. 


No. 9700—C. A. D. C.—May 18, 1948 


4915 Surits—J uRISDICTION—PARTIES 

After Patent Office sustained opposition to application for registration, on ground of 
confusing similarity to previously registered mark, Commissioner of Patents was proper 
party to 4915 suit brought by applicant in District of Columbia but not a necessary party 
to separate 4915 suit brought by applicant against opposer, in Southern District of New 
York. 

CourTs—JURISDICTION—INJUNCTIONS AGAINST SUBSEQUENT SUITS 

Where two cases between the same parties, on the same cause of action are pending in 
two different Federal courts, the one which was commenced first is to be allowed to pro- 
ceed to its conclusion first, and an injunction to accomplish this proper. 

As opposer’s intervention, in District of Columbia suit, did not relate back to commence- 
ment of the suit, the suit in the Southern District of New York was first in time between 
the parties and therefore the order advancing the district of Columbia suit for trial must 
be set aside and the order enjoining the applicant from proceeding with the New York 
suit reversed. 


Appeal from District Court for District of Columbia. 

Suit under R. S. 4915 by Speed Products Company, Inc. against Lawrence C. 
Kingsland, Commissioner of Patents, to compel issuance of registration, in which 
Tinnerman Products, Inc., intervened and counterclaimed for trade-mark infringe- 
ment. Plaintiff appeals from orders advancing suit for trial and enjoining prosecu- 
tion of suit in another district. Reversed. 


Charles M. Palmer (Harry Price on the brief), of New York, N. Y., for appel- 
lent. 
Albert R. Teare, of Cleveland, Ohio (Herman G. Lombard, of Washington, D. C., 
on the brief), for appellee Tinnerman Products, Inc. 
E. L. Reynolds, W. W. Cochran, and Joseph Schimmel, of Washington, D. C., 
for appellee Kingsland. 


Before STEPHENS, Chief Justice, and CLARK and MILLER, Associate Justices. 
STEPHENS, C. J.: 


This is a special appeal from two orders of the District Court of the United States 
for the District of Columbia, one enjoining the appellant Speed Products Company, 
Inc., from proceeding in the United States District Court for the Southern District 
of New York with an action here pending between the appellant and the appellee 
Tinnerman Products, Inc., until after the jurisdiction of the District of Columbia 
court had been exhausted in the instant proceeding ; the other advancing the instant 
proceeding for trial. The principal question on the appeal is whether or not the 
injunction was properly ussued. The facts are as follows: 

On May 22, 1943, Speed Products made application in the United States Patent 
Office for registration of a trade-mark comprising an ornamental design and the ex- 
pression “Speed” applicable to office specialties such as perforating and fastening 
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devices, stapling machines, and the like. The application was opposed by Tinner- 
man as the owner of several trade-marks containinfi the word “Speed” applicable to 
hardware products. The Patent Office sustained the opposition, and on July 1, 
1946, denied Speed Products’ application. On November 7, 1946, in the District 
of Columbia court Speed Products commenced an action, under Rev. Stat. Section 
4915 (1878), 35 U. S. C. Section 63 (1940), against the Commissioner of Patents 
seeking a decree directing him to register the trade-mark applied for. On Novem- 
ber 14, 1946, Speed Products commenced action in the New York court against 
Tinnerman. Its complaint in that suit in a first cause of action, again founded upon 
Rev. Stat. Section 4915, also sought a decree directing the Commissioner of Patents 
to register the trade-mark applied for. A second cause of action sought a declaratory 
judgment that none of Tinnerman’s trade-marks was infringed by Speed Products 
and an injunction restraining Tinnerman from threatening Speed Products or its 
customers with infringement suits. On December 5, 1946, the Commissioner 
appeared in the District of Coulmbia court by answer. On the same date Tinner- 
man applied for (and on December 18 was granted) permission by the District of 
Columbia court to intervene, as an answering defendant and counterclaimant, in the 
Speed Products action against the Commissioner in that court. Tinnerman’s answer 
resisted registration of the trade-mark applied for by speed Products! and its 
counterclaim prayed for a declaratory judgment that its own trade-marks were 
valid, for an injunction against infringement thereof by Speed Products, and for 
damages for alleged infringement. On December 27, 1946, Tinnerman moved 
in the New York court for dismissal of the first cause of action therein upon the 
ground that that court lacked jurisdiction to proceed under Rev. Stat. Section 4915 
in the absence of the Commissioner as a party. Tinnerman moved also that the 
second cause of action be stayed upon the ground that the issues therein had been 
raised by his counterclaim in the proceeding in the District of Columbia court. On 
March 27, 1947, the New York court denied both motions. It held that it could 
properly proceed with the first cause of action under Rev. Stat. Section 4915 despite 
the absence of the Commissioner as a party; and it ruled that the second cause of 
action ought not be stayed since the jurisdiction of the New York court had attached 
first as to that cause. Speed Products Co., Inc. v. Tinnerman Products, Inc., 
73 USPQ 181. 

In the fall of 1947 it became apparent to Speed Products and Tinnerman that 
the two suits, the one in the District of Columbia court and the other in the New 
York court, would be reached for trial at about the same time. Both parties moved 
in the District of Columbia court to have the time of trial in that court changed. 
Specifically, Tinnerman on September 25, 1947, moved for an order advancing the 
date of trial; Speed Products on October 13, 1947, moved for an order suspending 
proceedings until the action in the New York court had been tried—this upon the 
ground that the New York action was prior as between Speed Products and Tin- 
nerman and that the New York forum was the more convenient for the parties. 
Then Tinnerman on October 15, 1947, again in the district of Columbia court moved 
for an order enjoining Speed Products from proceeding in the New York court until 
the action in the District of Columbia court had been tried. The District of Columbia 
court heard all of these motions at the same time and on November 3, 1947, entered 
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two orders. In one, responsive in part to the Tinnerman motion of October 15 just 
described, it enjoined Speed Products from proceeding in the New York court with 
the first cause of action therein, 1.c., the action under Rev. Stat. Section 4915. In 
a second order it directed that trial of the issue arising under the Speed Products 
complaint and the Tinnerman answer in the District of Columbia court, i.c., the 
Rev. Stat. Section 4915 action therein, should be advanced; it ordered also that the 
trial of the issues arising under the Speed Products complaint and the Tinnerman 
counterclaim should be stayed until trial of the same issues had been in the New 
York court. Speed Products then filed (under D. C. Code (1940) Section 17-101 ) 
a petition for allowance of a special appeal from the firs order enjoining it from 
proceeding with the Rev. Stat. Section 4915 action in the New York court, and from 
that portion of the second order advancing for trial in the District of Columbia court 
the Rev. Stat. Section 4915 action therein. We allowed the appeal. 

Three principal questions are raised by the appellant Speed Products with respect 
to the granting of the injunction. First, did the District of Columbia court have 
jurisdiction to proceed against the Commissioner of Patents alone. It is contended 
that the Commissioner was not a proper party and that the court therefore did not 
have jurisdiction. This question is answered by Tomlinson of High Point v. Coc, 
74 App. D. C. 364, 123 F. 2d 65 [31 T.-M. R. 440] (1941). There Tomlinson, a 
manufacturer of furniture, sought in the Patent Office to register as a trade-mark 
the term “The Williamsburg Galleries.” This was first held by the Commissioner 
to be registrable and was published in the O ficial Gazette. Thereafter an opposition 
to the registration, based upon the use of a similar trade-name, was filed by Colonial 
Williamsburg, Inc. The Examiner of Interferences sustained this opposition and 
the Commissioner of Patents affirmed. Tomlinson then brought suit against the 
Commissioner in the District Court of the United States for the District of Columbia 
under Rev. Stat. Section 4915, not joining Colonial Williamsburg, Inc., as a de- 
fendant. The Commissioner moved to dismiss upon the ground that he was not 
a proper party, and the District Court granted the motion. On appeal we reversed, 
holding that the Commissioner was a proper party. We distinguished Coe v. Hobart 
Mfg. Co., 70 App. D. C. 2, 102 F. 2d 270 (1939, and J. C. Eno (U. S.) Limited v. 
Coe, 70 App. D. C. 337, 106 F. 2d 858 [29 T.-M. R. 635] (1939). Speed Products 
attempts to distinguish the Tomlinson case from the instant case upon the ground 
that in the former the opposing party in the Patent Office had not a registered trade- 
mark but only a trade-name. But this distinction is relevant only to the question 
of the correctness of the decision of the Commissioner, not to the question whether 
under Rev. Stat. Section 4915 the District Court had jurisdiction to entertain the 
action against the Commissioner alone to compel the registration of the trade-mark. 

The second question is whether or not the District of Columbia court had power 
to enjoin Speed Products from proceeding with the New York action. The law 


on this question is well settled. Where two cases between the same parties on 
the same cause of action are commenced in two different Federal courts, the one 


which is commenced first is to be allowed to proceed to its conclusion first, and an 
injunction to accomplish this is proper. This is recognized by three cases: Triangle 
Conduit & Cable Co. v. National Elec. P. Corp., 125 F. 2d 1008 (C. C. A. 3d 1942), 
cert. denied, 316 U. S. 676 (1942) ; Crosley Corporation v. Hazeltine Corporation, 
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122 F. 2d 925 (C. C. A. 3d 1941); Cresta Blanca Wine Co. v. Eastern Wine 
Corporation, 143 F. 2d 1012 (C. C. A. 2d 1944). For example, in the second of 
the three cases cited the Hazeltine Corporation, after first giving formal notice to 
the Crosley Corporation that it was infringing twenty-two of Hazeltine’s patents, 
sued Crosley in a United States District Court in Ohio alleging infringement of two 
of the twenty-two patents referred to. Thereafter Crosley brought suit against 
Hazeltine in the United States District Court in Delaware seeking a declaratory 
judgment as to the validity and infringement of the remaining twenty patents 
specified in the Hazeltine notice. Still later Hazeltine filed several suits in the 
District Court in Ohio seeking decrees that Crosley had infringed fifteen of the 
patents specified in the notice, all of these being involved in the declaratory judg- 
ment action commenced by Crosley. Crosley then moved the District Court in Dela- 
ware to enjoin Hazeltine from proceeding with the suits in Ohio involving the fifteen 
patents until the Delaware court had decided the declaratory judgment suit. The 
District Court in Delaware denied the Crosley motion. The Circuit Court of Ap- 
peals reversed. It put the problem as follows: 


We are thus called upon to determine whether a United States District Court which 
first obtains jurisdiction of the parties and issues may, and under the circumstances of 
his case should, enjoin proceedings involving the same issues and parties begun there- 
after in another United States District Court. To put it in other words, does a District 
Court have the power to issue such an injunction and if it does, was it an abuse of discre- 
tion to deny such an injunction under the circumsances of this case? (122 F. 2d at 927.) 


It concluded that the District Court had the power to issue the injunction and 
that it had abused its discretion in declining to do so. 

The third question is whether or not the District of Columbia court should, in 
the circumstances of the instant case, have exercised its power and enjoined—as it 
did—Speed Products from proceeding in the New York court. The answer to this 
question is in the negative for the reason that the action in the New York court 
was the first of the two actions between Speed Products and Tinnerman. We rest 
our decision on this point on the Cresta Blanca case above cited. In that case 
Cresta Blanca Wine Company, a wholly owned subsidiary of Schenley Distillers 
Corporation, sued Eastern Wine Corporation in a United States District Court in 
New York praying for a declaratory judgment that Cresta Blanca had a right to 
the use of “Cresta Blanca” as a trade-mark for a certain of its wines, and charging 
that this trade-mark was infringed by Eastern’s use of the trade-mark “Casa Blanca” 
for its wines. Eastern, defendant in the New York suit, then brought action as 
plaintiff against Cresta Blanca and Schenley as defendants in the United States Dis- 
trict Court in Delaware charging trade-mark infringement by Cresta Blanca’s use 
of its trade-mark “Cresta Blanca.” Schenley, the parent corporation of Cresta 
Blanca, then applied for leave to intervene in the New York action, and both Cresta 
Blanca and Schenley prayed the New York court to stay further proceedings in 
the Delaware suit until final determination of the New York case. The New York 
court denied both Schenley’s application for intervention and the prayer of Cresta 
Blanca and Schenley for a stay of the Delaware proceeding. On appeal the Circuit 
Court of Appeals ruled that Cresta Blanca was entitled to have the Delaware action 
stayed as against it but not as against Schenley (this apparently upon the theory 
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that Cresta Blanca could obtain a stay only in its own interest and not in the interest 
of another party to the Delaware suit, to wit, Schenley). The theory of Schenley’s 
attempted intervention in the New York suit was that intervention, if allowed, 
would relate back to the time of the institution of that suit by Cresta Blanca and that 
therefore Schenley, as well as Cresta Blanca, would be entitled to enjoin Eastern 
from proceeding in the Delaware court upon the theory that the New York action 
as to both Schenley and Cresta Blanca was first. But the Circuit Court of Appeals 
held that the Schenley intervention if allowed would not relate back to the date of 
the commencement of the New York suit by Cresta Blanca, and that that being 
tsue and the Schenley application to intervene being subsequent to the commence- 
ment of the Delaware suit, Eastern in the latter could, if intervention were allowed 
to Schenley in New York, secure restraint of Schenley’s New York proceeding as 
second in time. Hence, ruled the Circuit Court of Appeals, there was no reason for 
allowing intervention by Schenley in the New York action. Specifically the court 
said: 
There remains for consideration Schenley’s appeal. Schenley was not entitled to inter- 
vene as of right under Rule 24(a) of the Federal Rules of Civil Procedure, 28 U. S. 
C. A. following Section 723c. The application was for permissive intervention under 
Rule 24(b). We see abuse of discretion in denying it. Eastern sued Schenley in Decla- 
ware before Schenley applied for intervention in the New York suit. It can hardly be 
said that intervention, had it been granted, would have related back to the filing of Cresta’s 
complaint. Therefore Schenley’s proposed intervention against Eastern would have been 
the later action between them and the very principle Schenley invokes would require stay- 
ing the New York action rather than the Delaware suit. .. . (143 F. 2d at 1014.) 


It follows that the injunction in the instant case should not have been granted. 
The Tinnerman application for intervention in the Speed Products suit in the Dis- 
trict of Columbia court did not relate back to the date of the commencement of that 
suit. Accordingly the New York action of Speed Products against Tinnerman was 
first in time and should be allowed to proceed. It follows also from the foregoing 
that the order of the District of Columbia court to advance for trial the suit therein 
must be set aside. 

It may be urged that to set aside the injunction and thus permit the action in 
the New York court to proceed first is to legitimatize the bringing of two suits by a 
plaintiff against the same defendant on the same cause of action in two different 
jurisdictions at substantially the same time and that such duplication with conse- 
quent burdens to the courts should not be permitted. The answer to this is that 
Speed Products brought no action against Tinnerman in the District of Columbia 
court, but only in the New York court. It had a right to sue Tinnerman in New 
York if it saw fit to do so. It is true that the relief prayed for in the first cause of 
action in the New York suit was a decree that Speed Products is entitled to regis- 
tration in the Patent Office of the trade-mark applied for, and directing the Com- 
missioner to register it. But the Commissioner was not made a party to the New 
York suit and as the New York court ruled, Speed Products Co., Inc. v. Tinnerman 
Products, Inc., cited above, his presence as a party was not necessary. To this effect 
see also Century Distilling Co. v. Continental Distilling Co., 106 F. 2d 486 [29 
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T.-M. R. 457] (C. C. A. 3d 1939). The decree sought was therefore, in effect, one 
for a declaration of rights as against Tinnerman. 

We, therefore, reverse the order of November 3, 1947, enjoining Speed Products 
from proceeding in the New York court with the first cause of action therein, and 
we reverse also that part of the second order of November 3, 1947, which directed 
the trial of the issue arising under the Speed Products complaint and the Tinnerman 
answer in the District of Columbia court to be advanced. 

Reversed and remanded. 


EDWARD P. PAUL & CO., INC. v. FEDERAL TRADE COMMISSION 
No. 9457—C. A. D. C_—May 10, 1948 


F. T. C. Acr—Score or CEASE AND DeEstst OrpDERS—DECEPTIVE ADVERTISING 
F. T. C. cease and desist order restraining use of “Imported”—“Du Barry” or any other 
legend indicative of French origin, to designate or describe goods made in whole or in sub- 
stantial part in Japan, without clearly disclosing the origin of the goods, affirmed, where 
there was substantial testimony that petitioner’s advertising conveyed to retailers and con- 
sumers the impression that the goods were of French origin; and held that the order does 
not purport to interfere with the use of the trade-mark “Du Barry” nor is it too vague. 
F. T. C. Act—PLEADING AND PRACTICE—GENERAL 
Petitioner’s contention that there was no show-cause hearing held without substance 
where, upon notice from the Commission and without objection, petitioner had participated 
in all hearings and the taking of testimony. 
Petitioner’s motion to quash examiner’s report, under F. T. C. rule requiring examiner 
to file report not later than 30 days after receipt of transcript, held without factual basis 
because record fails to show when examiner received transcript. 


Petition by Edward P. Paul & Co., Inc., to review cease and desist order of 
Federal Trade Commission. Affirmed. 


Nathan L. Silberberg, Washington, D. C., for petitioner 
Donovan R. Divet (William T. Kelly and Walter B. Wooden on the brief) of 
Washington, D. C., for respondent. 


3efore STEPHENS, Chief Justice, and CLARK and PrettyMAN, Associate Justices. 
PRETTYMAN, J.: 


Petitioner is an importer and manufacturer of porcelain products sold by it 
principally to retail stores. It publishes and distributes from time to time to some 
25,000 retailers a catalog. Among other items in this catalog was a “line” of table 
lamps, cigarette boxes, ash trays and candy boxes concerning which the following 
expressions were used as descriptive: “Imported ‘Du Barry’ Porcelain,” “Im- 
ported Hand Decorated ‘Du Barry’ Porcelain,” and “ ‘Du Barry’ Porcelain 
Table Lamps are nationally famous as reproductions of rare original French 
and English ‘old pieces’.”. The respondent Commission issued a complaint, 
the burden of which was that by the advertising the petitioner represented and 
implied, and purchasers were led to believe, that the products were of British or 
French origin; that the representations were false, deceptive and misleading, in that 
the porcelain part of the products was made in Japan. After extended hearings, 
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the Commission issued an order in which it required petitioner to cease and desist 
from using the legend “Imported—Du Barry” or any other legend or words in- 
dicative of French origin, to designate or describe products made in whole or in sub- 
stantial part in Japan, without clearly disclosing the Japanese origin, and from rep- 
resenting in any manner that products made in whole or in substantial part in Japan 
are of French or British origin. This petition is for review of that order. 

Petitioner’s first point is that the Commission has exceeded its jurisdiction be- 
cause the order aims to prevent the company’s use of its trade-mark, the word 
“Du Barry.” The order does not purport to interfere with the use of the trade-mark. 
It merely directs that the company not represent to the public that products made 
in Japan are imported from elsewhere. The advertising above was not a mere 
unadorned use of the word “Du Barry.” It was an affirmative representation as 
to the nature of the product. There was substantial testimony that the advertising 
conveyed to both retailers and consumers the impression that the porcelain was of 
French origin. A reading of the advertisement and an observation of the products 
presented as exhibits lead one to conclude that this testimony was reasonable and 
neither strained nor improbable. A lamp, for example, is advertised as “imported 
‘Du Barry’ porcelain, reproduction of rare original French piece,” when as a matter 
of fact it consists of a piece of Japanese porcelain set in a metal base manufactured 
in this country. It is unnecessary to cite authority that in this posture of the case 
the court cannot disturb the findings. 

The company says that the advertisement could not be misleading, because of 
the very low price at which the product is sold. It says that any purchaser would 
know that porcelain imported from France could not be sold at these low prices. 
But that argument cuts both ways. Its basic assumption is that porcelain imported 
from France is of much greater value than that made elsewhere, so much so that 
any purchaser would know that fact. Thus, the premise is an admission that the 
words of the advertisement are misleading, and the ensuing contention is that the 
natural implication of the words is offset by the price. In substance, the argument 
is that a seller has a right to envelop a cheap article in an admittedly misleading 
aura of value so long as the price remains low. The answer is that the order of 
the Commission is merely that the terms which are misleading be eliminated. 
The Commission is not penalizing the company or ordering it to cease doing any 
business whatever. It merely directs that representations, admitted by this particu- 
lar argument to be in themselves deceptive, be not used in the public distribution of 
the product. We have no doubt of its power and duty to do so. 

Petitioner next contends that the Commission failed to observe the requirement 
of the Act that a notice of hearing, giving a date and place fixed, must be given. It 
says that the Act further requires that the corporation complained of shall have the 
right to appear at the place and time so fixed and “show cause” why an order should 
not be entered by the Commission.’ The facts are that this company was given a 
notice of the time and place of the hearing before an examiner; that before the 
date thus fixed it was notified formally and in writing that another date, of which it 
would be duly notified, would be fixed; that by an order of November 22, 1944, 


1. 38 Stat. 719 (1914), 52 Stat. 111 (1938), 15 U. S. C. A. §45 (1941). 
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date at which the taking of testimony would begin was fixed as November 30, 1944; 
that on November 30th counsel for the company announced “The respondent is 
ready,” making no objection as to lack of notice or of opportunity to prepare; that 
thereafter extended hearings on notice were held, in the course of which continu- 
ances were had from time to time, the dates for reconvening being announced in 
advance on the record, and without objection; that the petitioner, by counsel, par- 
ticipated in all the hearings; that counsel for the Commission first placed in the 
record the evidence which its staff had gathered in support of the complaint ; that 
thereafter the company was afforded ample opportunity to present such evidence as 
it desired to present ; that an examiner’s report was filed; and that thereafter a hear- 
ing was had before the Commission upon that report and the exceptions to it. 
Petitioner’s contention seems to be that under the Act it was entitled, as a matter 
of right, to show cause why an order should not be entered, before testimony in sup- 


port of the complaint was placed in the record, and also that the various continuances 


of the hearing violated the company’s rights. The premises for these contentions 
are not clear in the brief. There it is said that “The time mentioned in the 
complaint was wholly superficial” and ““There was no show-cause hearing then or 
at any other time.”” We perceive no substance in the contentions thus stated. 

Petitioner’s next point is that its motion to quash the examiner’s report should 
have been granted, because, it says Commission Rule XX (July 1, 1944) required 
the examiner to submit his report 15 days after the close of testimony, and this 
examiner made his report 164 days after the hearing ended. It is sufficient to note 
that the Commission’s rule is not as petitioner says. Rule XX of the Commission's 
Rules of Practice (July 1, 1944) requires that the examiner shall, within 15 days 
“after receipt by him of the complete stenographic transcript of all testimony in a 
proceeding,” file his report. There is nothing in this record to show when the 
examiner received the transcript. Hence there is no factual basis upon which peti- 
tioner’s contention can rest.’ 

Petitioner says that the order is void because it is too vague to be followed. It 
says that it cannot determine with precision when a product may be made “in sub- 
stantial part” in Japan. It points to articles of which the part most striking upon 
observation may be the porcelain but of which the more costly parts may be the 
metal base or other parts added in this country, or elsewhere than in Japan. It says 
that it has no yardstick by which to determine what is meant by “in substantial 
part” of Japanese origin. The answer to this contention is that the order of the 
Commission merely requires the company to represent accurately, or else not to 
represent at all, the place of origin of its products. If the porcelain portion of a 
product is made in Japan and the other parts are made in the United States or 


2. Neither petitioner’s brief nor the printed joint appendix shows the date when the actual 
hearings ended, except for petitioner’s statement that “Here the examiner made his report 164 
days after the hearing ended.” That report was dated September 17, 1945. The last date ap- 
pearing in the original record (not printed) as a day of taking testimony is April 5, 1945. 
That record contains a formal order of the examiner, dated August 10, 1945, “closing taking 
of testimony.” Prior to that latter date the Rules of the Commission had been amended, and 
the Rules promulgated July 1, 1945, required the examiner to file his report “not later than 
thirty (30) days after receipt by him of the complete stenographic transcript of all testimony 
and all exhibits in the proceeding.” 
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elsewhere, a simple indication of the fact in the catalog would satify the Commis- 
sion’s order. The company says that its advertisements have not been misleading, 
and it thereby indicates a desire not to mislead. If that be so, it should have no 
objection to making its advertisements clear. If it has no desire to conceal the fact 
that the porcelain portion of these products is made in Japan, it could have no pos- 
sible objection to so stating in its advertisements. The term “in substantial part”’ 
becomes vague only when one attempts to come as close to the line of misrepresenta- 
tion as the Commission will permit. We find nothing objectionable in the use of 
the term in the order. The company can avoid difficulty with it by merely being 
accurately true in its advertisements 











The order of the Commission will be affirmed and the petitioner company 
directed to obey the terms of that order* 





CLARK, J. (dissenting) : 











I find myself completely unable to agree with the decision of the court in this 
case. I believe the finding of the Federal Trade Commission to be not only arbitrary 
and capricious in the extreme but also absurd and ridiculous. 

The facts are very simple. Petitioner, Paul, had for many years manufactured 
and sold a line of so-called “art objects,” 7.e., lamps, porcelain and art ware, using 
as a trade-name “Du Barry.” Some of the material for this line of goods came 
from Italy, some from Czecho-Slovakia, some from Hungary, some from Yugoslavia, 
some from Japan. This importing practice had prevailed for many years. 

The gist of the present action by the Commission is that an insertion was made 
in a catalog intended to be and actually circulated to retailers only, and not to the 
general public, which described this line of goods as “Imported Du Barry,” and 
further stated that it consisted of copies of well-known French and British speci- 
mens of the same class. Now, mark well, there is not a scintilla of evidence in the 
whole record concocted by the Commission that contradicts in the slightest degree 
the statements in the catalogue. Not one single word denies (1) that the articles 
were imported, (2) that they were marketed under a well-recognized trade-name 


“Du Barry,” (3) that they were copies of well-recognized French and English 
masterpieces. 














None of these facts were disputed Moreover there was not one witness to 
testify that he or she had been misled into purchasing any of this line by any state- 
ment in the catalogue circulated to dealers. The proceeding was instituted on the 
complaint of a disgruntled retailer who had had several quarrels with petitioner 
on account of her singular reluctance, not to say resistance, toward paying her bills. 
The chief witness was the merchandising manager of a department store who neither 
bought nor sold goods, and was, moreover, embittered by the refusal of petitioner 
to give him an exclusive contract for the sale of goods. The so-called “public” wit- 
nesses, selected by the Commission, which was trying the case, were simply called 
in off the street and asked a hypothetical question which left out one of the most 
vital issues in the case—the question of the price at which the imported articles 

















3. Federal Trade Commission Act, § 5(c), 38 Stat. 719 (1914), as amended, 52 Stat. 113 
(1938), 15 U. S. C. A. § 45(c) (1941). 
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were sold. To be sure there was also the testimony of a man who qualified as an 
expert, on the basis of six weeks experience in the business, that someone might be 
misled, although he knew of no one who ever had been so misled. 

It is on the basis of such testimony as this that the Commission arrives at the 
momentous conclusion that the term “Imported Du Barry” indicates origin from 
either France or Great Britain. Conceding the expertness of the Commission on 
such matters it is nevertheless incumbent on this court to check the basis of the Com- 


mission’s opinion. 

If, for instance, there is anything in the name Du Barry to make it a national 
trade-mark for France or Great Britain there is no finding of fact made by the 
Federal Trade Commission to justify this, nor is there any justification in history 
so far as is known. If the specialists of the Federal Trade Commission have such 
evidence they were notably negligent in producing it in the trial of this case, and 
it is remarkable chiefly from its entire absence in the opinion and decision in the 


case. 

To be sure, in the middle of the 18th century, a nameless waif, the illegitimate 
daughter of a poor washerwoman in Vaucouleurs, France, became a successful 
courtesan under the name of Mlle Lange. Her great charm brought her under the 
protection of Jean, Comte du Barry, who used her as a decoy in his gambling house. 
Finding her very successful in this regard, he succeeded by devious means in intro- 
ducing her to the notice of the King, who was captivated by her, with the result that 
she became his mistress. Since court etiquette forbade her introduction at court 
without a title and since Comte Jean was married and divorce was impracticable 
under French law at that time, Jean’s brother Guillaume married the lady. Which 
of the three, the King’s light of love, the erstwhile “protector,” Comte Jean, or his 
brother, the complaisant husband, has been adopted by the Commission as a per- 
petual and national trade-mark for both France and Great Britain does not clearly 
appear from the Commission’s conclusion. 

So far as history records the only connection that any one of them ever had with 
the unfortunate British to whom the Federal Trade Commission now attaches them 
is the final trip which Madame Du Barry made to England to try to sell her jewels, 
the ill-gotten gains from her affair with King Louis XV, for which she was beheaded 
in the French Revolution. 
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TRIANGLE PUBLICATIONS, INC. v. ROHRLICH, evc. 
ROSENBAUM, etc. v. TRIANGLE PUBLICATIONS, INC. 


Nos. 52-53—C. C. A. 2—May 6, 1948 
See 38 T.-M. R. 516. 


Appeals from Southern District of New York. 
Petition for rehearing by Rohrlich, etc., and Rosenbaum, etc., denied. 


Pennie, Edmonds, Morton & Barrows, George E. Middleton, and William M. Pol- 
lack, of New York, N. Y., for petitioners. 


Before Aucustus N. Hanp, CLark and Frank, Circuit Judges. 
PER CURIAM: 
Petition for rehearing denied. 


FRANK, C. J. (dissenting) : 


In their petition for rehearing, defendants refer us to Ex parte Miss Seventeen 
Foundations Co., 76 U. S. P. Q. 616, decided by the Patent Office on March 16, 
1948, after we had heard oral argument on this appeal, and therefore not before us 
when this case was decided. The Patent Office there denies defendants the right 
to register ““Miss Seventeen,” under the Trade-Mark Act of 1905, as a trade-mark 


for their wares, on the ground that “Seventeen” is merely descriptive of “the age 
group of seventeen.” Yet, almost simultaneously, this court sustains a judgment 
enjoining defendants from using “Seventeen,” on the ground that it is not descrip- 
tive, and does so in the face of uncontradicted evidence in this record which is 
wholly in line with the conclusion of the Patent Office. 

Pointing up what I said as to the confusion concerning the doctrine of confu- 
sion in this circuit which will result from the decision in the case at bar, defendants, 
in their rehearing petition, direct attention to the following: In Lucien Lelong v. 
Lander Co., Inc., 164 F. 2d 395, 397 [38 T.-M. R. 57] (C. C. A. 2), this court 
said, but a few months ago, that it was significant “that the plaintiff did not pro- 
duce any buyer who had been misled.” In Best & Company, Inc. v. Miller, —— 
F. 2d (C. C. A. 2), decided twelve days before the decision in the instant 
case, this court underscored the fact that “the record was bare of a single instance 
of a purchaser buying the defendant’s merchandise in the belief that it was the 
plaintiff’s.”” Having in mind that here, too, the record is bare of a single instance 
of a misled buyer, I agree with this statement made by defendants in their peti- 
tion: “If Best & Company, after using Liliputian Bazaar for more than six decades 
could not enjoin a competitor using substantially the same name in the same busi- 
ness, it is difficult to understand how plaintiff here, after using “Seventeen” for 
less than six months can enjoin a non-competitor using substantially the same name 
in a wholly unrelated business.” 
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NORMAN E. SEARLE v. SIVERT N. GLARUM AND ALVA L. HOUK 
No. 5632—C. C. P. A.—-April 6, 1948 









CourTS—PLEADING AND PRACTICE—RECORD ON APPEAL 

On appeal to C. C. P. A., party appealing has obligation to lay the record before the 
Court. 

Appellee desiring inclusion of other proper matter in the record must petition C. C. P. A. 










for certiorari to have such matter included. 
In absence of cross appeal, Patent Office is without authority by statute, Patent Office 
rule, or rules of C. C. P. A., to include in record at request of appellee material not included 







in appellant’s praecipe. 
CourtTs—ReEcorp ON APPEAL TO C. C. P. A.—Costs 

Because of peculiar situation in this case, transcript certified to C. C. P. A. by Patent 

Office held the same as though that portion of it to which appellant objects had been brought 

here by certiorari, and appellant’s motion to tax costs, for material alleged to be improperly 

included, denied, pending determination of the case on the merits, when costs will be taxed 

in accordance with the normal procedure. 











Appellant’s motion to tax costs, prior to final consideration of case on merits, 
for printing in the record at appellee’s request certain allegedly irrelevant material 







not included in appellant’s praecipe, denied. 






PER CURIAM: 






Appellant filed a motion in this court praying that the costs of printing in the 
record the testimony and certain exhibits of appellees, not included in appellant's 
praecipe, be taxed against appellee for the alleged reason that such testimony and 






exhibits are irrelevant to the issues in this case. 
In the motion it is stated that the appellees did not file a cross appeal; that 






appellees requested the Commissioner of Patents to include testimony and certain 
exhibits offered on their behalf as part of the record, and that such testimony, as 
requested by appellees, is not relevant to the issues on the merits. 

Appellees do not attempt to avoid payment of costs that may be properly as- 
sembled against them, and acquiesce in the motion of the appellant to the extent that 
the costs of printing the testimony and exhibits of appellees be considered as included 
in the record as though brought in by a motion for diminution of the record, and 
that, after consideration of the case on the merits, costs be taxed in accordance with 











the 1iormal procedure of the court. 
The action of the Patent Office, in including in the record testimony and exhibits 







by reason of a request by appellees, in the absence of a cross appeal, is without 
authority by statute, rules of the Patent Office, or rules of this court. It is not the 
province of the Patent Office to determine what matters are to be included in the 








certified transcript of record. It is the party appealing who is obliged to lay the 
record before the court. Section 4913 R. S. Should an appellee desire the inclu- 
tion of other proper matter in the record, the correct course to be pursued is to 






petition this court for certiorari to have such matter included. 
However, the motion of appellant is denied for the reason that the transcript 
certified to the court is the same as though that portion of it to which appellant 
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objects had been brought here by certiorari. This action by the court is taken be- 
cause of the peculiar situation in the case and is not to be understood as a precedent 
to justify a repetition of the obviously improper course pursued by the Patent 
Office in responding to the application appellees. 

The parties will make the usual required deposit with the Clerk of Court to 
cover the printing costs of the matter in dispute, as in granting of a motion for 
certiorari, and such costs will be taxed against the proper party when the case is 
decided on its merits. 

Motion denied. 


By reason of illness, O'CONNELL, J., took no part in this action of the court. 


G. VIVIANO, INC. (G. VIVIANO, INC., NEW CORPORATION, AssIGNEE) 
v. CRESTA BLANCA WINE COMPANY, INC. 


No. 5437—C. C. P. A—April 6, 1948 


TRADE-MarKS—DoMINANT FEATURE—GENERAL 
In old, well-known mark “Cresta Blanca,” held there is no separate dominant feature. 
TRADE-MarKs—Marks Not ConFusINGLy SIMILAR—PARTICULAR INSTANCES 
“Gold Crest” held not confusingly similar to “Cresta Blanca,” used on identical goods, 
under 1905 Act. 


Appeal from Commissioner of Patents. 
Applicant appeals from Commissioner’s decision sustaining notice of opposition. 
Reversed. 


A. Harry Crowell and Kimmel & Crowell for appellant. 
Mock & Blum (Asher Blum and Charles R. Allen of counsel) for appellee. 


Before GARRETT, Presiding Judge, and HatFieLp and Jackson, Associate 
Judges. 


JACKSON, J.: 


This is an appeal in a trade-mark opposition proceeding from a decision of the 
Commissioner of Patents, 71 U. S. P. Q. 149, reversing that of the Examiner of 
Interferences, dismissing appellee’s notice of opposition to the registration of a 
appellant’s composite trade-mark consisting of a shield on which appears the letters 
“G,” “V,” and “I” on red, blue, and gold background respectively. On either 
side of the shield are representations of grapes and grape leaves and a ribbon scroll 
extending across the bottom tip of the shield. Over the shield in prominent letters 
appears the name “Viviano” (disclaimed apart from the mark as shown) and under 
the shield are the words “Gold Crest.” Appellee’s registered trade-mark, upon 
which the opposition is. based, is “Cresta Blanca.”” The goods of both parties, 
being wines, are identical. 

The contention of appellee has been and is that the marks of the parties are 
dominated by the word “Crest.” It is argued that that word is the dominant 
feature in appellant’s mark and has the same meaning as the word “Cresta’’ in 
the mark of appellee. 
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The Examiner was of opinion that the word “Crest’’ was not the dominant 
feature of appellant’s mark and that when such mark is considered as a whole 
together with the whole of appellee’s mark that they are not similar in appearance or 
sound. He held, therefore, that when considered in their entireties the marks of 
the parties were sufficiently different as to obviate any likelihood of confusion in 
trade. 

The Commissioner in his decision was of opinion that based on the ornate 
appearance of appellant’s mark and the simple mark of appellee, that the difference 
between the marks in appearance is so great that there would be no confusing 
similarity in that respect. 

The Commissioner was of opinion that appellant’s mark would be referred to as 
“Viviano Gold Crest” but that since “Viviano” was disclaimed the trade-mark sig- 
nificance in sound would be in the expression “Gold Crest.’”’ The Commissioner 
stated that when the words “Crest” and “Cresta” are spoken that they would 
make more of an impression on the hearer than the accompanying words “Gold” 
and “Blanca.”” The Commissioner thought that because the words “Crest’”’ and 
“Cresta” are somewhat similar in sound that there would be likelihood of persons 
to mistake one for the other and therefore confusion would ensue. In effect he 
held that the words “Crest” and “Cresta” were the dominant features of the marks 
of the parties. He then said that sound of itself is sufficient upon which to base 
confusing similarity of the marks as applied to goods of the same descriptive prop- 
erties, citing the case of Skol Co., Inc. v. Olson, 33 C. C. P. A. (Patents) 715, 151 
F. (2d) 200, 67 U.S. P. Q. 96. 

We can not agree with the decision of the Commissioner. 

The sole question here is whether or not the marks of the parties are confusingly 
similar. 

We can not see, in considering a mark so well known as that of appellee, how 
it can be reasonably concluded that the word “Cresta” is its dominant feature. 
Neither can we understand how it could be contended that the word “Blanca” 
would be considered as dominating the mark. In our opinion there is no separate 
dominant feature to the mark “Cresta Blanca.” As far as appellee’s wines are con- 
cerned, the words must be used together or the mark would lose its very nature. 
It is an old and exceedingly well known mark among those who are accustomed to 
the use of wines. The name apparently means “white crest,” but surely, if it were 
translated from Spanish into English, no one could reasonably think that “White 
Crest” wine was the wine with which the mark “Cresta Blanca”’ is used. 

We are of opinion that “Crest” is not the dominant feature of appellant’s mark. 
Its dominant feature clearly is “Gold Crest,” which neither looks like nor sounds 
like, nor has any parallel or suggestive meaning as “Cresta Blanca.” 

We have held many times that in trade-mark cases, precedents are of no great 
aid in decision. In re Dutch Maid Ice Cream Company, 25 C. C. P. A. (Patents) 
1009, 95 F. (2d) 262, 37 U. S. P. Q. 202. Nevertheless, appellee has cited and 
earnestly discussed several cases decided by this court as sustaining his contention 
that the marks are confusingly similar, and we deem it proper to briefly distinguish 
between those cases and the instant case. 

Appellee reasons that if appellant is allowed to register the word “Crest” in the 
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combination mark ‘“Viviano Gold Crest” that many others might follow suit and 
we would witness such combinations as “Cervantes Purple Crest,” “Rossini Cresta 
di Vini,”. “Crest of Creation,” “Puccini Crest of Happiness,” and the like, and 
thus a condition might arise such as we stated would be likely in the case of 
Bielzoff Products Company v. White Horse Distillers, Limited, 27 C. C. P. A. 
(Patents) 722, 107 F. (2d) 583, 43 U.S. P. Q. 397. 

In that case appellant sought to register the mark “Red Horse” as applied to 
alcoholic beverages. Appellee was the owner of the trade-mark ‘White Horse” and 
“Black Horse” for alcoholic beverages. We stated that if appellant could register 
“Red Horse” some third party might be entitled to register “Bay Horse” or other 
similar mark on such beverages and thus destroy the value of appellee’s registered 
marks. We can see no possible parallel between the facts of the Bielzoff Products 
Company case, supra, and those before us here. If in that case the name appellant 
sought to register was “Caballo Colorado” or “Caballo Rojos,” we might have a 
situation somewhat similar to the one before us. In the instant case if the mark 
appellant seeks to register were “Carta de Oro,” the facts might be considered to be 
somewhat similar to that of the Bielzoff Products Company case, supra. 

We ‘find no precedent in the case of J. S. Ivins’ Son, Inc. v. United Biscuit Co. 
of America, 34 C. C. P. A. (Patents) 739, 158 F. (2d) 397, 72 U. S. P. Q. 121, 
where the marks “Gate House Cookies by Ivins,” the last three words being dis- 
claimed, and the expression “Town House” were held to be confusingly similar as 
applied to goods identical in part. We there held that in the marks “ 
and “Town House” the words Gate and Town were distinctive and the expression 
“House” was the part of the mark which was the chief factor in directing the pur- 
chaser’s attention to the origin of the goods. We quoted with approval the decision 
of the Commissioner that a town house and a gate house are both houses differing 
only in style, location, or purpose. In the instant case we have no identity of words 
in the involved marks. 

Similarly in the case of J. S. Ivins’ Son, Inc. vy. Lamont, Corliss & Company, 
34 C. C. P. A. (Patents) 737, 158 F. (2d) 399, 72 U. S. P. Q. 120, appellant 
sought to have registered its trade-mark “Gate House Cookies by Ivins.”’ It was 
opposed by appellee, basing its opposition on its registered mark “Toll House’”’ for 
chocolate and for cookies. We approved the reasoning in the decision of the Com- 
missioner, in which it was stated, as was pointed out by the Examiner of Interfer- 
ences, that the expression “Gate House” and “Toll House” have precisely the same 
meaning. Clearly there is nothing in the facts of that case to give it any controlling 
effect here. 

The cases of Macleay Duff (Distillers), Ltd. v. Frankfort Distilleries, Inc., 29 
C.C. P. A. (Patents) 1160, 129 F. (2d) 695, 64 U. S. P. Q. 253, involved the word 
“Duff’s” as applied to Scotch Whiskey. Appellee was the owner of the marks 
“Duffy,” “Duffy’s” “Duffy’s Malt,” “Duffy’s Malt Whiskey,” and “Duffy’s Whis- 
key.” We agreed with the tribunals of the Patent Office in holding that the notation 
“Duff” is the more prominent spoken symbol and the one by which purchasers 
would ordinarily buy appellant’s goods. We reasoned that the goods of the parties 
would be sought as “Duff’s” or as “Duffy’s.” Clearly the difference in appearance 
and sound between those two words is so very slight that we held their concurrent 


Gate House” 
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use was likely to confuse the mind of the public or deceive purchasers as to origin. 
It is obvious that there is nothing in that case that can apply to the facts here. 

Appellee has also cited the case of American Brewing Company, Inc. v. Delatour 
Beverage Corporation, 26 C. C. P. A. (Patents) 778, 100 F. (2d) 253, 40 U. S. 
P. Q. 173. That was a cancellation proceeding in which it appeared that appellants 
had used a trade-mark upon beer and ale, which consisted of a reproduction of the 
Statue of Liberty and the word “Liberty.” Appellee was the owner of the mark 
“America Dry Ginger Ale.” In reversing the decision of the Commissioner, we held 
that the representation of the Statue of Liberty was the dominant portion of the 
mark sought to be cancelled and that when considering the mark as a whole it was 
confusingly similar to that of appellant which consisted of the Statue of Liberty and 
the word “Liberty,” as aforesaid. Clearly there is nothing in that case which would 
even “squint” toward the facts here. 

In the case of Jacob Ries Bottling Works, Inc. v. Coca-Cola Co., 31 C. C. P. A. 
(Patents) 708, 138 F. (2d) 56, 59 U. S. P. Q. 138, the issue was stated to be 
between the word “Kola” which appeared in appellant’s mark “Rock Spring Kola” 
sought to be registered and “Cola” appearing in the “Coca-Cola” mark of appellee. 
The goods of the parties were of the same descriptive properties and the marks con- 
sidered as a whole were held to be confusingly similar. In the instant case no 
word of the mark of appellee is idem sonans with any word in the mark of appel- 
lant. 

The Commissioner in his decision cited the case of Skol Company, Inc. v. 
Olson, supra. It was also cited here by appellee. We there held by a divided court 
that the goods of the appellee, a charged mineral water which had been advertised 
as having a therapeutic effect, possessed the same descriptive properties as appel- 
lant’s goods, which were lotions for preventing sunburn, for use after shaving, and 
for relief of such complaints as cold sore, ringworms, athlete’s foot, hives, burns, 
abrasions, scalds, and other skin irritations, and for eye glasses, to all of which was 
applied the trade-name “Skol.”” The term sought to be registered was “Skoal.”’ 
There the names were the same in sound, and might be considered by ‘some the 
same in meaning. For the reason that a majority of the court held that the goods 
of the parties were of the same descriptive properties, the decision of the Commis- 
sioner was reversed. It is clear that that case has no pertinence here. 

In our opinion appellant does not seek to take anything from the value of appel- 
lee’s trade-mark. Therefore, the case of Bon Ami Co. v. McKesson & Robbins, 
Inc., 25 C. C. P. A. (Patents) 826, 93 F. (2d) 915, 36 U. S. P. Q. 260, is not at 
all in point as contended by appellee. 

In the case of Ex Parte Crest Laboratories, Inc., 55 U. S. P. Q. 233, the Com- 
missioner of Patents refused to register the word “Crest” as applied to a shampoo 
preparation in view of three prior registrations, “Alice Dale’s Crest,” “Gold Crest,” 
and “Vel Crest,” as applied to goods of the same descriptive properties. The 
Commissioner properly stated that, “All of the marks cited carry conspicuously or 
dominantly the word ‘Crest,’ which is the sole feature of the applicant’s mark.” It 
can not, in our opinion, be reasonably held that the word “Crest” in appellant’s 
mark is a conspicuous or dominant feature, any more than we could hold that 
“Cresta” is the dominant feature of the mark of appellee. 





38 T.-M. R. McK. & R. v. ISENBERG 663 


In the case of McKesson & Robbins, Incorporated v. California Growers 
Wineries, 60 U.S. P. Q. 147, the mark “Golden Bear” was held to be confusingly 
similar to the mark “Bear Club.’”’ Both marks were applied to liquor and both 
appeared in association with a shield design. The word “Bear” was admittedly the 
dominant part of the words ‘Golden Bear” and the Commissioner held that for the 
same reason the word “Bear” dominates the mark “Bear Club.”” We have no such 
situation before us in this case. No word of the mark sought to be registered is 
the same as any word in appellee’s mark. 

Viewing the issue as narrowly as it reasonably can be considered, i.¢., that the 
words “Gold Crest” alone should be considered with appellant’s mark “Cresta 
Blanca,” we find nothing in those expressions as applied to the goods of the parties 
that can reasonably be held to be likely to cause confusion in trade or to deceive 
the mind of the public. Therefore, the decision of the Commissioner of Patents is 
reversed. 


3y reason of illness, O'CONNELL, J., was not present at the argument of this 


case and did not participate in the decision. 


McKESSON & ROBBINS, INCORPORATED v. WILLIAM ISENBERG 
No. 5436—C. C. P. A——April 6, 1948 


OpposITIONS—OpposeEr’s Use oF MARK—GENERAL 
Where opposer did not plead use of its mark on razor blades or similar articles, held 
that the Patent Office was not obliged to consider the allegation that applicant’s mark was 
descriptive of the razor blades to which it was applied. 
TRADE-M ARKS—REGISTRABILITY—GENERAL 
It is not only the right but the duty of the Patent Office tribunals to determine ex parte 
and without reference to the issues raised by the notice of opposition, whether a mark is 
entitled to registration. 
In the ex parte consideration of the right to register, the Commissioner and not the op- 
poser represents the public and his decision is final so far as the opposer is concerned. 
OpposITION—APPEALS—SCOPE OF REVIEW 
Opposer appellant may not invoke as error, Patent Office ex parte ruling on question 
of descriptiveness of applicant’s mark. 
TRADE-MarRKS—Goops OF DIFFERENT DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Razor blades held goods of different descriptive properties from shampoo, under 1905 


Act. 


Appeal from Commissioner of Patents. 
Opposer, McKesson & Robbins, Incorporated, appeals from dismissal of notice 


of opposition by Commissioner of Patents. Affirmed. 


Samuel Herrick for appellant. 
No appearance for appellee. 


3efore GarreETT, Presiding Judge, and Hatrietp and Jackson, Associate 


Judges. 
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Jackson, J.: 


Appellee, doing business as Columbia Razor Blade Company, filed an applica- 
tion in the United States Patent Office for registration of the trade-mark ‘“Shavel” 
as applied to razor blades alleging use of the mark since June 28, 1944. On January 
9, 1945, notice of said application was duly published in the Official Gazette. On 
January 31, 1945, appellant filed its notice of opposition to said registration relying 
upon its ownership and registration of the trade-mark ‘“‘Shav” as applied to sham- 
poo. In its notice of opposition, appellant’s allegations related to likelihood of con- 
fusion in trade under Section 5 of the Trade-Mark Act of 1905, and it was further 
alleged that the mark sought to be registered is not registrable under that act for 
the reason that it is descriptive of the goods to which it is applied. 

Appellee in his answer denied that the mark sought to be registered is so similar 
to appellant’s mark as to be likely to cause confusion in the mind of the public and 
to deceive purchasers and also denied that the goods of the parties possessed the 
same descriptive properties. The allegation in the notice of opposition with respect 
to the descriptiveness of appellee’s mark was not traversed. 

The Examiner of Interferences dismissed the notice of opposition and adjudged 
ex parte that appellee was entitled to the registration he sought. As to whether 
or not the goods of the parties possessed the same descriptive properties, the 
Examiner considered the contention of appellant that the goods are related because 
both are likely to be used in the bathroom and may be used one after the other. 
However, it seemed to the Examiner that razor blades and shampoo possess such 
different essential characteristics and different trade appeal that purchasers thereof 
would not be likely to assume that they had a common source of origin. He, there- 
fore, held them to be goods of different descriptive properties. 

With respect to appellant’s allegation that appellee’s mark is descriptive of his 
razor blades, the Examiner stated that since appellant had neither pleaded nor 
proved that it sells razor blades or like products, that it had not established damage 
o~ the right to intervene on the basis of descriptiveness, citing the case of The 
Kroger Grocery & Baking Company v. Maine Potato Growers, 63 U.S. P. Q. 
184. 

In its appeal to the Commissioner of Patents, appellant alleged error in dismiss- 
ing the notice of opposition and also in the ex parte holding of the Examiner that 
appellee was entitled to register his mark. The Commissioner of Patents affirmed 
the decision of the Examiner, 71 U. S. P. Q. 186. He stated, citing the cases of 
In re Laskin Brothers, Inc., 32 C. C. P. A. (Patents) 820, 146 F. 2d 308, 64 
U. S. P. Q. 225 and Skol Company, Inc. v. Olson, 33 C. C. P. A. (Patents) 715, 
151 F. 2d 200, 67 U. S. P. Q. 96, that the courts have laid down a liberal inter- 
pretation with respect to “merchandise of the same descriptive properties,” and 
also pointed out that products with which substantially identical trade-marks are 
used may so differ in their relationship to each other that there is no likelihood of 
confusion or deception, citing Kraft Phenix Cheese Corp. v. Consolidated Beverages, 
Ltd., 27 C. C. P. A. (Patents) 803, 107 F. 2d 1004, 44 U.S. P. Q. 41. 

The Commissioner, stating that neither of the parties had filed testimony nor 
entered into a stipulation of facts, noted that there is nothing in the record con- 
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cerning the relationship of the involved goods in trade and use of other facts. From 
the decision of the Commissioner, this appeal was taken. Appellee has made no 
appearance in this court by either counsel or brief. 

There is nothing in the decision of the Commissioner expressly ruling upon 
the holding by the Examiner of Interferences with respect to appellant’s right under 
its pleadings concerning the descriptiveness of appellee’s mark. 

Appellant in its reasons for appeal to this court alleged error on the part of the 
Commissioner in not ruling that the interest of the public at large requires rejection 
of the involved application by reason of appellant’s claim that appellee’s mark is 
descriptive of the goods with which it is used. 

We have held many times that it is not only the right but the duty of the 
tribunals of the Patent Office to determine ex parie and without reference to the 
issues raised by the notice of opposition, whether a mark is entitled to registration. 
Dubonnet Wine Corp. v. Ben-Burk, Inc., 28 C. C. P. A. (Patents) 1298, 1301, 
1302, 121 F. 2d 508, 50 U. S. P. Q. 76; and Sparklets Corporation v. Walter 
Kidde Sales Company, 26 C. C. P. A. (Patents) 1342, 1345, 104 F. 2d 396, 42 
U.S. P. Q. 73, 76. 

The Examiner in the instant case, as hereinabove noted, held ex parte that 
appellee is entitled to the registration of his mark. The Commissioner did not 
reverse such holding and under the facts in this case was not obliged to do so. 
Goldsmith Bros. v. Atlas Supply Co., 32 C. C. P. A. (Patents) 1001, 1003, 1004, 
148 F. 2d 1016, 65 U. S. P. Q. 378. In that case we stated that since appellant 
had not pleaded the use of its mark on motor oil or its registration for polishing 
wax used on automobiles, that evidence in respect thereto could not be deemed 
pertinent, and that the Examiner of Interferences and Commissioner properly 
refused to consider it. In the instant case, appellant did not plead the use of its 
mark on razor blades or similar articles, and, therefore, the Examiner of Interfer- 
ences and the Commissioner of Patents were not obliged to consider the allega- 
tion of descriptiveness of the mark of appellee. 

Furthermore in the case of Revere Paint Company v. 20th Century Chemical 
Company, 32 C. C. P. A. (Patents) 1096, 1101, 150 F. 2d 135, 66 U. S. P. Q. 
65, we held that in the ex parte consideration of the right of an applicant to register 
his mark, it is the Commissioner of Patents and not the opposer who represents 
the public and his decision is final so far as the opposer is concerned. Therefore, 
appellant here can not invoke error on the part of the tribunals of the Patent Office 
in its not ruling that the interest of the public at large requires rejection of the 
application for registration based on descriptiveness. 

It is clear that shampoo and razor blades, the former being a pharmaceutical 
preparation and the latter being machine fabricated cutting instruments, are made 
of distinctly different materials. With respect to use, the shampoo is essentially 
for cleansing the hair on the head, and razor blades have for their chief function 
the shaving of beard from the face. It is true that in use the goods of the parties, 
particularly by the male members of the human family, are employed to make neat 
and clean the hair and face of the users. The goods of the parties are sold in the 
same drug stores to the same general public. However, in our opinion the goods 
are so dissimilar in appearance, use, and structure that on the meager record before 
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us we are not able to hold that they are of the same descriptive properties and that 
the use by the parties of their marks on their respective goods would be likely to 
confuse, mislead, or deceive the purchasers. 

For the reasons hereinabove given, the decision of the Commissioner is affirmed. 


By reason of illness, O'CONNELL, J., was not present at the argument of this 
case and did not participate in the decision. 


E. I. pu PONT pe NEMOURS & CO. v. CELANESE CORPORATION OF 
AMERICA 


No. 5360—C. C. P. A.—April 2, 1948 


TRADE- MARKS—ABANDON MENT—GENERAL 
Non-exclusive terminable license agreement, providing for inspection and testing by 
licensor and maintenance of standards by licensee who acknowledged validity of licensor’s 
trade-mark rights, held not to indicate abandonment by licensor, under 1905 Act. 
Licensee’s violation of agreement, by failure to insert in its registered trade-mark by 
licensor. 
It is well settled that owner of trade-mark may license its use to others, so long as such 
agreements are not merely naked license agreements. 
CANCELLATIONS—PLEADING AND PrActTICE—MortIon TO DISMIss 
Dismissal of petition for cancellation, based on alleged abandonment, held proper, under 
1905 Act, where petition did not allege deception resulted from licensee’s failure to state 
in advertising, as required by license agreement, that licensor owned mark; and petition 
did not allege that the other terms of the license agreement, as to inspection, control of 
quality, etc., were not carried out by each of the parties thereto. 


Appeal from Commissioner of Patents. 
Cancellation proceeding by E. I. du Pont de Nemours & Co. against Celanese 
Corporation of America. Petitioner appeals from dismissal of cancellation petition. 


Affirmed. 


Stone, Boyden & Mack (J. Hanson Boyden of counsel) for appellant. 
C. W. Levinson and I. Seltzer for appellee. 


Before GARRETT, Presiding Judge, and BLANp, HATFIELD, JACKSON and 
O’ConNELL, Associate Judges. 


HATFIELD, J.: 


This is an appeal in a trade-mark cancellation proceeding from the decision of 
the Commissioner of Patents, 69 U. S. P. Q. 258, affirming the decision of the 
Examiner of Interferences granting appellee’s motion to dismiss appellant’s peti- 
tion to cancel the registration of appellee’s mark “Celanese,” with the word “Brand” 
enclosed in smaller letters within the term “Celanese,” for use on dyestuffs. 

Appellee’s trade-mark, registration No. 189,399, was registered September 16, 
1924, under the Trade-Mark Act of February 20, 1905, on an application filed 
April 15, 1924, by the American Cellulose & Chemical Manufacturing Company, 
Limited, which, by change of its name later, became the Celanese Corporation of 
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America, a corporation organized under the laws of the State of Delaware. The 
registration was renewed September 16, 1944, to the Celanese Corporation of Amer- 
ica. 

On October 26, 1944, appellant, E. I. du Pont de Nemours & Company, filed its 
petition for cancellation of appellee’s registered mark, in which it was claimed that 
on April 2, 1935, appellee had entered into a non-exclusive license with American 
Aniline Products, Inc., of New York, N. Y., granting to the latter company “ ‘a 
non-exclusive license to employ said trade-mark in connection with dyestuffs’ and 
‘the right—to publish advertising matter—in connection with the sale of dyestuffs, 
to the effect that such dyestuffs are designated by said trade-mark’ ”’; that in accord- 
ance with said license agreement, American Aniline Products, Inc., “published from 
time to time, beginning in the year 1935, and running at least through the year 
1943, numerous displays of advertising matter, such advertising matter appearing 
in the following periodicals (among others), namely, American Drycleaner, Amer- 
ican Dyestuff Reporter, Cotton, Rayon Textile Monthly, and Textile Colorist,” 
and in such advertisements, featured dyestuffs offered under the name “Celanese” ; 
that said products under said trade-mark were advertised as the product of Amer- 
ican Aniline Products, Inc., without any reference in any way to appellee; that it 
filled the orders received for dyestuffs and placed on such dyestuffs labels bearing 
the trade-mark and displayed its own name as the source of the goods “Celanese” 
and shipped such labeled goods directly to purchasers; that the trade-mark 
“Celanese” no longer served to denote origin in appellee and therefore, the trade- 


mark “Celanese,”’ as applied to dyestuffs, has ceased to function as a trade-mark; 
and that appellee’s registration has, therefore, been abandoned and is invalid. 
Appellant further alleged, in order to establish that it deemed itself injured by the 
registration of appellee’s trade-mark, that appellee had relied on its registration in a 
cancellation proceeding against appellant’s registration No. 365914, for the mark 
‘‘Zelan” by reasons of which cancellation proceeding appellant has been “grievously 


harassed and otherwise seriously injured.” 

Subsequent to the filing of appellant’s petition for cancellation, appellee, on 
November 10, 1944, filed a motion under Rule 12(e) of the Federal Rules of Civil 
Procedure, requiring appellant to furnish appellee with a further and better state- 
ment of appellant’s claims. Attached to the motion was a license agreement dated 
April 2, 1935, between the Celanese Corporation of America and American Aniline 
Products, Inc., designated as Exhibit A, together with photostat copies of two 
advertisements of American Aniline Products, Inc., appearing in Volume 32 of the 
American Dyestuff Reporter of April 26, 1943 and in Volume 10 of the American 
Drycleaner of November, 1943, each respectively referred to in the motion as Ex- 
hibits B and C. 

Without quoting the entire agreement between appellee and American Aniline 
Products, Inc., it is stated therein that American Aniline Products, Inc., was de- 
sirous of selling dyestuffs under the trade-mark “Celanese”; that it agreed “‘to 
acknowledge and does hereby acknowledge the validity’ of the trade-mark 
“Celanese,” and “further agrees that it will never do anything or use”... . the 
trade-mark “Celanese” “in any way to infringe the rights” of appellee in its trade- 
mark. It is further stated in the license agreement that American Aniline Products, 
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Inc., was granted “a non-exclusive, non-transferable and personal license” to employ 
the trade-mark “Celanese” ‘in connection with dyestuffs and no other product” ; 
that American Aniline Products, Inc., was appointed as one of appellee’s agents 
“for the purpose of affixing labels bearing” the trade-mark ‘‘Celanese”’ to “‘packages 
containing said dyestuffs”; that American Aniline Products, Inc., agreed to attach 
such labels ‘only to dyestuffs manufactured by it and only so long as the right 
granted herein has not been terminated as provided in Clause 6 under this agree- 
ment”; and that “nothing herein contained shall be construed to mean” that 
American Aniline Products, Inc., “has the sole and exclusive right to use’’ the 
trade-mark “Celanese” and appellee reserved the right to use said trade-mark and to 
appoint other agents to use the same. 

It further appears from the license agreement that it was agreed that the trade- 
mark should be employed by American Aniline Products, Inc., “to designate only 
such dyestuffs which shall in quality be up to such standard as may be fixed or 
approved by the party of the first part and that for the purpose of ascertaining the 
quality of said dyestuffs,” appellee “shall through such agents or representatives 
as it may designate, have the right to inspect and test from time to time, such dye- 
stuffs before they are offered for sale’; that American Aniline Products, Inc., might 
publish in circulars or other advertising in connection with the sale of dyestuffs ‘to 
the effect that such dyestuffs are designated by” the trade-mark ‘‘Celanese” “until 
such time as the right granted herein has not been terminated as provided in Clause 
6 under this agreement” ; that notice of the fact that the trade-mark “Celanese” was 
registered and owned by appellee should be indicated in all such advertising matter 
and that before such advertising matter was published it should be submitted to 
appellee for its approval ; and that in Clause 6 of the agreement, it is provided that 
the license agreement may be terminated by appellee upon six months’ notice in 
writing to the second party. 

In Exhibit B, pub ‘shed by American Aniline Products, Inc., it appears that 
the trade-mark “Celanese” was merely used to indicate to the public a particular 
type or quality of dye. 

Exhibit C is an advertisement of American Aniline Products, Inc., in which it 
stated, among other things, that Celanese dyes might properly be used for the pur- 
pose intended. 

On November 24, 1944, appellant, in response to the motion filed by appellee 
under Rule 12(e) of the Federal Rules of Civil Procedure, acknowledged the exist- 
ence of Exhibits A, B, and C, hereinbefore referred to, and stated that there were 
other advertisements similar to Exhibits B and C and particularly referred to a 
copy of an advertisement in the American Dyestuff Reporter of July 15, 1935, and 
apparently attached the same to its bill of particulars. That advertisement, however, 
does not differ substantially from Exhibits B and C, hereinbefore referred to, and 
does not indicate that American Aniline Products, Inc., is the owner of the trade- 
mark “Celanese.” 

On December 11, 1944, appellant moved to amend its petition for cancellation 
by adding thereto the allegation that American Aniline Products, Inc., with the 
knowledge and approval of appellee, ‘issued and distributed to the trade color books 
or ‘cards’ illustrating various shades of ‘Celanese’ colors or dyestuffs which were 
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being offered, such color books or ‘cards’ bearing only the name American Aniline 
Products, Inc., as the source of the ‘Celanese’ dyestuffs described therein” and dis- 
played its own name as a source of the dyestuffs. The motion to amend was 
granted by the Examiner of Interferences and appellant was granted until January 
4, 1945, in which to furnish the particulars requested in appellee’s motion herein- 
before referred to. 

Appellee, on December 12, 1944, filed an additional motion under Rule 12(e) 
of the Federal Rules of Civil Procedure, to require appellant to file an additional 
bill of particulars. 

On December 30, 1944, appellant, in response to the second motion for a bill 
of particulars, attached two photostat copies of the covers of color books or “‘cards”’ 
and stated further that the original books from which the attached photostats had 
been made, might be examined either in Room 7090 of the du Pont building, 
Wilmington, Del., or in Room 866 of the National Press Building, Washington, 
D. C. 

The two photostat copies attached to the bill of particulars refer to Celanese 
colors but do not indicate to the purchasing public that the trade-mark “Celanese” 
is owned by American Aniline Products, Inc., but rather suggests that the Celanese 
colors are of a particular quality. 

The sole issue in the case, therefore, in accordance with the facts as stated is 
whether appellant’s petition for cancellation, the record not containing any other 
matter of which we may take judicial notice, is sufficient to state a cause of action 
in accordance with Section 13 of the Trade-Mark Act of February 20, 1905, in 
view of appellee’s motion to dismiss the petition for cancellation, the bills of par- 
ticulars, and the exhibits attached thereto. 

The Examiner of Interferences, in a rather lengthy opinion, in which he cited, 
among others, the cases of E. F. Prichard Co., et al. v. Consumers Brewing Co., 
136 F. 2d 512, 58 U. S. P. Q. 362, Socony-Vacuum Oil Co., Inc. v. Atomal 
Mfg. Co., 58 U. S. P. Q. 497, and Smith v. Dental Products Co., Inc., et al., 140 
F. 2d 140, 60 U. S. P. Q. 260, held that appellant’s petition for cancellation 
should be dismissed in accordance with appellee’s motion. In his decision, the 
Examiner distinguished the case of R. M. Hollingshead Corp. v. Davies-Young 
Soap Co., 28 C. C. P. A. (Patents) 1286, 121 F. 2d 500, 50 U. S. P. Q. 71, from 
the facts in the instant case, reference to which will hereinafter be made. 

On appeal, the Commissioner of Patents affirmed the decision of the Examiner 
of Interferences and in support of his decision cited the cases of Smith v. Dental 
Products Co., Inc., et al., supra, and Mathy v. Republic Metalware Co., 35 App. 
D. C. 151. The Commissioner also referred to the cases of Macmahan Pharmacal 
Co. v. Denver Chemical Mfg. Co., 113 Fed. 468, and Mayer Fertilizer & Junk Co. 
v. Virginia-Carolina Chemical Co., 35 App. D. C. 425. 

It is unnecessary that we recite all of the statements contained in the Commis- 
sioner’s decision. It is sufficient to say that he stated that it was well settled that 
one who assigns his trade-mark with or without the business which it has been 
used, abandons his mark, but that a license agreement, not merely a naked license 
to use, where the licensor expressly reserves his right to continue the use of the 
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mark and which license agreement provides that the agreement may be terminated 
by the licensor, is not an abandonment of its registered mark. 

In the case at bar, it clearly appears from the license agreement that the licensee 
agreed to use the trade-mark on such dyestuffs only as were of the quality and of 
the standard as might be fixed or approved by the licensor, and that the licensor 
might, through its agents or representatives, have the right to inspect and test from 
time to time the dyestuffs made by the licenses. The license agreement further 
provided, as hereinbefore noted, that the licensor reserved the right to use said 
trade-mark and to appoint other non-exclusive agents for the use thereof; that 
American Aniline Products, Inc., acknowledged the validity of appellee’s registered 
trade-mark and that it would not do anything in any way to infringe the rights of 
appellee. The agreement further provided that it might be terminated by appellee 
by giving six months’ notice in writing to the licensee. There is nothing in the 
license agreement to indicate that appellee had abandoned its mark for use on its 
dyestuffs. On the contrary, it clearly appears from the agreement that it retained 
not only its right to use, but its full ownership of the trade-mark, subject to the 
right of American Aniline Products, Inc., to manufacture appellee’s dyestuffs in 
accordance with the quality and standard required by appellee. It is obvious, 
therefore, that the license agreement is not a naked license agreement, and that 
appellee has not abandoned its mark within the purview of Section 13 of the 
Trade-Mark Act of February 20, 1905, as argued by counsel for appellant. 

It is noted in the petition for cancellation, as hereinbefore stated, that contrary 
to the license agreement, American Aniline Products, Inc., did not, at least in some 
instances, comply with the terms of the contract in that it advertised its dyestuffs 
under the trade-mark ‘“‘Celanese,” apparently as the source of such dyestuffs, with- 
out reference in any way to appellee. 

When it filed its bills of particulars in accordance with the motions by appel- 
lee, appellant referred to Exhibits B and C, hereinbefore set forth, as conforming 
to its allegation that American Aniline Products, Inc., advertised its dyestuffs as 
though the “Celanese” trade-mark was its own. It failed, however, to introduce 
into the record any other advertisements by American Aniline Products, Inc., dif- 
fering substantially from Exhibits B and C, hereinbefore referred to, but reserved 
the right to introduce evidence of other advertising which it claimed was contrary 
to the contract, if such advertising specimens were later discovered. 

We have examined Exhibits B and C attached to appellee’s motion under Rule 
12(e) of the Federal Rules of Civil Procedure, and are of opinion that neither of 
these exhibits indicates in any way that American Aniline Products, Inc., was the 
owner of the trade-mark “Celanese” and the only matter of importance appearing in 
those exhibits is that the Celanese dyes therein referred to indicated quality and 
were manufactured by American Aniline Products, Inc. That, we think it had a 
perfect right to do and that such advertising does not indicate in any way that 
appellee abandoned, or intended to abandon its registered trade-mark “Celanese.”’ 
It is true that Exhibits B and C do not state that the trade-mark “Celanese”’ is 
registered and owned by appellee, and to that extent American Aniline Products, 
Inc., violated the terms of the license agreement. 

In view of the fact that appellee filed a motion to dismiss, it acknowledge that, 
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at least as to Exhibits B and C, American Aniline Products, Inc., violated that 
portion of the license agreement. However, there is no statement alleged in the 
petition for cancellation that either the public or anyone else was deceived by the 
failure of American Aniline Products, Inc., to comply with that portion of the 
terms of the license agreement. Furthermore, there is no allegation that the other 
terms of the agreement were not fully carried out by each of the parties to the 
license agreement. 

Counsel for appellant has cited several cases to the effect that the primary object 
of a trade-mark is to indicate origin, as well as the product of a particular trader 
and that appellee, having entered into a license agreement, has voluntarily divested 
itself of the exclusive use of the mark; that appellee could not register the mark 
in view of the license agreement and, therefore, has abandoned the mark within the 
purview of Section 13 of the Trade-Mark Act of February 20, 1905. 

One of the cases relied on by counsel for appellant is that of R. M. Hollingshead 
Corp. v. Davies-Young Soap Co., supra. That case involved an opposition pro- 
ceeding between the parties to a contract in which appellee opposed the registration 
of the mark “Whiz” to appellant. It appeared that appellant in that case had 
entered into a contract with appellee in which it voluntarily relinquished its exclusive 
right to the use of the mark upon grit paste soap and, for the reasons therein stated, 
was not entitled to the exclusive use of the mark and, therefore, not entitled to regis- 
ter the same under the Trade-Mark Act of February 20, 1905. It is true that in 
our decision in that case we quoted from Nims on Unfair Competition and Trade- 
Marks, Third Edition, Section 22, page 68, that “ ‘ 
mark apart from its business with which it is used, constitutes an abandonment of 
the mark and rightfully so.’’’ No cases were cited in support of the quoted state- 
ment. It is significant that if the quoted statement should be interpreted literally, 
it is contrary to decisions hereinafter cited. A similar statement appears in Nims 
on Unfair Competition and Trade-Marks, Fourth Edition, Section 22, page 123, 
and cases are cited in support of the author’s statement. However, we have exam- 
ined all of the Federal cases there involved and find that they are not in point. The 
author also states that: 


Nevertheless, a trade-mark or trade-name may be the subject of a lawful and valid 
license or lease, even as it may be legally sold. “A trade-name, like a trade-mark, may 
be assigned, as long as it remains associated with the same product or business with 
which it has become associated in the public mind. ... And upon the same conditions it 
may be licensed or lent, and its exclusive use may be resumed by its owner according to 
the terms of the lending.” 


Attention is also called by the author, in a footnote in Section 22, page 123, 
Section 408, page 1264, where it is stated, relating to abandonment, that 


“Abandonment in industrial property is an act by which the public domain originally 
enters or re-enters into the possession of the thing (commercial name, mark or sign), 
by the will of the legitimate owner. The essential condition to constitute abandonment is 
that the one having a right should consent to the dispossession. Outside of this there 
can be no dedication of the right, because there cannot be abandonment in the judicial 
sense of the word.” Abandonment results in a forfeiture and must be strictly proved, 
and the burden of its establishment is upon the party affirming it. 
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Abandonment is purely a question of intent. 

In 1915, the Supreme Court said that “trade-mark rights, like others that rest in user, 
may be lost by abandonment, non-user, laches or acquiescence. Abandonment, in the 
strict sense, rests upon an intent to abandon; and we have no purpose to qualify the au- 
thority of Saxlehner v. Eisner to that effect.” 

The rule that intention governs abandonment, is not disputed. When conduct is con- 
sistent with the intention to retain trade-mark rights, or when acts which unexplained 
might establish abandonment are answered by affirmative proof that there never was an 
intention to give up the right claimed, abandonment is not established. 


That that quotation is an accurate statement of the law cannot seriously be chal- 
lenged. Cases were cited in support thereof. 

It is well settled that the owner of a trade-mark may license its use to another 
and others so long as such agreements are not merely naked license agreements. 
See Menendez v. Holt, 128 U. S. 514, 524; Bacardi Corporation of America v. 
Domenech, et al., 311 U. S. 150; Shaver, et al. v. Heller & Merz Co., 108 Fed. 821; 
Mathy v. Republic Metalware Co., supra; Saalfield Pub. Co., et al. v. G. & C. 
Merriam Co., 238 Fed. 1; and E. F. Prichard Co., et al. v. Consumers Brewing 
Co., supra. 

In the case of Smith v. Dental Products Co., Inc., et al., supra, the court, 
among other things, there said: 


Again defendant relies upon authorities such as Hanover Star Mill Co. v. Metcalf, 
supra, and United Drug v. Theodore Rectanus, supra, which. in our judgment, are not 
controlling. This is so for the reason that in the instant case defendant’s use was definitely 
limited by the agreements between the parties. In none of the authorities relied upon by 
the defendant has it been held that the owner of a trade-mark loses such ownership by 
the mere grant to another of the privilege of its use. 


In the case of Mathy v. Republic Metalware Co., supra, the court clearly rec- 
ognized that a proper license was valid. 

It is true that in the case of Mayer Fertilizer & Jung Co. v. Virginia-Carolina 
Chemical Co., supra, the court stated that “A trade-mark cannot be assigned, or its 
use licensed, except as incidental to a transfer of the business or property in con- 
nection with which it has been used” and, in support of the quoted statement, cited 
the case of Macmahan Pharmacal Co. v. Denver Chemical Mfg. Co., supra, in 
which case the sole issue was whether the naked assignment of the trade-mark was 
valid, and the court there properly held that a mark could not be assigned apart 
from the business and good-will of the owner of the mark. Accordingly, in its 
statement in the case of Mayer Fertilizer & Junk Co. v. Virginia-Carolina Chem- 
ical Co., supra, the court was wrong in saying, as the issue was not presented, 
that a trade-mark could not be legally licensed without a transfer of the business 
or property and the good-will thereof, and the holding in that case in connection 
to a proper license agreement was contrary to the decision in the case of Mathy v. 
Republic Metalware Co., supra. 

Although the case of Crown Fabrics Corp. v. American Viscose Corp., 32 
C. C. P. A. (Patents) 1, 145 F. (2d) 246, 63 U. S. P. Q. 149, is not exactly in 
point, it does approve the rule that a proper license agreement is valid and does not 
indicate abandonment on the part of the owner of the mark. 
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It is unnecessary that we cite other cases in support of our holding that a trade- 
mark registration may be licensed in accordance with the license agreement here- 
inbefore set forth. We are of opinion, therefore, that for the reason here- 
inbefore stated, appellee has not abandoned its mark under Section 13 of the Trade- 
Mark Act of February 20, 1905. It is unnecessary, therefore, that we consider 
the applicability of the Trade-Mark Act of July 5, 1946 (effective July 5, 1947). 

For the reasons hereinbefore stated, the decision of the Commissioner of 
Patents should be and is, accordingly, affirmed. 


O’CONNELL, J., dissenting: 


The subject matter of the appeal nowise involves the issue that a proper license 
agreement is valid and does not indicate abandonment on the part of the owner, 
since appellant from the outset of the proceedings heretofore begun in the Patent 
Office has consistently prosecuted its petition upon the basic principle that where the 
mark is used in no such manner as to cause the mark to lose its significance as an 
indication of origin and to deceive the public, the owner thereof may authorize 
others, including subsidiaries and those who are completely independent, to legiti- 
mately use the mark on goods produced under his supervision and control or, in 
other words, without effecting its abandonment. 

By the specific terms of the license agreement, the Aniline Corporation was 
granted a “personal license” and was to act as “one” of appellee’s agents “for the 
purpose of affixing labels’’ bearing the trade-mark “Celanese” to packages contain- 
ing the said dyestuffs, and no other product, manufactured by “Aniline” and by it 


sold to the public. The agreement further contemplated the additional use of ap- 


’ 


pellee’s mark by such “other agents” as appellee might appoint for the same or 
other purposes. 

The Aniline Corporation was to have the right on its own account to publish 
in circulars and other advertising matter that its dyestuffs were designated by the 
trade-mark “Celanese” and, to protect itself, appellee reserved the right to veto all 
such circulars and advertising matter, which were first to be submitted to appellee 
and by it approved in writing prior to the circulation and distribution thereof. 
Appellee specifically reserved the further right to inspect at any time the quality 
of ‘‘Aniline’s” dyestuffs marketed by its under the name “Celanese,” and to terminate 
the license “upon six (6) months’ notice in writing.” 

There is no evidence before the court, however, and there was none before the 
tribunals of the Patent Office, that these rights were actually exercised by appellee, 
as appellee filed no answer and took no testimony but elected to rely solely upon its 
motion to dismiss. 

The primary issue therefore involves the sole and elementary question raised 
by the pleadings of whether the registration of the mark “Celanese“ is invalid and 
has become abandoned because that name, by reason of the described license 
agreement and appellee’s conduct in connection with the performance thereof, 
no longer constitutes a means whereby the goods of appellee may be distinguished 
from goods of the same class marketed by other vendors under the provisions of 
the Act of 1905. 

The Examiner in his dismissal of appellant’s petition, it will be noted, relied pri- 
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marily upon the case of Mathy v. The Republic Metalware Company, 35 App. D. C. 
151. In addition to the Mathy case he cited, among others, the case of Smith v. 
Dental Products Co., Inc., et al., 140 F. (2d) 140, 60 U. S. P. Q. 260. 

The Commissioner in reaching the identical conclusion relied upon the Mathy 
case; but in further support of his position quoted the excerpt from the opinion in 
the Smith case which is accurately quoted also in the prevailing opinion, and to 
which appellant has offered no objection as a correct statement of the law applicable 
to the facts recited in the Smith case. 

The Commissioner of Patents correctly stated the established rule of evidence 
that the action of an owner who assigns his mark to another for use on goods of 
the same descriptive properties, and apart from the business with which the mark 
has been used, thereby effects the abandonment of his mark; and no proof what- 
ever of his clear intent to do so is further required from the person alleging such 
abandoment, “because the assignment is conclusive evidence of his [assignor’s] 
intent to abandon.” 

Appellant has contended and here contends that the identical rule of evidence 
applies to one who has likewise licensed his mark, and relies upon the holding to 
that effect by this court in the Hollingshead case, supra, and upon other citations 
or holdings to the same effect by courts throughout the nation, including the Supreme 
Court of the United States. 

The Commissioner overruled appellant’s contention on the ground that one 
who licenses his mark without the business with which the mark has been used 
does not thereby abandon the mark, and that such a license does not constitute con- 
clusive evidence of an intent to abandon the mark, where the licensor reserves his 
own right to continue the concurrent use of the mark, and the license granted is 
nonexclusive and subject to termination by the licensor. This court in the prevail- 
ing opinion has approved and ratified that decision. 

It is not deemed important to quote the text of the well-known provisions of 
the sections of the Act of 1905 which are here involved, but it is important to note 
that in addition to Sections 5 and 13, Sections 2 and 12 of the Act have a bearing on 
the issue. 

What Congress had in mind in the enactment of Sections 2 and 5 was the clear 
and obvious intent to prohibit the registration of a trade-mark calculated to deceive 
the public with respect to the origin of goods by reason of the fact that the appli- 
cant for registration did not have the right to the exclusive use of the mark on 
goods of the same descriptive properties at the date of his application for registra- 
tion. In re Laskin Brothers, Inc., 32 C. C. P. A. (Patents) 820, 146 F. 2d 308, 
64 U. S. P. Q. 225; Crown Fabrics Corporation v. American Viscose Corporation, 
32 C. C. P. A. (Patents) 701, 145 F. 2d 246, 63 U. S. P. Q. 149. In the enact- 
ment of Section 12, Congress provided in effect that an existing registration which 
has not become abandoned shall be renewable upon request by the registrant or his 
successors in interest. 

However, the action of appellee whereby it voluntarily divested itself of the 
right to the exclusive use of its mark apart from the business with which the mark 
has been used, and caused the mark to be used by another on identical goods, con- 
stituted an abandonment of the mark within the purview of Section 13 of the Act 
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of 1905. R. M. Hollingshead Corp. v. The Davies-Y oung Soap Co., 28 C. C. P. A. 
(Patents) 1286, 1292, 121 F. 2d 500, 50 U. S. P. Q. 71; Everett O. Fisk & Co., 
Inc. v. Fisk Teachers’ Ageny, Inc., et al., 3 F. 2d 7,9; McKesson & Robbins, 
Inc. v. Charles H. Phillips Chemical Co., 53 F. 2d 342 and 1011, 285 U. S. 552, 
See also American Photographic Publishing Co. v. Ziff-Davis Publishing Co., 29 
C. C. P. A. (Patents) 1014, 127 F. 2d 308, 53 U. S. P. Q. 373; Nn re La Monte 
& Son, 32 C. C. P. A. (Patents) 806, 808, 146 F. (2d) 302, 64 U.S. P. Q. 223; 
E. F. Prichard Co., et al. v. Consumers Brewing Co., 136 F. 2d 512, 58 U. S. 
P. Q. 362. 

The Examiner in the present case found “that in a number of instances, at least,” 
American Aniline Products, Inc., had not complied with the condition contained 
in the agreement with respect to giving notice in advertisements of appellee’s own- 
ership of the mark “Celanese.” On this point, the Examiner held that failure by ap- 
pellee’s licensee to observe that specific condition of the agreement “could not well 
enlarge the limited right of use granted the licensee in the agreement.” 

On the same point, the Commissioner held: 


Contrary to this latter provision of the license agreement, it appears that the licensee 
has frequently advertised the mark without reference to respondent's ownership, and with- 
out respondent’s approval. But it seems to me that this constitutes nothing more than 
a breach of contract on the part of the licensee, which may hardly be said to work an 
abandonment of its trade-mark rights by respondent, or to evidence an intent to abandon. 
(Italics not quoted.) 


In rendering these decisions the tribunals of the Patent Office entirely overlooked 
the predominant fact that such frequent breach of the agreement by appellee’s 
licensee constituted a series of acts each and all of which would be likely to deceive 
the public as to the origin of the goods. This is doubly true in the case at bar be- 
cause “Celanese” is not only the appellee’s trade-mark but also the appellee’s corpo- 
rate name. Moreover, these decisions completely disregarded the admitted fact that 
at least a portion of such advertising material was circulated by the Aniline Cor- 
poration over a period of years with “the knowledge and approval” of appellee. 

In any event the question of such advertising, while important, as an element of 
deceit, is not in itself of controlling influence herein. The tribunals of the Patent 
Office had the false conception that the situation in the instant case, as explained by 
the Examiner, “in its essentials is identical with that involved in the Mathy case, 
supra. The situation in the Mathy case, in its essentials, is identical with that in- 
volved in the Smith case but not with those essentials involved in the instant case. 

- The situation in each of those two cases in the Court of Equity discloses that the 
marketed merchandise during the existence of the license agreement had but the 
one source of origin in the licensor and no other person, that the mark was used in no 
such manner as to deceive the public, and that those two decisions were rendered in 
accordance with the accepted rule of law that, as against his licensee, the owner of a 
trade-mark does not lose such ownership by the mere grant of the privilege of the 
use of the mark by his licensee in connection with the owner’s business when the 
goods are produced under his supervision and control. No such situation exists in 
the case at bar. 

The Commissioner of Patents referring to the Smith and Mathy cases properly 
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stated in his decision that “In each of these cases it was held that a license from 
the original proprietor to use a trade-mark did not result in abandonment, and the 
exclusive rights of the licensor were restored upon termination of the license.” 

In making such a statement the Commissioner failed to consider, however, that 
in restoring the mark to the licensor, the court in each of these two cases held that 
the goods were produced under the owner’s supervision and control, and properly 
applied the law that a trade-mark in order to be a valid one must indicate origin of 
the goods in a particular vendor and that the mark cannot be assigned or its use 
licensed apart from the business with which the mark is used. 

Appellant here, as in the Patent Office, asserted and relied upon the authority 
of the Hollingshead case. With reference thereto appellee submits the following 
criticism in its brief: 


The appellant appears to believe that the mere granting of a license constitutes an 
abandonment of the mark, and relies on the quotation to that effect in R. 7. Hollingshead 
Corp. v. Davies-Young Soap Co., 28 C. C. P. A. 1286; 121 F. 2d 500, 50 U. S. P. Q. 
71. It is pointed out that this is merely dictum and was not required for a decision of the 
case which was decided on the basis of a contract between the parties directly involved 
in the case and not on the basis of a contract with a third party as is involved in the 
present case. The Examiner of Interferences shows fully the irrelevance of this decision 


i re 


The basic issue in the Hollingshead case was the validity of the appellant’s exist- 
ing trade-mark, by virtue of the license agreement therein set forth, and was there 
raised in an opposition proceeding. The court, as properly stated in the opinion, 
might have affirmed the decision appealed from on that ground alone, and thereby 
required that the issue be deferred and decided in a cancellation proceeding as pro- 
vided by Section 13 of the Trade-Mark Act of 1905. The court, however, was 
not content to rely upon that procedure and decided the issue on its merits, as had 
been done in that case by the tribunals of the Patent Office. 

With reference to appellee’s quoted criticism it is noted that appellant has 
nowhere contended or evinced a belief that the granting of a proper license con- 
stitutes an abandonment of the mark, nor has it relied ‘on the quotation to that 
effect” in the Hollingshead case, for there is no quotation to that effect in that case. 
That quotation together with other pertinent facts of the case are recited in the pre- 
vailing opinion herein. 

The court there correctly held, in effect, and by a unanimous decision, that a 
license of a mark for use, as in the present case, on a particular product, and no 
other, apart from the business with which the mark had been used, constituted an 
abandonment of the mark and rightfully so. Furthermore, the invalidity of appel- 
lee’s trade-mark in the present case, as in the Hollingshead case, is challenged by 
appellant on the basis of a contract between the parties directly involved in the agree- 
ment. 

The irrelevance of the decision in the Hollingshead case by no means has been 
shown by the Examiner of Interferences or anyone else. The Examiner’s decision 
was that in the instant case the agreement between the parties 


.... does not purport to acknowledge the possession of an exclusive right in the 
mark by other than the respondent [appellee]; and the doctrine enunciated in R. M. 
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Hollingshead Corp. v. Davies-Y oung Soap Co., supra, is therefore deemed to have no bear- 
ing upon the question of respondent's [appellee’s] right of registration. 


That decision by the Examiner ignored the fact conceded by appellee from the 
outset, that it had no right to the exclusive use of the mark under the agreement and 
that appellee had thereby granted its concurrent use to another for identical goods. 
Appellee in its brief here states 


.... In the present case, appellee was not entitled to stop use of its trade-mark by 
American Aniline, since it was granted a license. 


In this connection, it will be noted that six months must elapse under the actual 
terms of the agreement before appellee’s intent to terminate the agreement could 
possibly take effect. 

While the facts are varied, the principle of law applied by this court in refusing 
the registration of the mark in the La Monte case hereinbefore cited is applicable 
in the present case to the effect that the exclusive use of a trade-mark is to indi- 
cate origin, and when the mark loses that distinguishing feature, it is considered an 
invalid mark. Furthermore, in the Fisk case hereinbefore cited, which presents a 
state of facts quite similar to those in the instant case, the court upon the basis of a 
wide accumulation of competent authority held that the abandonment of a trade- 
mark may be inferred from circumstances evidencing the intention of the owner to 
discontinue the distinctiveness of the mark as indicating origin. 

Appellant also asserted and relied upon the authority of other cases in the 
proceedings heretofore begun in the Patent Office. The Commissioner stated with 
reference to two of such citations: 


Petitioner cites Macmahan Pharmacal Co. v. Denver Chemical Mfg. Co., 51 C. C. A. 
302, 113 Fed. 468, from which the Court of Appeals of the District of Columbia, in Mayer 
Fertilizer & Junk Co. v. Virginia-Carolina Chemical Co., 35 App. D. C. 425, 1910 C. D. 
399, quoted the following statement: 

“A trade-mark cannot be assigned, or its use licensed, except as incidental to a 
transfer of the business or property in connection with which it has been used.” 


The latter case did not involve a license, however; and it is interesting to note that 
the decision was rendered less than two months after the decision in the Mathy case, 
supra, and that both were written by the same judge. And in the opinion from which the 
quoted language was taken, it may properly be characterized as dictum. 


In thus noting with interest that the decisions in the Mayer case was rendered 
less than two months after the decision in the Mathy case and that both opinions 
were written by the same judge, the commissioner failed to note that the judge who 
wrote both opinions applied the same doctrine in his disposition of the Mathy case 
that he quoted from the Macmahan Pharmacal Co. case. Moreover, this court, in 
effect, has recently applied the doctrine in question in a case in which no assignment 
was involved. See Jn re Laskin Brothers, Inc., supra. 

It has been held in any number of cases that the registration of an invalid or 
abandoned trade-mark cannot be maintained in a cancellation proceeding against a 
party who deems himself injured or subject to further injury by the maintenance 
of such registratation. See American Photographic Publishing Co. v. Ziff-Davis 
Publishing Co., supra; The Penetrene Corp, etc. v. Plough, Inc., 28 C. C. P. A. 
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(Patents) 1307, 1312, 121 F. 2d 539, 50 U. S. P. Q. 133; McKesson & Robbins, 
Inc. v. Charles H. Phillips Chemical Co., supra; R. M. Hollingshead Corp. v. The 
Davies-Young Soap Co., supra. 

Therefore, since appellee’s mark admittedly no longer serves to indicate origin 
of the described dyestuffs solely in appellee, and since appellant is deemed injured 
by appellee’s registration, under the provisions of Section 13 of the Trade-Mark Act 
of 1905 and the authorities hereinbefore cited, appellant obviously was entitled to 
prevail in the proceedings it had heretofore begun in the Patent Office on the 
ground that appellee’s mark has become abandoned. 

The prevailing opinion cites no competent authority which constitutes any valid 
basis for the conclusion therein expressed to the effect that the doctrine of the 
Hollingshead case on the point here in issue is merely dictum and should be over- 
ruled. That is an erroneous action because, in addition to what has been herein- 
before stated, the doctrine of the Hollingshead case is based upon the universally 
accepted principle that where the mark is used in such manner as to cause the mark 
to lose its significance as an indication of origin and to deceive the public, such use 
effects the abandonment of the mark and its registration should be cancelled. Ap- 
pellee by its own admission has established the existence of the same situation in the 
case at bar, and in accordance with that principle and under the authorities herein- 
before cited, the decision of the Commissioner of Patents should be reversed. In 
view of that conclusion, it is deemed unnecessary to discuss herein other question- 
able points which have been made in the prevailing opinion. 

With reference to the Act of July 5, 1946, which has taken force and effect since 
the decision was rendered by the Commissioner of Patents, it is my view that, con- 
trary to appellee’s contention, the provisions of Section 5 of the new Act may not 
be applied to the subject matter of the appeal for appellee’s benefit, since such 
application is not otherwise specifically provided for in the Act as required by Sec- 
tion 46(a) ; and that the equitable principles of estoppel and acquiescence, as applied 
in the analogous situation in the Fisk case hereinbefore cited, should be applied by 
the court to the subject matter of the appeal for the benefit of appellant and against 
the appellee. 

For the reasons hereinbefore stated, the decision of the Commissioner of Patents 
should be reversed. 


BLanp, J., sat during the argument of this case, but resigned before the opinion 
was prepared. 
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DUNNELL v. SAFEWAY STORES, INCORPORATED 
No. 26230—U. S. D.C. N. D. Cal.—May 19, 1947 


TRADE-MARKS AND UNFAIR COMPETITION—NON-CoMPETING Goops—GENERAL 
Where relationship of the goods, upon which similar marks are used, is held so remote 
as to foreclose the possibility that they come from the same source, equity courts will not 
enforce the so-called “doctrine of non-competing goods.” 
TRADE-MARKS—NoN-CoMPETING Goops—ParTICULAR INSTANCES 
Sanitary paper covers for toilet seats held non-competitive with toilet tissue and paper 
towels. 
TRADE- MARKS—REGISTRABILITY—PARTICULAR INSTANCES 
The words “Safe” and “Way,” with drawing of toilet seat between them, held registrable, 
under 1905 Act, over “Safeway” used concurrently by chain of grocery stores selling paper 
goods held non-competing. 


Suit under R. S. 4915 by Warren W. Dunnell against Safeway Stores, Incorpo- 
rated to compel issuance of registration. Judgment for plaintiff. 


Joseph F. Westall, Edward F. Westall, and Westall & Westall, of Los Angeles, 
Calif., and Charles M. Fryer, of San Francisco, Calif., for plaintiff. 

Mitchell T. Neff, Willard S. Johnston, and Orrick, Wahlquist, Neff, Brown & Her- 
rington, of San Francisco, Calif., for defendant. 


GoopMaAN, D. J.: 


This is a bill in equity under 35 U. S. C. § 63 for a declaration by the court that 
plaintiff is entitled to the registration of the trade-mark “Safe Way” pursuant to 
his application therefor filed in the Patent Office, Serial No. 453,099. The Commis- 
sioner of Patents sustained the opposition of the defendant to the granting of plain- 
tiff’s application and refused the registration [36 T.-M. R. 140]. 

Plaintiff, not having appealed from the Commissioner’s decision to the Court of 
Customs and Patent Appeals, filed this action within the time and as provided in 
35 U.S.C. § 63. 

Plaintiff manufactures sanitary paper covers for toilet seats and distributes them 
in containers to public lavatories. The containers are boxes which may be affixed to 
walls or otherwise installed in close proximity to toilets and from which the seat 
covers may be conveniently withdrawn. On the containers are the words “Safe” 
and “Way” with the drawing of a toilet seat between the two words. It is the 
words “Safe Way,” as thus used, for which plaintiff sought trade-mark registra- 
tion. 

Defendant corporation is owner and operator of a national chain of approxi- 
mately 2,300 retail grocery stores in twenty-four of the states of the United States. 
The evidence without dispute shows that the general public identifies these stores ' 
under the name “Safeway.” Much effort and money have been expended to estab- 
lish the good-will of defendant’s store under the name “Safeway.” 

The Commissioner sustained the opposition to plaintiff's application for reg- 
istration mainly on the ground the Safeway stores sell such “paper products as toilet 
tissue and paper towels, which are clearly of the same descriptive properties as appli- 
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cant’s paper toilet seat covers” and therefore the mark used by plaintiff ‘‘consti- 
tutes” a substantial appropriation of opposer’s corporate name.” 

There is no question in this case, and I so find, that the mark used by plaintiff 
is upon an article not in competition with the merchandise offered for sale by defend- 
ant. It is unnecessary to cite the long list of authorities sustaining the doctrine 
that even as to non-competing goods, courts of equity will prevent “unfair” appro- 
priation of another’s good-will name.’ 

But this doctrine has certain limits. If the relationship of the products is so re- 
mote as to foreclose the possibility that they come from the same source, equity will 
not enforce the so-called “doctrine of non-competing goods.” Waterman & Co. v. 
Gordon, 72 F. 2d 272 [24 T.-M. R. 347]; Bulova Watch Co. v. Stolzberg, 69 F. 
Supp. 543, 547 [37 T.-M. R. 41]. In the latter case, Judge Sweeney cites as an 
example of too remote a relationship of commodities, steam shovels and lipsticks. 

Here, plaintiff’s toilet seat covers are not sold to the public generally. In fact 
they are not sold at all. Instead a sanitary service is furnished public lavatories. 
The public using these lavatories pays nothing for the seat cover. The mark of 
plaintiff, the evidence shows, refers to a method of use and is not a name descriptive 
of the article itself. 

From the evidence it is clear to me that there is not the slightest relationship 
between the merchandise of the defendant and the kind of sanitary service provided 
by plaintiff. Not by the wildest stretch of imagination could a person using plain- 
tiff’s seat covers in a public lavatory be confused at all into believing that by such 
use he was purchasing defendant’s merchandise. 

If the relationship between steam shovels and lipsticks be considered too remote, 
a fortiori, the relationship between the groceries of defendant’s retail stores is in- 
deed remote from a sanitary service supplied to lavatories. There is no “unfairness”’ 
in plaintiff's conduct here which warrants the application of the “non-competitive 
goods” doctrine. 

Upon findings to be presented, a decree will enter in favor of plaintiff and against 
defendant upon its counterclaim. 


1. Aunt Jemima Mills Co. v. Rigney, 247 F. 407; Eastman Photographic Materials Co. v. 
John Griffiths Cycle Co., 15 R. P. C. 105; Wall v. Rolls Royce of Amer., 4 F. 2d 333; Yale 
Elect Corp. v. Robertson, 26 F. 2d 972. 
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THE PEP BOYS MANNY, MOE & JACK v. PILAVIN 
No. 7014—-U. S. D. C. D. Mass.—April 22, 1948 


CoURTS—FEDERAL JURISDICTION—GENERAL 
Federal court having jurisdiction of unfair competition suit, on basis of diversity of 
citizenship, where there is no issue as to infringement of registered trade-mark, applies 
state law of unfair competition. 
TRADE-NAMES AND UNFAIR TRADING—-GROUNDS FOR RELIEF—MASSACHUSETTS STATUTE 
Massachusetts common law rule has been changed by statute, to eliminate necessity of 
proof that the parties are actually competitors ; and injunction will issue to prevent course of 
conduct likely to injure business reputation or to dilute good-will where plaintiff establishes 
the acquisition of a reputation and good-will constituting property right in a trade-name. 
TRADE-NAMES AND UNFAIR TRADING—SCOPE OF RELIEF—PARTICULAR INSTANCES 
Plaintiff operating 45 stores, in 4 Atlantic coast states and District of Columbia and 
advertising extensively by radio, billboards and in national magazines, held to have acquired 
sufficient reputation and good-will in Massachusetts, where it has no stores, to require 
issuance of injunction restraining defendant’s use of “Pep Boys” or “The Pep Boys,” in 
similar business, to prevent injury to plaintiff's business reputation and dilution of its rights 
in trade-name; but no damages awarded in absence of evidence in the record upon which 
court might compute actual damage. 


Unfair competition suit by The Pep Boys—Manny, Moe & Jack against Samue! 
Pilavin. Judgment for plaintiff. 


Nutter, McClennen & Fish, Jacob J. Kaplan, and Arthur R. Whittemore, of Boston 
Mass., for plaintiff. 
Jerome Daniel Goodman, of Boston, Mass., for defendant. 


Heatey, D. J.: 


The complainant in this action is a Pennsylvania corporation, having its principal 
place of business in Pennsylvania. The respondent is a citizen and resident of this 
Commonwealth, with a usual place of business in Boston. The matter in controversy 
exceeds in value the sum of $3,000, exclusive of interest and costs. 

3y this action, the complainant seeks to enjoin the defendant from using the 
name “The Pep Boys,” or any name similar thereto as part of the trade or business 
name of his establishment. The complainant also seeks damages. 


FINDINGS OF FACT 


1. In 1928, the complainant was incorporated under the laws of Pennsylvania 
under the name “The Pep Boys—Manny, Moe & Jack,” as successor to a corpora- 
tion named “Pep Auto Supply Company,” which in turn, in 1927, succeeded to 
the business of a partnership of the same name founded in 1921. 

2. The complainant presently operates a chain of some 45 retail stores in Penn- 


sylvania, New Jersey, Delaware, Maryland and Washington, D. C., under the 
name of “The Pep Boys—Manny, Moe & Jack,” “The Pep Boys,” “The Pep 
Stores,” or “Pep Brothers.” 

3. In 1932, several stores were opened in California by an affiliated company 
known as “The Pep Boys—Manny, Moe and Jack—-of California,” which is not a 
party to this proceeding. 
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4. The complainant presently carries in stock some five thousand items, in- 
cluding automobile tires, tubes, batteries, parts and accessories, grease, oil, hardware 
items, radios, radio parts and accessories and bicycles, which they offer for sale 
either under their own trade-names or under the trade-names of the manufacturers 
thereof In 1946, complainant’s sales amounted to more than $9,000,000; and in 
1947, about $7,000,000. 

5. The name “Pep Boys” was prominently displayed on all of the complain- 
ant’s stores. In some instances, it appeared with the names “Manny, Moe and Jack,” 
plus a caricature of three men as a part of one sign. Sometimes it appeared only 
with the words “Manny, Moe and Jack” on one sign. Sometimes it appeared alone 
-on a separate sign. In the latter case, the names “Manny, Moe and Jack” and the 
caricatures usually appeared on a separate sign on the store windows. 

6. Since 1921, the complainant and its predecessors in the business have spent 
about $1,800,000 for advertising. It now has 112 billboard locations, six of which 
are on United States Highway No. 1, the main north-south route through Phila- 
delphia, and two of which are on Route 25, the alternate north-south route through 
Philadelphia. The complainant has advertised in the Philadelphia Inquirer copies 
of which are sold in Boston, in Life Magazine, and in the Saturday Evening Post, 
which are circulated nationally. Advertising has been done through radio stations 
in Philadelphia, Newark, N. J., and Washington, D. C. Other media of advertis- 
ing used by the complainant were annual catalogues (none published since 1941), 
distribution of some 75 million packages of matches and some 250,000 packs of 
playing cards, donations of equipment bearing the name “Pep Boys” to the Byrd 
Antartic Expedition and to a proposed South Seas Expedition, and having an air- 
plane tow a large banner, containing advertising material, over the New Jersey 
coast. In all this advertising, the name “Pep Boys” was prominently mentioned, 
usually accompanied with “Manny, Moe and Jack,” and the caricatures. 

7. The name “Pep Boys” was registered with the U. S. Patent Office with the 
terms “Manny, Moe and Jack” an dthe caricatures in a particular symbol as a trade- 
mark for motor oils and lubricants, and also as a part of a larger trade-mark for 
motor oils and lubricants. It is not registered as a trade-name with the UV. S. 
Patent Office, or with the Secretary of State of Massachusetts as the name of a 
business. 

8. Complainant has pursued a liberal guarantee policy regarding goods sold by 
it. It had a slogan called “Our Creed.” This slogan, prominently displayed in all 
of its stores and appearing on all sales slips was: 


If you can buy it elsewhere for less return it. We will cheerfully refund your money. 


Insofar as the record shows, complainant lived up to both the guaranty policy and 
the slogan, both of which would tend to create good-will with its customers. 

9. Prior to World War II, complainant had plans for expansion of its chain 
of stores into other territories. The evidence did not disclose that they intended 
to go to the New England States. 

10. The term “Pep Boys” or “The Pep Boys” constitutes a distinctive part 
of the complainant’s trade-name. It is a strong name, unique and fanciful. While 
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the word “pep” is adopted from the slang, its connotation is generally known to 
people throughout the United States as a synonym for alertness, vigor, aggressive- 
ness possessed by anyone “really on the job at all times.” In conjunction with 
“Boys,” it has become peculiarly associated with the particular methods used by 
the complainant in its business, thus obtaining a secondary meaning. 

11. Undoubtedly, a considerable portion of complainant’s customers, particu- 
larly those purchasing automobile accessories, tires and the like, were transients 
traveling between New England and points south, through Philadelphia. Also, 
it is most probable that large numbers of people from the Boston area, traveling 
through the area in which complainant had stores, billboards or other media of 
advertising, became acquainted with the name “Pep Boys” and knew of complain- 
ant’s methods of doing business. It is probable that some of complainant’s cus- 
tomers traveling through Boston would see respondent’s store and stop there in the 
belief that it was one of complainant’s stores. 

12. At some time about 1930 or 1931, the respondent, Samuel Pilavin, estab- 
lished a place of business at 830 Blue Hill Avenue, Boston. He sold gasoline, tires 
and a few automobile accessories. In February of 1946 when the respondent’s two 
sons returned from the armed services, they joined him in the business. They 
selected the name “Pep Boys Home and Auto Supplies,” and placed above the 
front of the store a sign containing the word “The Pep Boys” in substantially the 
same form of lettering as that used by the complainant on some of its signs. 

13. Since 1946, the respondent has sold gasoline, tires, tubes, batteries, seat 
covers and various other automobile accessories, about 40 in number. He also 
services automobiles. In 1947, his gross income from the business was $26,191.37. 

14. The respondent does not use the label “Pep Boys” on any of the goods it 
has for sale. It does not sell any goods bearing the complainant’s trade-mark. It 
sells only the nationally advertised brands of tires, batteries, etc. 

15. Although the complainant does not sell gasoline as it formerly did, and as 
the respondent now does, I find that it would be reasonable for a person to confuse 
the respondent’s place of business with one of complainant’s stores. The name is 
the same, the business and the type of products are similar, and the general outward 
appearances of the stores are alike. 

16. Although the respondent’s son, who is associated in the business with his 
father, testified that he and his brother conceived of the name “Pep Boys” without 
ever having heard of the complaintant’s use of the name, it is to be noted that the 
witness while in the Army was stationed at two camps within the territory covered 
by complainant’s stores and billboard advertising displays. 

17. The use by the respondent of the name “Pep Boys” in Boston, Mass., could 
well cause a dilution of complainant’s good-will, should the complainant ever decide 
to open retail stores here. Also, such use of name “Pep Boys” by the respondent 
could well cause confusion to any transient customers in Boston or passing through 
Boston who might see respondent’s establishment or advertising. 

18. The complainant reasonably requested the respondent by registered mail 
under date of May 19, 1947, to give up the use of the name “Pep Boys,” but re- 


spondent has refused to do so. 
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DISCUSSION 


Since this is an action for relief from unfair competition rather than for infringe- 
ment of a registered mark, this court has jurisdiction only on the basis of diversity 
of citizenship. Thus, the applicable law is the law of Massachusetts applying to 
untair competition. Erie Railroad Company v. Tompkins, 304 U. S. 64. 

In Summerfield Company of Boston v. Prime Furniture Company, 242 Mass. 
149, Chief Justice Rugg summed up the bases for an action founded upon unfair 
competition as follows: 


The underlying principie, which is the foundation of equitable relief in this class of 
cases, is that one trader shall not compete with another for public patronage by adopting 
intentionally means adapted to deceive the public into thinking that it is trading with the 
latter when in fact dealing with the former, and thus palming off his goods as those of 
another. The relief is based on the existence of an acquired reputation and good-will in 
connection with business recognized as a property right which will be protected against 
unfair methods of competition by rivals. The defendant has equal right with the plaintiff 
to solicit the patronage of the public. But it has no right intentionally to mislead the 
public to the harm of the plaintiff even in competition. Equity will use practicable precau- 
tions to prevent the defendant from deceitfully diverting the plaintiff's custom while at 
the same time permitting the defendant to carry on its lawful business by any appropriate 
competitive methods. . . . 


In applying the above-quoted principles, the Supreme Judicial Court of Massa- 
chusetts has refused relief except on a showing by the plaintiff that there was actual 
competition in a given area between the parties which resulted in or was likely to 
result in confusion in the minds of the public as to the source of goods or services, 
or as to the operator of an establishment. See 265 Tremont Street, Inc. v. Joseph 
M. Hamilburg, et al., 1947 Mass. Adv. Sh. 639; Kaufman v. Kaufman, 223 Mass. 
104, 106, 107; Blair’s Foodland, Inc. v. Shuman’s Foodland, Inc., 311 Mass. 172; 
Silbert v. Kerstein, et al., 318 Mass. 476. 

These limitations were eliminated by Massachusetts General Laws (Ter Ed) 
Chapter 110, Sec. 7A, approved May 2, 1947, and in effect when the instant action 
was instituted, the terms of which are as follows: 


Likelihood of injury to business reputation or of dilution of the distinctive quality of 
a trade-name or trade-mark shall be a ground for injunctive relief in cases of trade-mark 
infringement or unfair competition notwithstanding the absence of competition between 
the parties or of confusion as to the source of goods or services. 


While by its terms, this statute has eliminated the necessity of showing that the 
parties were actually competitors, it remains for the complainant to establish that 
it has acquired a reputation and good-will, in connection with its trade-name, of 
such a nature that it constitutes a property right entitled to protection. Having 
done so, it is entitled to have another party enjoined from pursuing a course of con- 
duct which is likely to injure such business reputation or to dilute such good-will. 

In the instant case, because of its geographical location, the nature of its busi- 
ness, catering to motorists, its advertising by billboards on main north-south high- 
ways, by radio, newspapers having a circulation in Massachusetts, in nationally 
circulated magazines, and by other effective means of disseminating information 
relative to its products, its warranty practices and its pricing methods, complainant’s 
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trade-name “Pep Boys” in all likelihood peculiarly identifies its stores in the minds 
of a large number of people in the Boston area. 

Its trade-name would, therefore, be entitled to protection in this area against 
any unfair use by any business rival prior to the passage of the new Massachusetts 
statute, if it could be found that such user was a competitor of the complainant in 
this area, since in all probability such use of the name by another in the same line 
of business would result in deception of the public and confusion as to the source 
of goods sold by that other. In such a situation, it is to be noted that “Proof of 
actual deception of the public is not required.” It would be enough where, as here, 
a reasonable probability of such deception existed. Jays, Inc. v. Jay-Originals, 
Inc., 1947 Mass. Adv. Sh. 1089, 1091. 

While in the instant case, there may be some question as to whether the re- 
spondent, whose present establishment is relatively small and who sells a much 
smaller number of products than does complainant, should be considered as a busi- 
ness rival of the complainant who operates no store in Massachusetts, so as to bring 
into play the principles enumerated by Chief Justice Rugg, a question which I do 
not decide, there is sufficient likelihood of injury to the business reputation enjoyed 
by the complainant in this area and sufficient likelihood of dilution of the distinctive 
quality of its trade-name, by the continued use of “Pep Boys” by the respondent to 
require the issuance of an injunction in accordance with the provisions of the statute. 

In the absence of any evidence in the record upon which this court might de- 
termine the amount of any actual damage to the complainant, if there was any such 
damage by the respondent’s use of the name “Pep Boys” or “The Pep Boys,” the 
court will not award any amount to the complainant as damages. 

Complainant will prepare an order enjoining and restraining the respondent from 
using the names “Pep Boys,” “The Pep Boys,” in accordance with this opinion 
and submit it to the court for approval. 


MIDY, ert ac. v. MIDY LABORATORIES, INC., Er At. 
S. Ct. N. Y. County—May 10, 1948 


TRADE-MARKS AND TRADE-NAMES—ACQUISITION OF RIGHTS—EFFECT OF AGENCY CONTRACT 
Good-will and reputation of mark, held to have enured to benefit of plaintiffs, where 
product was introduced here, pursuant to contract by which plaintiffs’ predecessor granted 
to defendants’ predecessor the exclusive right to sell product, under the mark “Midy,” in 
the United States, subject to payment of certain royalties. 
TRADE-MARKS AND UNFAIR COMPETITION—DEFENSES—ABANDONMENT 
Facts of record held to refute claim of abandonment and to evidence intent to continue 
use of mark. 
TRADE-MARKS AND UNFAIR COMPETITION—DEFENSES—LACHES 
While unexplained delay in seeking relief may preclude an accounting for damages, it 
does not bar an injunction against prospective infringement and unfair competition. 
CourTs—J URISDICTION—GENERAL 
Consent of the parties, in advance of accrual of cause of action, confers jurisdiction on 
court of foreign country; consent to jurisdiction of foreign court carries with it submission 
to its procedural requirements and confers the right to assess damages; and in absence of 
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trade-name “Pep Boys” in all likelihood peculiarly identifies its stores in the minds 
of a large number of people in the Boston area. 

Its trade-name would, therefore, be entitled to protection in this area against 
any unfair use by any business rival prior to the passage of the new Massachusetts 
statute, if it could be found that such user was a competitor of the complainant in 
this area, since in all probability such use of the name by another in the same line 
of business would result in deception of the public and confusion as to the source 
of goods sold by that other. In such a situation, it is to be noted that “Proof of 
actual deception of the public is not required.” It would be enough where, as here, 
a reasonable probability of such deception existed. Jays, Inc. v. Jay-Originals, 
Inc., 1947 Mass. Adv. Sh. 1089, 1091. 

While in the instant case, there may be some question as to whether the re- 
spondent, whose present establishment is relatively small and who sells a much 
smaller number of products than does complainant, should be considered as a busi- 
ness rival of the complainant who operates no store in Massachusetts, so as to bring 
into play the principles enumerated by Chief Justice Rugg, a question which I do 
not decide, there is sufficient likelihood of injury to the business reputation enjoyed 
by the complainant in this area and sufficient likelihood of dilution of the distinctive 
quality of its trade-name, by the continued use of “Pep Boys” by the respondent to 
require the issuance of an injunction in accordance with the provisions of the statute. 

‘In the absence of any evidence in the record upon which this court might de- 
termine the amount of any actual damage to the complainant, if there was any such 
damage by the respondent’s use of the name “Pep Boys” or “The Pep Boys,” the 
court will not award any amount to the complainant as damages. 

Complainant will prepare an order enjoining and restraining the respondent from 
using the names “Pep Boys,” “The Pep Boys,” in accordance with this opinion 
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violation of public policy, New York courts will enforce foreign judgment based on such 
consent. 
JUDGMENT OF ForEIGN CourT—DAMAGES—RATE OF EXCHANGE 
Rate of exchange on date French court rendered judgment, held to govern payment of 
damages assessed against defendants. 
TRADE-MARKS AND TRADE-NAMES—INJUNCTIONS—PARTICULAR INSTANCES 
Defendants restrained from using the name “Midy,” as a trade-mark or as part of 
corporate name. 


Unfair competition and trade-mark infringement suit by Marcel Midy and 
Robert M. Midy against The Midy Laboratories, Inc. and Jose E. Carbonell and 
Grance A. Carbonell, transacting business under the firm name of Carbonell 
Laboratories. Judgment for plaintiffs. 


Coudert Brothers, of New York City, for plaintiffs. 
Merle I. St. John, of New York City, for defendants. 


McNALLy, J.: 


This action is one to restrain the defendants from the use of the name “Midy.” 
In addition, as against the defendant, The Midy Laboratories, Inc., plaintiffs seek 
to enforce a judgment for 100,139 francs of the Commercial Court of the Depart- 
ment of the Seine in Paris, France, rendered June 13, 1933. The case was tried 
on an agreed statement of facts. 

Prior to 1907 one Leon Midy established in Paris, France, a business for the 
manufacture and sale of drugs, chemicals and medicines. In or about February, 
1901, he had registered in France the trade-mark “Piperazine Midy.” Piperazine 
is a substance used as a remedy for gout. 

On September 25, 1907, Leon Midy and one Frederic S. Mason entered into a 
written contract whereby Midy agreed to disclose to Mason the formula and modus 
operandi for manufacturing the product Piperazine Midy, and Mason was granted 
the exclusive right to sell said product in the United States of America and in con- 
nection therewith to make use of Midy’s labels, capsules, wrappers, bands, name and 
trade-mark. The contract made provision for payment of certain royalties and in 
addition provided that Mason could transfer the contract to a corporation which 
was to be entitled to bear the name of “Midy.” The contract further provided: 
“It is expressly agreed that jurisdiction is conferred upon the courts of the depart- 
ment of the Seine to decide any questions which may arise in the execution of this 
agreement.” 

On April 1, 1908, Mason assigned the said contract to the defendant, The Midy 
Laboratories, Inc. During June, 1916, Midy sold his business together with the 
trade-marks connected with it to Andre Midy and Marcel Midy, of Paris, France. 
On May 20, 1924, the defendant, The Midy Laboratories, Inc., registered the trade- 
mark “Piperazine Midy” in the United States. 

On June 13, 1933, in the Fourth Division of the Commercial Court of the De- 
partment of the Seine, sitting in Paris, judgment was rendered by default in favor 
of Andre Midy and Marcel Midy and against the defendant, The Midy Laboratories, 
Inc., canceling the agreement of September 25, 1907, and awarding damages of 
100,139 francs. Jurisdiction of the defendant, The Midy Laboratories, Inc., in said 
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action was effected by notice of the commencement of the action served in accord- 
ance with the provisions of the French Civil Code. On June 13, 1933 the exchange 
rate for French francs ranged between .0472 and .04875. The present official rate 
is .008407. 

Marcel Midy and Robert M. Midy, the plaintiffs herein, acquired title to the 
business of Andre Midy and Marcel Midy, including all trade-marks, on or about 
January 29, 1934. On May 22, 1935, the plaintiffs, through their attorney, by 
letter dated that day, demanded that the defendant, The Midy Laboratories, Inc., 
desist from using the name “Midy” in the manufacture and sale of Piperazine. The 
said letter also conveys notice of the French judgment aforementioned and described. 

On July 8, 1935, the plaintiffs instituted in the United States Patent Office a 
proceeding for the cancellation of the trade-mark registered by the defendant, The 
Midy Laboratories, Inc., on May 20, 1924. The said proceeding was dismissed for 
lack of prosecution. 

On June 30, 1936, the defendant, The Midy Laboratories, Inc., and the defend- 
ants Carbonell, doing business as Carbonell Laboratories, entered into a written 
contract whereby they were granted the option for a period of twenty years to pur- 
chase from The Midy Laboratories, Inc., Piperazine Midy at cost with provision 
for payment to The Midy Laboratories, Inc., of stated percentages of the annual 
gross resale prices. 

Between January 1, 1935, and December 31, 1946, 75,631 bottles of “Piperazine 
Midy” were sold by the defendants in the United States, Puerto Rico and the 
Philippine Islands. Of this number 17,452 were sold in Puerto Rico and the 
Philippine Islands. 

The defendants contend the plaintiffs have failed to establish unfair competition 
or infringement of trade-mark and, further, that the name “Midy” for trade pur- 
poses within the United States, Puerto Rico and the Philippine Islands had been 
abandoned by the plaintiffs. 

A trade-mark in gross is not the subject of property. It may be the subject of 
property when integrated with an existing business or trade (Smuth v. Dental 
Products Co., 140 F. 2d 140, 144 C. C. A. 7, cert. den. 322 U.S. 743; Am. Broad- 
Casting Co. v. Wahl Co., 121 F. 2d 412, 413 C. C. A. 2). 

The Midy Laboratories, Inc., initially derived its right to use the name “Midy” 
from the agreement herein between Midy and Mason, dated September 25, 1907. 
The use of the name was granted by Midy for the express purpose of manufacturing 
and selling piperazine. Mason was accorded the right to assign the contract to a 
corporation to be formed by him in the United States. The defendant, The Midy 
Laboratories, Inc., is the corporation to whom Mason assigned the said contract. 
Thereafter “Piperazine Midy” was introduced in the United States by The Midy 
Laboratories, Inc., in accordance with and by virtue of said contract. 

The introduction of the plaintiffs’ product in the manner aforesaid enured to 
the benefit of the plaintiffs (E. F. Pritchard Co. v. Consumers Brewing Co., 136 
F. 2d 512, 519, 520 C. C. A. 6, cert. den. 321 U. S. 763; Vermont Maple Syrup Co. 
v. Johnson Maple Syrup Co., 272 F. 478, 479, 480). The common law of trade- 
mark is one phase of the law of unfair competition (Hanover Milling Co. v. Metcalf, 
240 U. S. 403, 412, 413). The essence of plaintiffs’ claim is that the name “Midy” 
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has become favorably identified within the United States with the product “Piper- 
azine” and that the name “Midy” has been appropriated by the defendants without 
the consent of the plaintiffs for the purpose of marketing “Piperazine.” 

The defendants do not dispute the origin of the name “Midy” and do not ques- 
tion the fact that its use was granted expressly for the purpose of marketing “Piper- 
azine” in the United States. Furthermore, it is clear that defendants’ use of the 
name “Midy” in connection with the sale of “Piperazine” subsequent to 1933 was 
not with the express consent but rather in defiance of the plaintiffs. The defend- 
ants rely on open and notorious user which they say has ripened into the substan- 
tive right to use the name “Midy” within the United States, Puerto Rico and the 
Philippine Islands in consequence of plaintiff's abandonment thereof. Alternatively, 
the defendants urge that relief should be denied to the plaintiffs because of laches. 

Abandonment in the sense here relevant is the end product of long unex- 
plained none-user accompanied by the intention to discontinue the use of the name 
“Midy” within the United States, Puerto Rico and the Philippine Islands (Saxlehner 
v. Eisner & Mendelson Co., 179 U.S. 19, 31). The civil prosecution in 1933 which 
resulted in the judgment aforesaid of the Commercial Court of the Department of 
the Seine, a court of competent and general jurisdiction, the letter from plaintiffs’ 
attorney to The Midy Laboratories, Inc., dated May 22, 1935, and the plaintiffs’ 
commencement of a proceeding on July 8, 1935, to cancel the trade-mark registered 
by The Midy Laboratories, Inc., in 1924, refute the claim of abandonment and evi- 
dence the intention on the part of the plaintiffs and their predecessors to use the 
name “Midy” in the marketing of “Piperazine” within the United States, Puerto 
Rico and the Philippine Islands. While unexplained delay in seeking appropriate re- 
lief may preclude damages and profits for past violations, it does not in itself preclude 
relief against prospective infringement and unfair competition (Menendez v. Holt, 
128 U. S. 514, 523; McLean v. Fleming, 96 U. S. 245, 251; Morand Bros. v. 
Chippewa Springs Corporation, 2 F. 2d 237, 239, 240 C. C. A. 7, cert. den. 267 
U. S. 592; Tiffany & Co. v. Tiffany Productions, Inc., 147 Misc. 679, 682, 264 
N. Y. S. 459, 462 aff'd 237 App. Div. 801, 260 N. Y. S. 821 aff'd 262 N. Y. 482). 

The defendants also assert as a bar the ten-year statute of limitations (Section 
53, C. P. A.). In the instant case each infringement and act of unfair competition 
resulted in an independent actionable tort. The here principal reason for equitable re- 
lief is the necessity for preventing irreparable damage incident to the commission of 
successive actionable torts on the part of the defendants. The limitation urged by 
the defendants ignores their continuing conduct (Menendez v. Holt, supra, 523). 

Enforcement of the judgment rendered June 13, 1933, by the French court is 
resisted by the defendant, The Midy Laboratories, Inc., by reason of alleged lack 
of jurisdiction of said defendant and the subject matter litigated. The agreement 
of September 25, 1907, above set out, consented to the jurisdiction of the French 
court. Jurisdiction of a court of a foreign country may be derived from the consent 
of the parties in advance of the accrual of the cause of action. Unless public policy 
is violated, the courts of this state will give effect to the consent of the parties 
(Pohlers v. Exeter Mfg. Co., 293 N. Y. 274, 279; Gilbert v. Burnstine, 255 N. Y. 
348, 354, 355; Johnston v. Compagnie, 242 N. Y. 381, 387; Prosperity Co. v. Am. 
Laundry Machinery Co., 271 App. Div. 622, 627, 631, 67 N. Y. S. 2d 669, 673 aff'd 
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297 N. Y. 486). And consent to jurisdiction of the courts of a foreign country 
carries with it submission to its procedural requirements (Cowans v. Ticonderago 
Pulp & Paper Co., 219 App. Div. 120, 121, 219 N. Y. S. 284, 285 aff'd 246 N. Y. S. 
603). 

The French Code of Civil Procedure provides for jurisdiction over the person 
of a foreigner by service of notice of the commencement of the action through the 
French diplomatic or consular representative in the country of residence of the 
foreigner. The prescribed procedure for acquiring jurisdiction of The Midy Labora- 
tories, Inc., was complied with by the French court. The said defendant claims, 
however, it was not a party and is therefore not bound by the aforesaid consent. 
Unquestionably, the said defendant was not a party to the agreement. It joined in 
the consent nevertheless when it accepted the assignment of the contract from Mason 
on or about April 1, 1908 (Matter of Hosiery Mfrs. Corporation v. Goldston, 238 
N. Y. 22, 28). Furthermore, the assignment of the executory contract followed 
by partial bilateral performance constitutes an assumption thereof by the said de- 
fendant (Langel v. Betz, 250 N. Y. 159, 162). 

The defendant, Midy Laboratories, Inc., also makes the argument that the 
jurisdiction to “decide any questions” conferred by the consent aforesaid did not 
include the right to assess damages. The conferred jurisdiction, however, carried 
with it the right to assess damages (Matter of Marchant v. Mead-Morrison M. Co., 
252 N. Y. 284, 298). 

The specification of damages in the French judgment in terms of francs presents 
an issue of currency conversion. The plaintiffs contend for the rate of exchange 
on June 13, 1933, the date of the judgment, and the defendants contend for the 
present rate of exchange. Foreign currency is a commodity to be valued as of the 
date of breach of contract (Parker v. Hoppe, 257 N. Y. 333, 339, 340; Hoppe v. 
Russo-Asiatic Bank, 235 N. Y. 37). An accrued debt expressed in terms of foreign 
currency similarly is to be valued as of the date it became due (Kantor v. Aristo 
Hosiery Co., 222 App. Div. 502, 503, 504, 226 N. Y. S. 582, 584 aff’d 248 N. Y. 
630). The judgment of the French court became a debt on the date rendered, June 
13, 1933. Hence, the rate of exchange of that date governs. The court finds the 
rate of exchange for French francs on June 13, 1933, was .0472. 

Accordingly, interlocutory judgment is decreed in favor of the plaintiffs restrain- 
ing the defendants from using the name “Midy” as a trade-mark or as part of its 
corporate name (Mantle Lamp Co. of America v. Aladdin Mfg. Co., 78 F. 2d 426, 
430 (C. C. A. 7), cert. den. 296 U. S. 639), and against the defendant The Midy 
Laboratories, Inc., for the equivalent of 100,139 francs at the exchange rate afore- 
said, which is $4,726.56, with interest at the rate of 6 percent per annum from June 
13, 1933. Settle interlocutory judgment on notice with provision for a reference to 
hear and report on the plaintiffs’ right to, and extent of damages and loss of profits, 
if any, and the defendant or defendants liable therefor. 


—————— 
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has become favorably identified within the United States with the product “Piper- 
azine” and that the name “Midy” has been appropriated by the defendants without 
the consent of the plaintiffs for the purpose of marketing “Piperazine.” 

The defendants do not dispute the origin of the name “Midy” and do not ques- 
tion the fact that its use was granted expressly for the purpose of marketing “Piper- 
azine” in the United States. Furthermore, it is clear that defendants’ use of the 
name ‘‘Midy” in connection with the sale of “Piperazine” subsequent to 1933 was 
not with the express consent but rather in defiance of the plaintiffs. The defend- 
ants rely on open and notorious user which they say has ripened into the substan- 
tive right to use the name “Midy” within the United States, Puerto Rico and the 
Philippine Islands in consequence of plaintiff's abandonment thereof. Alternatively, 
the defendants urge that relief should be denied to the plaintiffs because of laches. 

Abandonment in the sense here relevant is the end product of long unex- 
plained none-user accompanied by the intention to discontinue the use of the name 
“Midy” within the United States, Puerto Rico and the Philippine Islands (Saxlehner 
v. Eisner & Mendelson Co., 179 U.S. 19, 31). The civil prosecution in 1933 which 
resulted in the judgment aforesaid of the Commercial Court of the Department of 
the Seine, a court of competent and general jurisdiction, the letter from plaintiffs’ 
attorney to The Midy Laboratories, Inc., dated May 22, 1935, and the plaintiffs’ 
commencement of a proceeding on July 8, 1935, to cancel the trade-mark registered 
by The Midy Laboratories, Inc., in 1924, refute the claim of abandonment and evi- 
dence the intention on the part of the plaintiffs and their predecessors to use the 
name “Midy” in the marketing of “Piperazine” within the United States, Puerto 
Rico and the Philippine Islands. While unexplained delay in seeking appropriate re- 
lief may preclude damages and profits for past violations, it does not in itself preclude 
relief against prospective infringement and unfair competition (Menendez v. Holt, 
128 U. S. 514, 523; McLean v. Fleming, 96 U. S. 245, 251; Morand Bros. v. 
Chippewa Springs Corporation, 2 F. 2d 237, 239, 240 C. C. A. 7, cert. den. 267 
U. S. 592; Tiffany & Co. v. Tiffany Productions, Inc., 147 Misc. 679, 682, 264 
N. Y. S. 459, 462 aff’d 237 App. Div. 801, 260 N. Y. S. 821 aff'd 262 N. Y. 482). 

The defendants also assert as a bar the ten-year statute of limitations (Section 
53, C. P. A.). In the instant case each infringement and act of unfair competition 
resulted in an independent actionable tort. The here principal reason for equitable re- 
lief is the necessity for preventing irreparable damage incident to the commission of 
successive actionable torts on the part of the defendants. The limitation urged by 
the defendants ignores their continuing conduct (Menendez v. Holt, supra, 523). 

Enforcement of the judgment rendered June 13, 1933, by the French court is 
resisted by the defendant, The Midy Laboratories, Inc., by reason of alleged lack 
of jurisdiction of said defendant and the subject matter litigated. The agreement 
of September 25, 1907, above set out, consented to the jurisdiction of the French 
court. Jurisdiction of a court of a foreign country may be derived from the consent 
of the parties in advance of the accrual of the cause of action. Unless public policy 
is violated, the courts of this state will give effect to the consent of the parties 
(Pohlers v. Exeter Mfg. Co., 293 N. Y. 274, 279; Gilbert v. Burnstine, 255 N. Y. 
348, 354, 355; Johnston v. Compagnie, 242 N. Y. 381, 387; Prosperity Co. v. Am. 
Laundry Machinery Co., 271 App. Div. 622, 627, 631, 67 N. Y. S. 2d 669, 673 aff'd 
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297 N. Y. 486). And consent to jurisdiction of the courts of a foreign country 
carries with it submission to its procedural requirements (Cowans v. Ticonderago 
Pulp & Paper Co., 219 App. Div. 120, 121, 219 N. Y. S. 284, 285 aff'd 246 N. Y. S. 
603). 

The French Code of Civil Procedure provides for jurisdiction over the person 
of a foreigner by service of notice of the commencement of the action through the 
French diplomatic or consular representative in the country of residence of the 
foreigner. The prescribed procedure for acquiring jurisdiction of The Midy Labora- 
tories, Inc., was complied with by the French court. The said defendant claims, 
however, it was not a party and is therefore not bound by the aforesaid consent. 
Unquestionably, the said defendant was not a party to the agreement. It joined in 
the consent nevertheless when it accepted the assignment of the contract from Mason 
on or about April 1, 1908 (Matter of Hosiery Mfrs. Corporation v. Goldston, 238 
N. Y. 22, 28). Furthermore, the assignment of the executory contract followed 
by partial bilateral performance constitutes an assumption thereof by the said de- 
fendant (Langel v. Betz, 250 N. Y. 159, 162). 

The defendant, Midy Laboratories, Inc., also makes the argument that the 
jurisdiction to “decide any questions” conferred by the consent aforesaid did not 
include the right to assess damages. The conferred jurisdiction, however, carried 
with it the right to assess damages (Matter of Marchant v. Mead-Morrison M. Co., 
252 N. Y. 284, 298). 

The specification of damages in the French judgment in terms of francs presents 
an issue of currency conversion. The plaintiffs contend for the rate of exchange 
on June 13, 1933, the date of the judgment, and the defendants contend for the 
present rate of exchange. Foreign currency is a commodity to be valued as of the 
date of breach of contract (Parker v. Hoppe, 257 N. Y. 333, 339, 340; Hoppe v. 
Russo-Asiatic Bank, 235 N. Y. 37). An accrued debt expressed in terms of foreign 
currency similarly is to be valued as of the date it became due (Kantor v. Aristo 
Hosiery Co., 222 App. Div. 502, 503, 504, 226 N. Y. S. 582, 584 aff’d 248 N. Y. 
630). The judgment of the French court became a debt on the date rendered, June 
13, 1933. Hence, the rate of exchange of that date governs. The court finds the 
rate of exchange for French francs on June 13, 1933, was .0472. 

Accordingly, interlocutory judgment is decreed in favor of the plaintiffs restrain- 
ing the defendants from using the name “Midy” as a trade-mark or as part of its 
corporate name (Mantle Lamp Co. of America v. Aladdin Mfg. Co., 78 F. 2d 426, 
430 (C. C. A. 7), cert. den. 296 U. S. 639), and against the defendant The Midy 
Laboratories, Inc., for the equivalent of 100,139 francs at the exchange rate afore- 
said, which is $4,726.56, with interest at the rate of 6 percent per annum from June 
13, 1933. Settle interlocutory judgment on notice with provision for a reference to 
hear and report on the plaintiffs’ right to, and extent of damages and loss of profits, 
if any, and the defendant or defendants liable therefor. 


a ————— 
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CENTRAL GREYHOUND LINES, INC. OF NEW YORK v. 
GREYHOUND CAB CORPORATION 


S. Ct. N. Y. County—May 3, 1948 










TRADE-NAMES AND UNFAIR COMPETITION—REMEDY UNDER STATE PENAL LAW—GENERAL 
Under section 964 of New York State Penal Law, neither proof of criminal intent, nor 
proof beyond a reasonable doubt, nor proof that any person has in fact been deceived or mis- 
led is required to warrant issuance of injunction. 
Proof of intent to deceive is required. 
New YorK PENAL LAW—SUMMARY RELIEF DENIED—PARTICULAR INSTANCES 
Upon the papers presented, held that petitioner, generally known as “Greyhound Lines” 
or “Greyhound,” is not entitled to summary injunction, under section 964 of Penal Law, 
against use of “Greyhound” in taxi business. 






























Petition under section 946 of Penal Law of New York, by Central Greyhound 
Lines, Inc., of New York against Greyhound Cab Corporation for injunction denied. 


















HAMMER, J.: 





Petitioner Central Greyhound Lines, Inc., of New York, an omnibus corpora- 
tion, one of the affiliated Greyhound companies, referred to herein as Greyhound 
Lines, engaged since 1927 in the transportation by motor bus of passengers for hire 
throughout the State of New York and adjacent states and into and out of the City 
of New York, makes application to the court under Penal Law 964 for an order, 
(a) determining that the defendant adopted and is using the name “Greyhound 
Cab Corp.,” and that the adoption and use of such name may deceive or mislead 
the public as to the identity or connection of the defendant with the petitioner and 
Greyhound Lines, (b) enjoining and restraining the defendant, its agents, servants 
and employees from using the name “Greyhound” as part of the corporate name 
and in its business, and (c) for such other and further relief as may be just and 
proper. 

As is stated in the petition and not disputed by respondent Greyhound Lines 
comprise a national highway transportation system which is and has been for more 
than eighteen years commonly and generally known as “Greyhound Lines” or 













































“Greyhound.” 

Greyhound Lines operate more than 80,000 miles of routes in the United States 
and Canada over which approximately 200,000,000 passengers travel more than 
9 million miles annually. To furnish this service Greyhound Lines own approxi- 
mately 5,000 buses, a substantial number of which transport annually 1,500,000 
passengers either into or out of New York City, and average about 200 bus arrivals 
and departures daily. Each bus has painted on the sides thereof the name “Grey- 
hound Lines” and “Greyhound” in large distinctive letters. Greyhound Lines have 
established many terminals throughout the United States and Canada and each one 
is identified by large signs containing the name Greyhound. Two of such terminals 
are located in the Borough of Manhattan of the City of New York. One is Pennsyl- 
vania Greyhound Terminal at 34th Street, near Eighth Avenue, the other, Capitol 
Greyhound Terminal at 50th Street, near Eighth Avenue. These terminals are 


















38 T.-M.R. CENT. GREYHOUND v. GREYHOUND CAB 691 


well known to the public and identified by the public as part of the Greyhound Lines 
system of highway transportation, which includes petitioner. The total sales for 
transportation on Greyhound vehicles made at these terminals for the past ten 
years exceed $26,000,000. During the year 1947 the total of such sales was more 
than $3,500,000. Petitioner’s 1947 ticket sales at these terminals accounted for 
more than $1,000,000. 

Further, Greyhound Lines have established a nationwide chain of rest stops, 
restaurants, and ticket agencies for the comfort and convenience of its passengers, 
each designated and distinguished by the name “Greyhound.” 

Greyhound Lines have more than 21,000 men and women employed in its op- 
erations. The uniformed employees of Greyhound Lines wear emblems upon which 
are embossed the name “Greyhound.” 

Since 1930 petitioner has contributed hundreds of thousands of dollars to the 
Greyhound advertising program. During the year 1947 Greyhound Lines have 
spent approximately $2,500,000 advertising the Greyhound name in connection 
with its transportation system and service. Of this amount approximately $175,- 
000 was spent in the greater New York City area ($103,000 for advertising in 
New York City newspapers) and to this sum petitioner has contributed approxi- 
mately $60,500. 

Greyhound Lines, including petitioner, have established a reputation in the mo- 
tor carrier business throughout the United States, including New York City. With 
the public “Greyhound” has become a well established trade-name with a recog- 
nized meaning of great value, particularly with respect to service and responsibility ; 
and the Greyhound name is generally accepted by the public as designating the 
petitioner and the other corporations using “Greyhound” as the major and dis- 
tinguishing part of their names and associated in Greyhound Lines. 

Respondent was organized under the New York Stock Corporation Law on 
March 25, 1946, and petitioner avers adopted the name “Greyhound” as the major 
and distinguishing part of its corporate name without permission or consent of 
petitioner. 

It appears respondent’s certificate of incorporation authorized it, among other 
things, to conduct a general taxicab business for the transportation of persons for 
hire in the City of New York. Respondent owns and operates twenty-five taxi- 
cabs for the use and convenience of the public. The taxicabs are painted with or- 
ange fenders and a cream body, carry a small insignia of the Empire State Build- 
ing and wings. The name Greyhound Cab Corporation appears on the rear door 
in letters two inches high. Petitioner’s color scheme is silver and blue with the 
insignia of a leaping greyhound. 

The respondent is a member of Taxicab Bureau, Inc., a membership corpora- 
tion of approximately fifty corporations, the cabs of which numbering 1,300 have 
the same color scheme and insignia as that of respondent. It is only on twenty-five 
of these that are owned and operated by respondents upon which its name appears. 

Petitioner urges the residents of and the visitors to New York City and envi- 
rons observing defendant’s public transportation vehicles with the name “Grey- 
hound” clearly discernible thereon will and can be deceived or misled into assum- 













38 T.-M. R. 





THE TRADE-MARK REPORTER 





692 


ing that they constitute a public transportation facility furnished by or identified, 
connected or associated with Greyhound Lines, including petitioner, and will seek 
or select defendant’s public vehicles in the belief they are riding in a public vehicle 
owned, or operated by, or identified, connected or associated with petitioner. 

Petitioner asserts on several recent occasions defendant’s public vehicles have 
been observed soliciting passengers for hire at the Capitol Greyhound Terminal, 
Fiftieth Street and Eighth Avenue, Borough of Manhattan, City of New York, 
and soliciting and transporting passengers for hire in the immediate vicinity thereof. 
This is not denied by respondent. 

Respondent takes the position the public does not select taxicabs because of the 
corporate name, manner or method of operation. Primarily a taxicab is hired 
because of its availability at a particular time and place. The service rendered by 
one taxicab is the same as the service rendered by every other taxicab. There is 
no solicitation of fares, as alleged by the petitioner. Such solicitation is prohibited 
by the Hack Bureau. The name of respondent corporation has so little “good will” 
that it is not listed in the New York City telephone directory. Respondent’s taxi- 
cabs cannot be hired by telephone and can only be engaged while plying the city 
streets. Respondents do not direct their drivers to work on any specific streets or 
in any specific section of the city. In the two years of their operation there has not 
been a single instance (none is cited by the petitioner) where anyone has been 
under the impression that the respondent corporation is identical with or associated 
with the petitioner. No passenger desiring taxicab transportation has telephoned 
the petitioner nor has any passenger requiring bus transportation communicated 
with the respondent. There has been no confusion in delivery of mail; there have 
been no complaints which have been misdirected. 

Proof that any person has in fact been deceived or misled is not required to 
warrant the court in issuing the injunction sought. Penal Law, sec. 964; Astor v. 
Watson, 71 N. Y. S. 2d 332; Hirsch v. Perlman, 51 N. Y. S. 2d 10, aff'd 268 App. 
Div. 1035 ; Carter, Inc. v. Parfumes Blanchard, Inc., 32 N. Y. S. 2d 15. 

Neither proof of criminal intent nor proof beyond a reasonable doubt are re- 
quired. Fainblatt v. Leo Sportswear Co., 178 Misc. 760; Bill’s Gay Nineties v. 
Fisher, 41 N. Y. S. 2d 234. 

The mere similarity of name without proof that the assumption, adoption or use 
of the word or name deceives or misleads the public will not warrant granting of 
the relief. Club Iceland v. Iceland Restaurant Corp., 29 N. Y. S. 2d 913. 

In order to find respondent has violated the section it must be determined re- 
spondent intended to deceive the public. If from the facts presented it appears un- 
likely that the public could be so deceived or misled, a finding of such intent would 
be unwarranted. Schenne v. Benson, 178 Misc. 301. 

It cannot be said respondent’s certificate of incorporation authorizes the opera- 
tion of a bus line as contended for by petitioner. The certificate insofar as it 
contemplates operation of motor vehicles appears by its terms to be limited to taxi- 
cabs. A taxicab performs a service similar to the cab or hackney carriage held for 
hire at designated places at a fare proportioned to the length of the trips of the 
several passengers who are taken to be carried to destinations without regard to 
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any route adopted or uniformly taken by the operator. Memphis v. State, 133 
Tenn. 93, 91, S. W. 631; State v. Dean, 129 Wash. 594 225 P. 656. 

It is distinguishable from a motor bus in that it does not have a fixed route or 
streets on which it operates. 

Upon the papers presented it cannot be said the public have been or will be mis- 
led. It may be that upon a trial proof will be submitted to convince the court that 
defendant should be enjoined, but upon the record here presented I am not satis- 
fied the drastic summary relief sought should be granted. 

The application is accordingly denied without prejudice to rights of the peti- 
tioner to bring such action for the injunction or otherwise as may be advised. No 
costs. Settle order. 


MILANI v. SMITH 
No. 13576—Cal. D. Ct. of App., Ist Dist—April 26 1946 


TRAVE-NAMES AND UNFAIR COMPETITION—SCOPE OF INJUNCTIVE RELIEF—PARTICULAR IN- 
STANCES 
“Yellow Checker Cab Company” held confusingly similar to “Yellow Cab Company.” 
Injunction restraining defendant’s use of the word “Yellow” and color yellow in the 
taxicab business, in such manner as may be calculated to deceive, held proper; an absolute 
injunction may be issued where defendant’s conduct is unlawful. 
Defendant’s departure from terms of absolute preliminary injunction held approved by 
trial court by entry of final injunction containing modification, since permanent injunction 
supersedes the provisional remedy afforded by preliminary injunction. 


Appeal from Superior Court, Marin County. 
Unfair competition suit by Joe Milani and Frank Milani against Jack Smith. 
Defendant appeals from judgment granting injunction. Affirmed. 


Lawrence A. Cowen, San Rafael, Calif., for defendant appellant. 
Philip A. Kennedy and Leonard J. Bloom, of San Francisco, Calif., for plaintiffs- 
respondent. 


Before Nourse, Presiding Justice, and GoopeLt and Doo.inc, Justices. 
GOODELL. J.: 


The defendant appeals from an order granting a preliminary injunction and from 
a judgment and decree containing a permanent injunction in a suit brought to 
stop unfair competition. 

The plaintiff, Joe Milani, entered the taxicab business in San Rafael in 1925. 
In 1933, he took over a business in that city known as Yellow Cab Company. Later 
on his son Frank joined him as a partner. They operate six cabs, five of which 
are painted yellow, with black fenders, and lettered “Yellow Cab.” Their office is 
painted yellow and lettered “Yellow Cab.” The use of that name in connection with 
their business dates back to 1935; their cabs have been yellow since 1942, and the 
drivers have worn yellow caps since 1943. 
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The defendant entered the taxicab business in San Rafael in 1942, first calling 
it Blue Line, next Checker Blue Line, then Checker Cab Company, and finally 
Yellow Checker Cab Company. His cabs at first were painted in colors other than 
yellow, but in August, 1946, he had all six of them painted a shade of yellow ap- 
proximately the same as plaintiffs’ fleet, but with red fenders. At the same time 
he changed the color of his drivers’ caps from black to yellow. The defendant’s office, 
painted yellow and read and lettered “Yellow Checker Cab,” is about 75 feet from 
the plaintiffs’ place on the same street. 

After two hearings the preliminary injunction was issued enjoining defendant, 
“from using the word ‘Yellow,’ orally, in writing, or otherwise, and in any manner 
whatsoever to identify the operation of his taxicab business ... .”’ and “from using 
the color yellow on his taxicabs, offices and stands, drivers’ caps and uniforms, signs, 
and all other equipment, used in his taxicab business in. ... San Rafael... .” 

At the trial all evidence admitted at the earlier hearings went in by stipulation 
and immediately after submission the court ordered judgment for plaintiff for one 
dollar damages and a permanent injunction. Findings were filed and a decree 
entered, enjoining the defendant “from using the word ‘yellow’ orally, in writing, 
in advertising, or otherwise, or in any manner whatsoever to identify the operation 
of any taxicab business owned or operated .. . . by the defendant ... .” and “from 
using the color ‘yellow’ on defendant’s taxicabs, offices and stands, drivers’ caps 
and uniforms, signs, and all other equipment used ... . in any taxicab business 
owned or operated .... by defendant ....in....San Rafael... . in such manner 
as may be calculated or liable to deceive the public generally, or to lead members 
thereof, while exercising ordinary care and prudence in selecting a taxicab, to believe 
that the taxicab operated by the defendant is a taxicab belonging to or operated 
by the plaintiffs... .” 

The preliminary injunction gave the defendant 13 days within which to comply 
but did not specify how he should do so. After its issuance and before the trial the 
defendant altered the appearance of his taxicabs. A colored photograph shows that 
the yellow paint was left on the lower part of the cabs’ bodies (below the windows) 
but that black checkers had been painted over the yellow background, resulting in a 
yellow-and-black checker combination. The upper parts and tops of the bodies are 
a cream buff color. The fenders remained red. The same photograph shows that 
the word “Yellow” on the front of defendant’s office, which had appeared above 
“Checker” and above “Taxi,” had been erased, and that two panels, above the 
lettering, and other spots on the front, had been painted with a checker pattern. 
In announcing his decision the judge remarked: “I see no reason for changing the 
ruling of the Court on the action of the temporary injunction. I must say that the 
view I have had of the cabs since they have been recheckered and the view presented 
in court convinces me if that condition is continued there would be no likelihood of 
deception for anybody. I think the defendant has fully complied with the ideas of . 
the Court, and anybody who claims to be deceived now, even a child would know 
the difference.” Thereupon plaintiffs’ counsel admitted that “we too are satisfied 
with the present color scheme in that it is not competitive.” 

The evidence, which is practically without conflict, presents a typical case of 
unfair business competition, squarely within the doctrine of Weinstock, Lubin & 
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Co. v. Marks, 109 Cal. 529. In that case the plaintiffs had used ‘Mechanics’ Store” 
as their trade-name. The defendant, next door, called his store “Mechanical Store.”’ 
The court restrained the use of the latter name and required that the defendant 
should distinguish his place of business from that of the plaintiff “in some mode or 
form that shall be a sufficient indication to the public that it is a different place of 
business from that of the plaintiff.” In the present case the plaintiffs were entitled 
under that rule to have such alterations made as would enable the public to dis- 
tinguish the cabs of the two competitors and the “recheckering” accomplished that 
result and eliminated the probability of future deception. 

The defendant’s principal contention is that the preliminary injunction went too 
far and was too broad in flatly prohibiting the use of the word “Yellow” and the 
color yellow, without any qualifying language. The same attack is made on the 
permanent injunction insofar as it prohibits the use of the word “Yellow.” In that 
connection defendant argues that he “had a broad right to use the word yellow and 
the color yellow in his business. “That broad right” he says, “could be narrowed 
only in the event he exercised it to pirate the business of the plaintiffs and only 
to the extent necessary to curb the pirating.” The injunctions specify the several 
methods of operation in and by which the word and color shall not be used. It is 
not at all apparent how either the word or the color could possibly be used in such 
specified ways, ¢.g., in advertising, or on cabs, stands or signs without unfair com- 
petition resulting, and the defendant does not suggest how he thinks it could be 
done “Yellow” in this case is the same as “Mechanical Store” was in the Weinstock, 
Lubin case, where its use was flatly and unqualifiedly enjoined. In Eastern 
Columbia, Inc. v. Waldman, 30 Cal. 2d 268 [37 T.-M. R. 586], the trial court 
enjoined the use of ‘““Western Columbia” with qualifying language added. On an 
appeal by plaintiff the Supreme Court struck out the qualifying words, saying, 
“An absolute injunction is proper where defendant’s conduct is unlawful.” 

As to color, defendant says the preliminary injunction “required appellant to 
repaint his entire business equipment with a color or colors other than yellow, and 
to eradicate from his business every vestige of the color yellow.” As we have 
already seen, on a broad surface of the cabs the yellow was not eradicated; it was 
“checkered”’ over the yellow background, leaving a yellow-and-black checker effect. 
This put far less burden on the defendant than literal compliance would have done, 
and of this he cannot complain. The process of “recheckering’” was a departure, 
with judicial sanction, from the literal requirements of the preliminary injunction, 
amounting to a practical modification of it. When, several weeks later, the perma- 
nent injunction issued, the court therein restrained the use of yellow “in such a 
manner as may be calculated or liable to deceive the public... .” This qualifica- 
tion was presumably added in the light of the alterations already made, and the de- 
fendant admits that that part of the decree is not subject to criticism. The permanent 
injunction containing these broader terms of course superseded the preliminary in- 
junction, which was but a provisional remedy, and which by its own terms was effec- 
tive only pending the further order of the Court. Sheward v. Citizens’ Water Co., 
90 Cal. 635, 638. 

Defendant’s argument that the injunctions granted a monopoly to plaintiffs is 
wholly devoid of merit. 
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Defendant relies on Southern California Fish Co. v. White Star Canning Co., 
45 Cal. App. 426, and on American Automobile Assn. v. American Automobile 
Owners Assn., 216 Cal. 125 [22 T.-M. R. 479]. Neither case is in point for the 
reasons stated in Rosenthal v. Brasley-Krieger Shoe Co., 19 Cal. App. 2d 257 
at 200. 

Defendant placed in evidence a writing signed by Yellow Cab Company (of 
San Francisco) granting the right to use the trade-name and color “Yellow Cab 
Company” within Marin County. He claims that the right to enjoin the use of 
the “Yellow Cab” type of cap (which is trade-marked) resides in that company 
(the trade-mark owner) and not in the plaintiffs, and that the permanent injunc- 
tion should be modified to eliminate yellow caps from its prohibitions. Plaintiffs’ 
drivers have been wearing this type of cap since 1943, while defendant’s drivers 
have done so only since August, 1946. The answer to this contention is that a 
prospective passenger could be just as easily deceived by a patented yellow cap 
(worn by permission of its patentee) as by an unpatented one, and it is deception, 
and not infringement of trade-mark, that is the gist of such actions as this. 

The order and judgment are, and each of them is, affirmed. 


UNITED DRUG COMPANY (NAME cHANGED TO UNITED-REXALL 
DRUG CO.) v. THE MERCIREX COMPANY (two cases) 


Commissioner of Patents—May 4, 1948 


TRADE-MARKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 

Case 1. Medicated cream or ointment used in treatment of diseases and disorders of the 
skin and scalp held goods of the same descriptive properties as various medicines, liniment, 
toilet and pharmaceutical preparations, including shampoo-paste, hair tonic, depilatory, etc. 

Case 2. Medicated soap held goods of the same descriptive properties as the group of 
various medicines, toilet and pharmaceutical preparations involved in first case. 

TRADE-MARKS—Worps CAPABLE OF EXCLUSIVE APPROPRIATION—PARTICULAR INSTANCES 

“Rex” held arbitrary and fanciful and not descriptive of medicines and pharmaceutical 
products. 

OPPOSITIONS—PLEADING AND PRACTICE—EFFECT OF THIRD PARTY REGISTRATIONS 

Registrations of third parties held not pertinent. 

OPpposITIONS—PLEADING AND PracticE—Proor or Use or MARK 

Expired registration held not prima facie evidence of ownership or of use. 

Applicant having taken no testimony as to concurrent use of its mark is limited to the 
date of filing of its application. 

TRADE-MARKS—Marks Nor CoNFUSINGLY SIMILAR—PARTICULAR INSTANCES 

“Mercirex” held not confusingly similar to “Rex” or “Rexall.” 

While a known mark cannot be appropriated and rights acquired by mere additions of 
other words or features, held that comparison of the marks does not give the impression that 
the known mark is recognizable as a permanent feature of the new mark. 

TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 

Side by side examination of labels or careful scrutiny of material appearing thereon is not 
the test of confusing similarity. . 

The marks must be considered in their entireties; and prior cases are not controlling. 


Appeals from Examiner of Interferences. 


Win cn Aine « deities ebllitaglnls, Supers iates 
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Two trade-mark oppositions by United Drug Company (name changed to 
United-Rexall Drug Company) against The Mercirex Company. Applicant ap- 
peals from decision sustaining one notice of opposition ; opposer appeals from dis- 
missal of the other notice of opposition. Reversed in case of applicant’s appeal and 
affirmed in case of opposer’s appeal. 


Benjamin H. Dorman and Roland F. Hallett, of Boston, Mass., and Richard A. 
Mahar, Washington, D. C., for opposer. 
Charles M. Thomas, Washington, D. C., for applicant. 


DANIELS, A. C.: 
(Case 1) 


This is an appeal from the decision of the Examiner of Interferences sustain- 
ing a notice of opposition to an application to register the word “‘Mercirex,” as a 
trade-mark for “a medicated cream or ointment for use in the treatment of diseases 
and disorders of the skin and scalp,” under the Trade-Mark Act of 1905. The ap- 
plication to which opposition was made was filed November 15, 1944, use being 
claimed upon this product since August 3, 1923. In the application applicant al- 
leges that it is the owner of the entire right, title and interest in and to a prior regis- 
tration of this mark, No. 180,507, registered March 4, 1924, to a predecessor. (Not 
renewed. ) 

The statutory basis of opposition is the confusion in trade clause of section 5 
of the Trade-Mark Act of 1905. Opposer relies on a number of prior registrations 
under that Act for various medicinal products including several registrations of 
“Rexall” and “Rex” for various medicines, liniment, toilet and pharmaceutical 
preparations including shampoo-paste, hair tonic, depilatory, and a parasiticide or 
insecticide for cleansing and diseases of the scalp and hair ; and the marks “Purex”’ 
for named chemical, pharmaceutical and medicinal preparations; “Alco-Rex” for 
“a rubbing alcohol compound ;” “Rex Salvine” for “an ointment for burns and 
cuts,” and “Rex-Menthol” for various similar products that will not be gone into 
in detail. Opposer’s ownership of these marks is not questioned although ‘he Ex- 
aminer of Interferences excluded one from consideration. The dates of registra- 
tion of all of the registrations referred to antedate applicant’s filing date of the ap- 
plication to which opposition was made by many years, and the registrations of 
“Rex” and “Rexall” antedate any use claimed by applicant by a substantial period 
of years. The Examiner of Interferences, after passing on a number of other 
questions which will be referred to hereafter held that, since applicant’s mark con- 
sisted of the arbitrary syllable “rex” in association with a term that is suggestive 
of one of the ingredients shown on the label of applicant’s product, namely, mer- 
cury and certain of opposer’s marks also consisted of this syllable in association 
with words indicating one of the ingredients or one of their purposes, that persons 
acquainted with the marks of opposer would be likely to assume that the product to 
which it applied originated with opposer. On this basis it was held that confusion 
would be likely to result from the concurrent use of the marks by the parties here 
involved. In a companion opposition proceeding between these parties, No. 24,043, 
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decided at the same time, an appeal from which is decided herewith, the Examiner 
of Interferences found, as in this proceeding, for opposer on all points except con- 
fusing similarity of the marks. The examiner there held that since the label of ap- 
plicant’s product:did not indicate that the product included any mercuric compound, 
the marks which were the same found similar herein (except that not all of op- 
poser’s marks here involved were included) could not be considered confusingly 
similar. 

The principal ground of appeal, the only one which in my opinion is determina- 
tive in this matter, is applicant’s contention that “Mercirex” is not confusingly 
similar to “Rex,” “Rexall” or the other marks upon which opposer relies. Before 
considering the question of similarity of the marks it is considered desirable to re- 
view certain other contentions briefly both because of their possible bearing upon 
the question of such similarity and because of the pendency of the appeal from the 
decision in the other opposition between these parties above referred to. 

Applicant contends that the goods of the parties, while somewhat similar differ 
to such an extent that, at least when considered in connection with the differences 
of the marks, confusion cannot occur. All of the products are in the nature of 
medicinal or pharmaceutical preparations and, as held by the Examiner of Inter- 
ferences, must be deemed to possess the same descriptive properties within the mean- 
ing of the statute. McKesson & Robbins, Incorporated v. First Texas Chemical 
Manufacturing Co., 34 C. C. P. A. 877, 159 F. 2d 770 [37 T.-M. R. 160]. 

Applicant further argues that there is no probability of confusion since “Rex,” 
one of the marks upon which opposer relies and which forms a prominent portion 
of the balance of opposer’s marks, is descriptive or generic, and contends that as 
such it lacks distinctiveness and “is incapable of exclusive use.”” The only appar- 
ent basis for this fact is that the word has a dictionary meaning. That meaning is, 
however, not descriptive of any of the goods involved and the mere fact that it is 
not a coined word does not indicate that it has any descriptive or generic meaning 
as applied to these goods. On this record the mark must be considered to be ar- 
bitrary and fanciful as applied to these goods. Nor would this be changed by con- 
sideration of certain registrations of third parties to which applicant refers in its 
brief even if such registration could be considered pertinent in a proceeding of this 
kind which it is not. Lactona Incorporated v. Lever Brothers Company, 32 C. C. 
P. A. 704, 144 F. 2d 891 [34 T.-M. R. 331]. 

In support of its argument that there can be no likelihood of confusion between 
the marks involved, applicant refers to the earlier expired registration No. 180,507, 
which has been assigned to applicant and which it is stated was allowed to lapse 
through inadvertence. It is stated that this shows long continuous use by appli- 
cant and its predecessor of the mark here involved without confusion. That regis- 
tration, having expired, cannot be considered as prima facie evidence, either of 
ownership or use on the part of applicant and applicant having taken no testimony 
and produced no evidence as to its alleged concurrent use of “‘Mercirex” is limited 
to the filing date of its application for the purposes of this proceeding. The Federal 
Products Co. v. Lewis, 57 App. D. C. 338, 23 F. 2d 759; Aridor Co. v. Logan Engi- 
neering Co., 65 U. S. P. Q. 174, 574 O. G. 790. Nor is the date of use claimed in 
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the present application evidence of such use since this is a mere ex parte affidavit. 

The Examiner of Interferences resolved each of the foregoing questions against 
the applicant. On this particular record, however, the Examiner of Interferences 
found that the marks of the parties were confusingly similar within the meaning 
of section 5 of the Trade-Mark Act of 1905. 

In the copending application in opposition No. 24,043, the Examiner of Inter- 
ferences found the goods to be of the same descriptive properties but held that the 
mark there sought to be registered (identical with that here involved) was dis- 
similar to opposer’s trade-marks “Rex” and “Rexall.” In his decision in that op- 
position proceeding the Examiner of Interferences stated : 


The opposer’s argument that applicant’s mark “Mercirex” suggests that the soap prod- 
uct for which it is used contains mercury, and therefore purchasers would conclude that 
it is a “Rex” soap containing mercury, or that it is another member of its group of marks 
containing “Rex,” is deemed to be without force. The record is devoid of any evidence 
that applicant’s product contains mercury, and it is not believed that purchasers would 
have any more reason, if as much, for concluding that “Mercirex” was another member 
of the opposer’s “Rex” group than they now have for similarly concluding with respect to 
the marks “Purex” and “Korrex.” Both of these marks have been held not to be con- 
fusingly similar to the marks here relied upon by the opposer in the cases of Purex Corp., 
Ltd. v. United Drug Co., 67 F. 2d 918, 439 O. G. 269, 1934 C. D. 95, C. C. P. A. [24 
T.M. R. 17], and United Drug Co. v. Odor-Nox Chemical Co., 27 U. S. P. Q. 44, re- 
spectively. 


Both parties agree that it was inconsistent for the examiner to hold that the marks 
are confusingly similar in this case and not confusingly similar in the other opposi- 
tion. While disagreeing as to which case involved the error counsel for both parties 
agreed that the same ruling should be made on this point in each case. 

The basis for the distinction made by the examiner is the fact that the label for 
its ointments submitted by applicant in this case indicates, in fine print, that the oint- 
ment contains certain mercury derivatives while the label for the soap involved in 
opposition No. 24,043 does not so indicate. I cannot agree that the reference to 
such ingredients on the label is sufficient to distinguish between these cases. Any 
customer examining the label so carefully as to note these ingredients and there- 
fore infer that a portion of applicant’s mark had some reference to mercury would 
certainly be advised as to the source of the product. Side by side examination of 
labels or careful scrutiny of material appearing thereon is not the test of confusing 
similarity. The Seven Up Company v. Cheer Up Sales Company, 65 U. S. P. Q. 
237, 148 F. 2d 909. Nor do I believe that “Mercirex” suggests a “‘Rex’’ product 
containing mercury. The marks of the parties must be considered in their entireties 
and so considered they do not appear to be similar either in sound, appearance or 
connotation. “Rex” or “Rexall” appear to be the basic marks upon which opposer 
relies and unless they are confusingly similar to “Mercirex” inclusion of the vari- 
ous suggestive prefixes or suffixes do not add to opposer’s rights. Applicant’s mark 
appears to me to differ from both of these marks as well as others relied on more 
than they differ from each other, and this appears to be borne out by prior decisions 
which have considered opposer’s registrations. Purex Corp., Ltd. v. United Drug 
Co., 21 C. C. P. A. 753, 67 F. 2d 918 [ 24 T.-M. R. 17] ; United Drug Corporation 
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v. Odor-Nox Chemical Co., 27 U.S. P. Q. 44; United Drug Corporation v. Wiley, 
23 C. C. P. A. 987, 82 F. 2d 293 [26 T.-M. R. 267]. These cases are, of course, 
not controlling, nor are the other cases cited by opposer, since under well settled au- 
thorities such cases can at most be helpful and even a very slight change in facts or 
circumstances is sufficient to distinguish the cited cases. 

It is true that the word “rex” which opposer uses as a valid and technical trade- 
mark does form one syllable of applicant’s mark. It is not, however, set out sepa- 
rately or emphasized and, as presented by the drawing and specimens, would not, 
in my opinion, be recognized or connected with opposer’s mark even by persons 
familiar with it. While a known mark cannot be appropriated and rights cannot 
be acquired by mere addition of words, syllables, or other features which leave the 
known mark recognizable as a prominent feature of the new mark, comparison of 
the marks does not give that impression in this case. In my opinion the inclusion 
of that syllable in applicant’s mark cannot be considered an appropriation of op- 
poser’s mark. 

Accordingly, it is believed that the marks of the parties differ to such an extent 
that there is no reasonable probability of confusion in trade from their contempo- 
raneous use on the goods involved. While agreeing with the Examiner of Inter- 
ferences on other points I must disagree with his conclusion in this proceeding 
that the marks of the parties are confusingly similar and agree with his ruling on 
this point in opposition No. 24,043, in which he held them to be dissimilar. 

The decision of the Examiner of Trade-Mark Interferences is reversed. 


(Case 2) 


This is an appeal from the decision of the Examiner of Trade-Mark Interfer- 
ences dismissing the notice of opposition to registration under the Act of 1905, of 
the word “‘Mercirex” as a trade-mark for “a medicated soap.” 

Opposer relies upon its ownership and prior use of the trade-marks “Rex” 
and “Rexall” on various medicines, liniment, toilet and pharmaceutical prepara- 
tions including shampoo-paste, hair tonic, depilatory, and a parasiticide or insecti- 
cide for cleansing and diseases of the scalp and hair; and the mark “Purex’’ for 
named chemical, pharmaceutical and medicinal preparations, setting up various 
registrations under the Trade-Mark Act of 1905 covering these words on such 
goods. These products must be considered to be goods of the same descriptive 
properties as applicant’s medicated soap. Except for the fact that certain additional 
marks of opposer were involved in that case, and the products differ slightly, the 
facts and issues herein are identical with those involved in the appeal from the 
decision of the Examiner of Interferences in Opposition 24,159, decided contempo- 
raneously herewith, and the decision in that case covers all points here involved. 
In that case the holding of the Examiner of Interferences that these marks were 
confusingly similar has been reversed, which necessarily requires that his holding 
in this proceeding that they are dissimilar be affirmed. 

The decision of the Examiner of Frade-Mark Interferences is affirmed. 
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G. H. PACKWOOD MFG. COMPANY v. THE COFAX CORPORATION 
(THREE CASES) 


Commissioner of Patents—May 7, 1948 


TRADE-MARKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—GENERAL 

While adhesives represent a relatively narrow class of goods, all adhesives are not of the 
same descriptive properties. 

The fact that goods are sold to the same class of purchasers or through the same channels 
of trade is one element to be considered in determining whether the goods possess the same 
descriptive properties, but it is not conclusive. 

TRADE- MARKS—Goops OF DIFFERENT DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 

Case 1. Pressure adhesive tape for sealing package wrappings and similar purposes held 
goods of different descriptive properties from plastic cement, soap, soap dispensers and like 
products, under 1905 Act. 

Cases 2 and 3. Plastic tape dispensers and sealing tape dispensers held goods of differ- 
ent descriptive properties from soap, soap dispensers, ink removing cleaner, etc. 


Appeals from Examiner of Interferences. 

Three trade- mark oppositions by G. H. Packwood Mfg. Company against The 
Cofax Corporation. Opposer appeals from dismissals of notices of opposition. 
Affirmed in each case. 

Rogers & Ezell, St. Louis, Mo., for opposers. 
Lackenbach & Hirschman, New York, N. Y., for applicant. 


DANIELS, A. C.: 


(Case 1) 


This is an appeal from the decision of the Examiner of Trade-Mark Interfer- 
ences dismissing an opposition to the registration of a trade-mark under the Trade- 
Mark Act of February 20, 1905. The mark sought to be registered is the word 
“Pax” for “pressure adhesive tape for sealing package wrappings and similar pur- 


poses.” 

The opposition is based on the confusion in trade clause of section 5 of the 
Trade-Mark Act of 1905, and the notice of opposition alleges use by opposer of 
the trade-mark “Pax” for plastic cement, soap, soap dispensers, and like products, 
prior to any date of use claimed by applicant. Opposer also alleges and has proved 
ownership of certain registrations of the trade-mark “Pax” under the Trade-Mark 
Act of 1905, for soap products and dispensers therefor. In addition to the regis- 
trations of record, opposer took testimony showing use of its mark on various soap 
products, soap dispensers and on cement, beginning at a date several years prior to 
any use claimed by applicant. 

The only issue presented on this appeal is the question of the similarity of the 
applicant’s tape and opposer’s plastic cement, the marks being identical, and op- 
poser’s proof its prior use of the mark on its products being conclusive and not being 
questioned by applicant. A substantial portion of the evidence of the parties relates 
to their use of the marks on products other than the tape for which registration is 
sought by applicant and the cement of opposer which are considered on this appeal. 
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Opposer, a well-known producer of certain soap products, devoted much of its 
testimony to proof concerning its use of the mark on soap, soap dispensers and 
similar products, while applicant, apparently to show that it had adopted the mark 
in good faith, devoted a considerable portion of its testimony to proof of its use of 
this same mark on certain writing paper, which it discontinued upon entering the 
pressure adhesive tape business. 

On this appeal opposer relies on its use of the mark “Pax” on its plastic cement 
as the basis of its opposition and not on its use on its other products. The evidence 
shows that this cement is a strong liquid adhesive, the sale of which was under- 
taken by opposer primarily so that its customers for soap and soap dispensers might 
use it for securing such dispensers to tile and similar walls, thereby obviating the 
necessity of drilling holes in the walls for attaching such dispensers. Opposer’s 
witnesses testified, without contradiction, however, that it has been sold and used 
for other purposes, and that it has been used and is adapted to general use as an 
adhesive. Applicant’s pressure adhesive tape is a transparent or colored cellulose 
tape having an adhesive on one side only which may be used without wetting or 
other treatment and may be removed and reused. It is argued by applicant that 
the uses of its product are different, that they are sold through different trade 
channels and that no one could confuse these products. It is, of course, true that 
no one wanting a liquid cement of the type sold by opposer could possibly be con- 
fused into purchasing a pressure adhesive tape of the type on which applicant uses 
the mark. Both are, however, adhesives and both may be used in certain fields to 
cause the same materials to adhere, or to cause articles to adhere to the same sur- 
faces, and have, therefore, an overlapping field of use. 

The question is, therefore, not whether anyone might be confused in purchas- 
ing one product for the other, but whether or not opposer’s customers might be led 
to believe that they came from a common source and that on seeing applicant’s 
pressure tape sold under the mark in question be led to believe that opposer had 
extended its business to another type of adhesive product. As stated in Elgin 
American Manufacturing Co. v. Elizabeth Arden, Inc., 23 C. C. P. A. 1168, 83 F. 
2d 687 [26 T.-M. R. 416] the United States Court of Customs and Patent Appeals 
said: 





It is true that they are not composed of the same materials. Many articles possessing 
the same descriptive properties, in a statutory sense, are not. The real question confront- 
ing us is whether the goods of the respective parties are so related, commercially or other- 
wise, that, when marketed under the involved trade-marks, the purchasing public might 
reasonably conclude that they originated with the same concern. 

See also Skol Company, Inc. v. Olson, 33 C. C. P. A. 715 151 F. 2d 200; Yale 
Electric Corporation v. Robertson, 26 F. 2d 972. Adhesive as such represents a 
relatively narrow class of goods, but it does not necessarily follow that all adhesives 
are of the same descriptive properties. United Battery Co. v. United Metal Box 
Co., 24 C. C. P. A. 1220, 90 F. 2d 260 [27 T.-M. R. 468]. While it was testified 
without contradition that opposer’s cement has been used for purposes other than 
attaching opposer’s soap dispensers to walls (a purpose for which applicant’s tape 
could not possibly be used), it is obvious from the testimony and exhibits that op- 





























38 T.-M. R. PACKWOOD MFG. v. COFAX 703 


poser’s marketing methods are such that all ordinary sales are made for this pur- 
pose, and in connection with the sale of dispensers. The label on the bottle in which 
the cement is sold contains the following wording : 


For attaching “Pax” dispensers to glazed tile, or marble walls, mirrors, etc., see di- 
rections. 


Below this, in large letters, appears: 
PAX-C-MENT 
Below this, in relatively large letters, are the words: 
NO DRILLING OF WALL REQUIRED! 


In opposer’s price lists and catalogs the cement receives little space, the pamphlets 
being largely devoted to presenting opposer’s “Pax” soap products, dispensers, etc. 
A typical statement concerning this product is shown on page 4 of opposer’s Ex- 
hibit 13 in price lists where the following occurs : 

“Pax-C-Ment” Where dispensers are to be installed on marble, tile, slate, glass or other 


hard surfaces without drilling holes, order “Pax-C-Ment,” packed in glass jars containing 
enough for mounting 1 dispenser together with “Pax” specially processed ‘“Woodblok.” 


See also page 2 same publication under the general heading of Jobbers Confiden- 
tial Cost Sheet. Similar or identical wording appears in numerous other adver- 
tising exhibits of opposer. See, for example, opposer’s exhibits 10 and 12. And 


in much of the advertising material the cement is not mentioned. 

While the fact that goods are or are not sold to the same class of purchasers, 
or through the same channels of trade is one element which is to be considered in 
determining whether or not they possess the same descriptive properties, it is only 
one of the elements of proof and is not conclusive in determining that they do or 
do not possess such properties. Kraft-Phenix Cheese Corportion v. Consolidated 
Beverages, Limited, 27 C. C. P. A. 803, 107 F. 2d 1004 [30 T.-M. R. 52]; Sholl 
Dental Laboratory Company v. McKesson & Robbins, Incorporated, 32 C. C. P. A. 
1157, 150 F. 2d 718 [35 T.-M. R. 264]; McKesson & Robbins, Incorporated v. 
Isenberg, 593 O. G. 590, 71 U. S. P. Q. 186 (affirmed by the United States Court 
of Customs and Patent Appeals April 6, 1948 [38 T.-M. R. 663]. Taken in con- 
nection with the essential digerences in the products, the fact that opposer’s sales 
are primarily if not entirely to purchasers of its soap products and dispensers, while 
applicant’s are sold to the public through usual retail channels, convinces me that 
upon the facts herein presented the decision of the Examiner of Interferences that 
the goods of the parties must be considered to possess different descriptive proper- 
ties was correct. 

In reaching this conclusion I am influenced to some extent by the decision in 
companion oppositions, No. 24,665 and No. 24,666, between these parties, decided 
today. These involved oppositions by this opposer to this applicant’s proposed 
registrations of ‘‘Paxite’’ and “Paxomat” for dispensers of applicant’s ““Pax’’ tape 
here involved. For the reasons stated in the accompanying decision it is in my 
opinion impossible to consider these products as having similar descriptive proper- 
ties to any of applicant’s products including cement, or to be confusingly similar 
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thereto. It would present an anomalous situation to hold that applicant cannot reg- 
ister its mark for the products here involved, but can register what is essentially 
the same mark for the containers or dispensers for the same products which are 
involved in that decision. 

Opposer has produced certain letters which it has received, and testimony of one 
of its sales representatives, as indicating actual or potential confusion between these 
products. Neither appears to be sufficient to show any actual confusion. I am con- 
strained to agree with the Examiner of Interferences that the products differ in 
their essential characteristics, and that applicant’s pressure adhesive tape and op- 
poser’s cement and other products constitute goods of different descriptive proper- 
ties within the meaning of the statute. 

The decision of the Examiner of Interferences is affirmed. 


(Cases 2 and 3) 


These are appeals by opposer from the decision of the Examiner of Trade- 
Mark Interferences dismissing the notices of opposition of G. H. Packwood Mfg. 
Company, to the applications of The Cofax Corporation, Serial No. 484,242, and 
Serial No. 484,244, for registration of the words “Paxite” and “Paxomat,” as trade- 
marks under the Act of February 20, 1905, for “plastic tape dispensers,” and “‘seal- 
ing tape dispensers,” respectively. 

These dispensers are suitable only for use in dispensing the pressure adhesive 
tape for which applicant applied to register the mark ‘“‘Pax” which is involved in 
opposition No. 24,197, between these same parties, decided contemporaneously 
herewith. Except as hereafter noted the facts involved herein are the same as in 
that case and will not be repeated. One of applicant’s products (Op. No. 24,665) 
is a household dispenser and the other (Op. No. 24,666) a commercial dispenser 
for dispensing the tape in predetermined lengths for use in stores and other estab- 
lishments where such tape might be used for sealing packages. The record and 
evidence in opposition No. 24,197, are by stipulation the record and evidence in 
these proceedings which were heard and considered as one. Opposer relies upon 
its prior use and ownership of the trade-mark “Pax” on the soap, soap dispensers, 
plastic tape, etc., involved in that opposition and upon its alleged use of “Paxette’’ 
for soap dispensers. In addition to the goods pleaded by opposer in opposition No. 
24,197, opposer has, in these proceedings, also set up ownership and proven use of 
its mark “Pax” on ink-removing cleaner since a date prior to applicant’s first date 
of use. 

Opposer has failed to show actual sales of its dispensers bearing the mark 
Paxette” although it has advertised them and is planning to put them on the mar- 
ket. As applied to dispensers of the type here involved I find no basis for reaching 
the conclusion that the goods on which opposer has used its mark and dispensers 
for pressure adhesive tape are goods of the same descriptive properties. It is true 
that they dispense an adhesive but they could not by any stretch of the imagination 
dispense such an adhesive as opposer’s, and the opposer’s soap dispensers and dis- 
pensers of this type appear clearly to differ in all essential characteristics. 

Applicant’s president conceded that it adopted and used the words “Paxite”’ 
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and “Paxomat” for tape dispensers because of its use of the word “Pax,” for its 


tape and testified as follows: 


Q. You used the names Paxite and Paxomat because of their relationship to Pax; 
is that correct? 
A. That’s right. 
. In other words, the basic name in both Paxite and Paxomat is “Pax,” is it not? 
A. That’s right. 
Q. The idea is that anyone seeing Paxite or Paxomat will relate it to Pax; is that 
correct ? 
A. That’s what we expect, we expect that it will identify the tape. 
This does not, however, change the nature of the goods which are fundamentally 
different. In Elgin American Manufacturing Co. v. Elizabeth Arden, Inc., 23 
C. C. P. A. 1153, 83 F. 2d 681, it was held that rouge, perfume, talcum powder, 
and similar products have the same descriptive properties as boxes, powder con- 
tainers, make-up boxes compacts for powder, lipstick holders, etc. These were, 
however, designed and used to contain and dispense the identical product, while in 
this case the dispensers or containers of applicant could not possibly be used to 
contain or dispense an adhesive such as opposer’s, nor could opposer’s soap dis- 
pensers contain or dispense either the opposer’s tape, or aplicant’s cement. 

Opposer has cited as authority for sustaining this opposition because of the 
“container contents” relationship, the cases of General Engineering & Manufac- 
turing Co. v. Gemmiull, 595 O. G. 480, 72 U. S. P. Q. 234, and Ex parte Western 
Leather Co., 583 O. G. 548, 68 U. S. P. Q. 79. In those cases, however, the goods 
appear to have had the same descriptive properties and it appears that confusion 
would necessarily have resulted. 

I am, therefore, constrained to agree with the Examiner of Interferences that 
the goods upon which the marks involved in these oppositions are used are not 
goods of the same descriptive properties, and that there is no reasonable likelihood 
that confusion would result from the contemporaneous use of these marks in con- 
nection with the sale of applicant’s containers and opposer’s cement or other prod- 
ucts involved. 

The decision of the Examiner of Trade-Mark Interferences is affirmed. 


GOLD BOND STERILIZING POWDER CO., INC. v. CANDY BROS. 
MANUFACTURING CO. 


Commissioner of Patents—May 13, 1948 


TRADE-MArKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—GENERAL 
In determining whether goods are of the same descriptive properties the Patent Office 
must be guided by decisions of the courts. 
OPpPoOsITIONS—PLEADING AND PRACTICE—ESTOPPEL 
Since applicant characterized its cough drops as a medicinal product in the application 
for registration and advertised them as recommended for relief of coughs due to colds and 
bronchial irritations, held that applicant cannot now argue that its cough drops do not have 
these properties. 
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TRADE-MARKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Medicated cough drops held goods of the same descriptive properties as foot powder, 
douche powder and glove powder, under 1905 Act. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by Gold Bond Sterilizing Powder Co., Inc., against 
Candy Bros. Mfg. Co. Applicant appeals from decision sustaining two notices of 
opposition. Affirmed. 


Mida, Richards & Murray, Chicago, Ill., for opposer. 
Alfred W. Petchaft, St. Louis, Mo., for applicant. 


Murpny, A. C.: 


Candy Bros. Mfg. Co. appeals from the decision of the Examiner of Interfer- 
ences sustaining the oppositions by Gold Bond Sterilizing Powder Co., Inc., to ap- 
plications Nos. 461,237 and 461,238. These applications were filed for registration 
of the notation “Gold Cross” and a pictorial equivalent of a gold cross, respectively. 
In both applications, registration was sought for use upon “a medicinal product, 
namely, cough drops.” The opposition to both applications is based on registra- 
tion No. 260,487 which shows a representation of a cross above which the words 
“Gold Cross” appear. This mark is registered far “foot powder, douche powder 
for antiseptic purposes, and glove powder for sprinkling in gloves to keep the hands 
and gloves antiseptically pure.” In view of the practical identity of the marks, the 
only question before me is whether or not the respective goods possess the same de- 
scriptive properties within the meaning of the Act of 1905. 

The opposer has taken no testimony, but the applicant has taken depositions 
from various persons familiar with the drug trade seeking to establish that there is 
no likelihood of confusion between opposer’s products and cough drops. Both 
parties filed briefs but only the applicant was represented at oral hearing. 

As stated by the Examiner of Interferences in his decision, the allegations in 
the notice of opposition relate only to the confusion in trade clause of Section 5 of 
the Act of 1905 as a statutory ground for negativing applicant’s right to registra- 
tion. 

After holding that registration under the Act of 1905 is prima facie evidence of 
ownership and use of the mark on specified goods and noting that opposer’s regis- 
tration antedates by many years the earliest use alleged by the applicant, the exam- 
iner stated that the question of statutory damage turns solely on whether or not the 
respective goods possess the same descriptive properties within the meaning of the 
statute. 

The decision that concurrent use of the identical marks on the goods of the 
parties would inevitably cause confusion in trade is based primarily on the examin- 
er’s opinion that within the meaning of the Act of 1905 applicant’s cough drops are 
goods of the same descriptive properties as opposer’s antiseptic powders, especially 
in view of the decision in Vick Chemical Co. v. Central City Chemical Co., 75 F. 2d 
517, 22 C. C. P. A. 996, 456 O. G. 505 [25 T.-M. R. 179], where it was held that 
cough drops and the like medicinal preparations possess the same descriptive proper- 
ties as insecticides. 
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In his consideration of the testimony, the examiner stated that while the main 
i retail outlets for cough drops are cigar stands, confectionery stores and drug stores, 
cough drops are also dispensed over the wrapping counters and drug counters of 
drug stores. He further stated that it also appears that manufacturers of cough 
drops commonly produce other forms of medicaments for treating like complaints. 

As to opposer’s products, the examiner concluded that medicated powders of 
this nature, used for antiseptic purposes, are marketed through the medium of drug 
stores. 

Applicant in its brief has vigorously attacked the conclusions reached in the de- 
cision appealed from wherein the examiner held that the goods of the parties possess 
the same descriptive properties and especially his statements as to the trade practices 
with respect to the products of the two parties to this proceeding, contending that 
the examiner went outside the record in reaching some of his conclusions. The 
conclusions especially questioned are those in which it was stated that it appears that 
manufacturers of cough drops commonly produce other forms of medicaments for 
treating like complaints and “these products of opposer are marketed through the 
medium of drug stores.” 

While applicant appears to be correct in his statement that there is no testimony 
in the record stating positively that manufacturers of cough drops commonly pro- 
duce other forms of medicaments for treating like complaints, there is a suggestion 
in the testimony of the witness Gasen at page 45 of the record where he stated, 
“Usually a manufacturer of cough drops is a manufacturer of products which have 
a direct bearing on cold and cough and candy items. . . .” Also, in the decision in 
the Vick case relied on by the examiner, that company, as of the time of the de- 
cision, 1935, used its marks on pharmaceutical preparations, namely, medicated 
salve, nose and throat drops, medicated cough drops and liver pills. 

With the statements contained in this decision, and, at least a suggestion in the 
testimony of the witness Gasen that cough drop manufacturers “usually produce 
other cold and cough remedies,”’ while I do not believe the examiner could conclude 
that cough drop manufacturers commonly produce other forms of medicaments for 
treating like complaints I do believe there is basis for a conclusion, since I find no 
contrary testimony in the record, that some cough drop manufacturers do manu- 
facture other products which have a direct bearing on cough and cold items. 

As to the examiner’s statement that the products of opposer are marketed 
through the medium of drug stores, while no one of applicant’s five witnesses has 
ever heard of the “Gold Cross” products of the opposer, certainly those witnesses, 
experienced in the drug field, knew of and sold like products, since the witness 
Gasen testified that he bought for retail resale both cough drops and douche powders 
and testified as to where, in drug stores, these items are normally sold. 

I believe the decision in this case must be based on the consideration as to 
whether or not the goods of applicant, a “medicinal product, namely cough drops,” 
are goods of the same descriptive properties as opposer’s goods, “foot powder, 
douche powder for antiseptic purposes, and glove powder for sprinkling in gloves 
to keep the hands and gloves antiseptically pure.” In reaching a decision as to the 
point in question, I must be guided by the decisions of the courts and I have con- 
sidered, among others, those decisions cited by applicant and those relied upon by 
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the examiner. In Muhlens & Kropff, Inc. v. Onnen, 17 C. C. P. A. 831, 37 F. 2d 
435, 4 U.S. P. Q. 150, the Court of Customs and Patent Appeals held that liquid 
medicinal preparations for. the treatment of colds are not goods of the same de- 
scriptive properties as antiseptic mouth wash and scalp remedies, cold cream, van- 
ishing cream, honey-jelly cream, sachet powder, toilet powder, face powder, bath 
salts, smelling salts, dental preparations, fingernail preparations, hair tonic, cologne 
and toilet soap. In Vick Chemical Co. v. Central City Chemical Co., relied on by 
the examiner, the same Court held that pharmaceutical preparations including 
medicated salve, nose and throat drops, medicated cough drops and liver pills are 
goods of the same descriptive properties as insecticides. 

First Assistant Commissioner Frazer in Ex parte O'Neil, 66 U.S. P. Q. 331, 
considering both the Mulhens and Vick cases, held that hair tonic does not have 
the same descriptive properties as medicated pastilles for use in affections of voice, 
throat, and chest, following the holding of the Mulhens case rather than that of the 
Vick case. 

Since the time the examiner’s decision in this case was rendered, the Court of 
Customs and Patent Appeals has rendered its decision in West Disinfecting Co. v. 
Cliff C. Owen, 76 U.S. P. Q. 315, 608 O. G. 825. In this case the goods of the 
petitioner for cancellation were [38 T.-M. R. 319]: 



















Air-purifying preparations, antiseptics, antiseptic preparations, animal dips, deodorants, 
deodorizing preparations, disinfectants, liquid disinfectants, disinfecting preparations, 
germicides ; insecticides in liquid, powder, and solid form, chemical preparations for use 
in disinfecting and cleaning bowls, pipes, etc.; chemical preparations for air-purifying 
purposes. . 










and the goods of the registration sought to be cancelled were preparations for colds. 
The Court discussed the Mulhens and Vick cases, holding as follows [38 T.-M. R. 


321]: 











However, we are of opinion, as was the court in the case of Vick Chemical Co. v. 
Central City Chemical Co., supra, that the goods of the parties possesses the same descrip- 
tive properties. 











The Court held that the goods of the parties were both used as a medicine and 
were both drugs within the meaning of that term as defined by the lexicographers 
and also interpreted the testimony of appellee saying [38 T.-M. R. 322], “it would 
be a natural thing for one engaged in the manufacture of antiseptics to produce a 
medicinal preparation for coughs due to colds.” 

To apply this latest decision of the Court of Customs and Patent Appeals to 
the instant case brings me to a consideration of whether a cough drop is as much 
a medicine as is the preparation for colds sold under the mark “O-N” of the West 
Disinfecting case. For the answer to this I turn to the testimony and the record 
of this case. While it is true that the witnesses for applicant have stated that its 
cough drops are a confection, applicant, in applying for its mark, cited its goods 
as a “medicinal product, namely, cough drops” and its specimens show that it ad- 
vertises its products as “highly recommended for relief of coughs due to colds and 
bronchial irritations’ and gives as their active ingredients “menthol, oil of anise, 
All of these ingredients are classified in the Patent Office 

















licorice and capsicum.” 
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classification system definitely as medicines having therapeutic value and not con- 
fections. It is, I believe, common knowledge that of the many brands of cough 
drops on the market today there exist variations in taste and possibly efficacy, from 
a pleasant tasting variety which easily would pass as a confection, to other brands 
that are definitely of unpleasant taste and possibly, by like token, of great medic- 
inal value. 

With these considerations in mind in attempting to decide whether a cough 


; drop is a confection or a medicine, in addition to considering the inherent proper- 
ties of the constituent elements of the cough drop manufactured by applicant, we 
: must also look to the manner in which the applicant regarded its product. Since 
) the applicant characterized its cough drops as a medicinal product in the applica- 
tion for registration and advertised them as recommended for relief of coughs 
: due to colds and bronchial irritations, it would not appear that applicant can now 


; successfully argue that its cough drops do not have these properties which were 
heretofore claimed for them in seeking registration of the mark applied thereto. 
This was the holding in the case of Skol Company, Inc. v. Olson, 67 U.S. P. Q. 96, 
33 C. C. P. A. (Patents) 715, where it was stated [35 T.-M. R. 309]: 


Accordingly, having advertised his mineral water as possessing therapeutic and medic- 
inal properties and having led at least a part of the public to believe that it has such 
properties, appellee ought not now be heard to argue, in order that he may secure the 
registration of a mark similar to appellant’s registered mark, that his product is not 
medicinal in character and does not possess the same descriptive properties as medicinal 
preparations. 







My conclusion, based on the decision in the West Disinfecting Company case, 
is that a cough drop claimed to be a medicinal product and advertised as having 
medicinal properties and containing drugs whose known properties are curative is 
as much a medicine as was the cold preparation sold under the mark “O-N” and 
hence possesses the same descriptive properties as antiseptic powders. If this is 
so, and considering that the marks are identical, I am contrained to agree with the 
examiner that each of the notices of opposition should be sustained and that the 
applicant is not entitled to the registrations for which it has made application. As 
stated in McKesson & Robbins, Incorporated v. First Texas Chemical Manufac- 
turing Co., 159 F. 2d 770, 72 U.S. P. Q. 494, 34 C. C. P. A. (Patents) 877: 


This and other courts have frequently said that it was the chief purpose of Congress, 
in enacting the Trade-Mark Act, to protect the public against confusion as to the origin of 
goods ; that those who adopt trade-marks should seek to distinguish their goods from those 
of others, and that if there were any doubts on the question they would be resolved against 
the newcomer. We have no doubts in the instant case about there being a likelihood of 
confusion under the circumstances stated, and appellee, in selecting its mark, should have 
selected one from the wealth of material at hand with less resemblance to the mark of 
appellant. Skelly Oil Co. v. The Powerine Co., 24 C. C. P. A. (Patents) 790, 84 F. 2d 
732, a4 J.-S. P. Q. 51. 





The decision of the Examiner of Interferences is affirmed. 
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ATLANTIC BREWING CO. v. WARSAW BREWING CORP. 
Commissioner of Patents—May 13, 1948 


OPpPOSITIONS—PLEADING AND PRACTICE—AMENDMENT OF ANSWER 
Applicant, prior to taking testimony, having given notice to opposer that it claimed rights 
in the mark from a date prior to the date of first use claimed in its application, and there- 
after having amended its answer, held entitled to attempt to prove rights from the earlier date. 
TRADE-MARKS—ACQUISITION OF RIGHTS—ASSIGNMENTS 
Examiner’s ruling that applicant’s president acted in behalf of corporation in obtaining 
assignment affirmed, and held that since applicant immediately undertook use of mark it 
was immaterial whether applicant’s president made formal assignment to applicant imme- 
diately or later. 
On the facts of record assignment from trustee in bankruptcy held a mere naked assign- 
ment and recitals of sale of good will held meaningless in view of actual disposal of assets 
and business to others. 


Appeal from Examiner of Interferences. 
Trade-mark opposition by Atlantic Brewing Company against Warsaw Brewing 
Corporation. Opposer appeals from dismissal of notice of opposition. Reversed. 


Mida, Richards & Murray, Chicago, Ill., for opposer. 
Mason, Fenwick & Lawrence, Washington, D. C., for applicant. 


DANIELS, A. C.: 


This is an appeal from the decision of the Examiner of Trade-Mark Interfer- 
ences dismissing a notice of opposition to registration of the words “Old Tavern’”’ 
as a trade-mark for “beer” under the Trade-Mark Act of 1905. The opposition 
was based on the confusion in trade clause of the Trade-Mark Act of 1905, op- 
poser relying on its alleged prior use of the mark “Tavern Pale” for beer. The 
products are concededly identical and no question is raised as to the similarity of 
the marks, the only question for decision being that of priority between the parties 
as to use of their respective marks. Both parties have taken testimony and appli- 
cant has submitted documentary evidence in support of its claim of succession to 
the rights of certain predecessors, hereafter referred to. 

Applicant-corporation concededly did not use the mark itself at any time prior 
to opposer’s proven use but relies on use by certain alleged predecessors to whose 
rights applicant claims to have succeeded. Applicant began its own use of the 
mark “Old Tavern” on beer sometime in 1940, the exact date not being material, 
since it is concededly subsequent to opposer’s use of its mark. 

In its application for registration applicant claimed use of the mark since May 
4, 1937. In the answer to the notice of opposition, applicant denied opposer’s al- 
legation of prior use and ownership, but did not allege any use of this mark prior 
to the date claimed in the application. Before taking its testimony, it did, however, 
give timely notice to opposer’s counsel that it claimed rights to the mark through 
such use by its predecessors since 1919, and the answer was thereafter amended to 
conform with this notice. Applicant was accordingly entitled to attempt to prove 
rights through its predecessors from a date earlier than that alleged in the applica- 
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tion for registration. B. R. Baker Company v. Lebow Brothers, 32 C. C. P. A. 
1206, 150 F. 2d 580, 66 U. S. P. Q. 232. 

Applicant’s claim to succession to others alleged to have owned and used the 
mark, and whose use the Examiner of Interferences has found inures to applicant’s 
benefit may be briefly summarized as follows (omitting certain more or less routine 
changes as to which no serious question is raised.) 


1. Use of “Old Tavern” as a mark for beer prior to Prohibition by the Rock Island 
Brewing Company, a corporation of Illinois, referred to throughout these proceedings as 
the “Old Rock Island Company,” which it is alleged owned and used the mark at least 
as early as 1919, and continued to use it on beer up to the time of Prohibition and on “near 
beer” during much of the period of Prohibition. 

2. After certain intermediate assignments transfer of the entire business of the Old 
Rock Island Company, including the brewery, equipment and good will of the business to 
a newly organized Illinois corporation, The Rock Island Brewing Company, referred to 
throughout these proceedings as the “New Rock Island Company.” 

3. Appointment of a trustee in bankruptcy of the New Rock Island Company in Oc- 
tober, 1939. 

4. Assignment by the said trustee in bankruptcy of the mark and the good will to ap- 
plicant’s president Ellis, who in acquiring the mark acted on behalf of applicant-corpora- 


tion. 
5. Later formal assignment of these rights from Ellis to applicant. 


Opposer contends not only that applicant obtained no rights from the New 
Rock Island Company through Ellis, but that the New Rock Island Company had 
itself acquired no rights in this mark from the Old Rock Island Company (whose 
rights it also questions) and contends that there were no rights which can be carried 
back of the applicant’s own use. It accordingly contends that its use, beginning in 
early 1933 prior not only to any use by applicant, but to any use by the New Rock 
Island Company itself (as distinguished from its predecessors), entitled it to 
priority in this mark. It also questions the fact that Ellis acted on behalf of ap- 
plicant and the effect of and authority for a confirmatory assignment from the 
trustee in bankruptcy of the New Rock Island Company to Ellis and the propriety 
of the assignment from Ellis to applicant. 

There is much evidence of record as to the succession of the New Rock Island 
Company to the Old Rock Island Company and as to the rights of the Old Rock 
Island Company to the mark in question. These questions are reviewed in the de- 
cision of the Examiner of Interferences, and the general facts as to the ownership 
of the mark by the New Rock Island Company are set out in the decision of the 
United States Court of Customs and Patent Appeals in La Fayette Brewery Inc. 
v. Rock Island Brewing Co., 24 C. C. P. A. 925, 87 F. 2d 489 [27 T.-M. R. 240]. 

No questions concerning the rights of the Old Rock Island Company, nor the 
succession to such rights by the New Rock Island Company will be considered in 
this decision, since it is believed that disposition of the claim as to applicants al- 
leged successorship to the New Rock Island Company is determinative of this case. 
As to the previous use and ownership of the mark “Old Tavern” by predecessors 
of the New Rock Island Company and its succession to these rights, it is sufficient 
to state that I agree with the conclusions reached by the Examiner of Interferences. 

The fact concerning the assignment from the trustee of the New Rock Island 
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Company to Ellis are established by applicant’s uncontradicted evidence. In 
October 1939, that company was adjudicated bankrupt. On March 11, 1940, all 
property and assets of the company were sold by the trustee under court order. 
By written assignment (Exhibit G) to Ellis, the trustee, for a stated consideration 
of $100.00, assigned the entire good will of the business together with all rights in 
and to five trade-marks previously used by the New Rock Island Company, includ- 
ing “Old Tavern.” The brewery, the equipment and all physical assets were sold 
to various others, and as a brewery it ceased to exist. In a manner not fully ex- 
plained by Ellis but apparently collateral to the assignment of the marks referred to, 
and admittedly without any other written instrument, Ellis acquired a number 
of advertising signs displaying the mark, certain cases or cartons, and a stock of 
“Old Tavern” labels. There is no showing of any payment for this material unless 
it was included in the $100.00 payment referred to. Applicant-corporation imme- 
diately thereafter began the sale of beer under the mark “Old Tavern,” and utilized 
the labels so acquired in its sales until they were exhausted, which was at least one, 
and perhaps two years thereafter. The New Rock Island Company brewery was 
converted to other purposes and all physical property other than the labels, cases, and 
signs referred to having been sold to various persons were removed and disposed of. 
As a going concern, or one whose business might again be revived, the company 
ceased to exist. 

In undertaking the sale of its own beer under the “Old Tavern” label, applicant 
hired four salesmen previously employed by the New Rock Island Company, who 
began selling applicant’s product in the same territory, and to a large extent, to 
the same customers to whom they had formerly sold beer of the New Rock Island 
Company. 

Opposer makes much of the fact that the assignment to Ellis was in his own 
name and that he registered the trade-mark in his own name under the laws of the 
State of Illinois. They also questioned the validity of a confirmatory assignment 
of the trade-marks previously assigned (including certain registrations) which Ellis 
obtained from the trustee in bankruptcy in 1945, and emphasize the fact that he 
did not formally assign the mark here involved to the applicant-corporation until 
that year. It is admitted that Ellis himself as an individual never made or sold 
beer, but at all times involved he was the president of the applicant-corporation and 
active in its operation. The Examiner of Interferences has correctly held that 
Ellis throughout this transaction acted on behalf of the applicant-corporation and 
that that corporation acquired any rights which Ellis may have had, it being in my 
opinion, immaterial, in view of that fact that the applicant-corporation immedi- 
ately undertook the sale of the beer upon the assignment to Ellis, whether or not 
he made formal assignment then or later. Therefore, if Ellis succeeded to any 
valid rights of the New Rock Island Company in this trade-mark I believe that 
the subsequent dealings between applicant and Ellis are immaterial and that it ac- 
quired any rights that Ellis may have secured by the assignment in question. (Ex- 
hibit G.) 

I must, however, disagree with the Examiner of Interferences that the assign- 
ment from the trustee in bankruptcy to Ellis operated to give Ellis or the applicant 
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any valid rights to the trade-mark here involved. It was a mere naked assignment 
of the mark and the recital of the sale of good will of the business was meaningless 
in view of the surrounding circumstances and the actual disposal of the assets and 
business of the corporation as set out above. 

This same type of transfer was considered by the Court of Customs and Patent 
Appeals in La Fayette Brewery, Inc. v. Rock Island Brewing Co., supra, in which 
the Court said [27 T.-M. R. 243]: 
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It seems that the real estate was sold to one individual, the personal property to another 
and the naked trade-mark to a third. The Commissioner says, “The business itself simply 
ceased to exist,” and, evidently upon the theory that there could be no conveyance of the 
mark apart from the business, held that the attempted transfer of it to the original Rock 
Island Brewing Company in 1917, “accomplished nothing more than an abandonment of 
the mark by the assignor, and conferred no rights on the assignee that it did not other- 
wise acquire by its adoption and use of the mark,” citing Rice-Stix Dry Goods Co. v. 







































| Schwarzenbach-Huber Co., 47 App. D. C. 249. 
In Reconstruction Finance Corporation v. J. G. Menihan Corp., et al., 28 F. 
l Supp. 920, 42 U. S. P. Q. 504, the District Court, W. D. New York, dealing with 
rights to a trade-mark for shoes after sale of the factory, furniture, machinery and 
;, other equipment, the court said [29 T.-M. R. 497]: 
The acts of the plaintiff itself were sufficient to destroy the business and good will. . 
t Everything that is necessary to the manufacture of that product is gone and so far as the 
) proof shows, irrevocably so. . . 
) The court further said [29 T.-M. R. 498]: 
1 It is true that new implements could be secured for the manufacture of shoes but there 
is no proof that they could produce the product sold by the old company as Arch Aid 
1 shoes. . . . No vestige of the old business remains except the factory building. The en- 
e tire personnel of the old company is gone. The factory has long since been closed. The 
t business has been discontinued. The elements necessary to create Arch Aid Shoes are 
gone. What is left does not constitute a business to which good will, trade-marks and 
. trade-names may attach. 
e€ A trade-mark is not susceptible of ownership except in connection with an existing 
1 business. . . 
d Aa * * 
d One of the defenses urged is that plaintiff by its acts abandoned its rights to the use of 
the trade-marks and trade-names. There was no abandonment in the strict sense of the 
it term for abandonment presupposes the ownership of trade-marks and trade-names which 
d can only be in connection with an existing business. For that reason the cases regarding 
y abandonment and the intention to abandon the use of trade-marks and trade-names are in- 
- applicable here. The plaintiff's acts amounted to more than abandonment. They amounted 
it to the destruction of what was necessary to the cxistence of a business to which good will, 
trade-marks and trade-names might attach. 
y 
.t This is not a situation as that involved in Old Charter Distillery Co., Inc. 
“ Ooms, 73 F. Supp. 539, in which the court stated : 
i- A short suspension of business does not lead to the destruction of the good will of a 
business and should not result in such a disastrous consequence to its trade-mark. 
1- 


Nor is it similar to that involved in Abraham & Straus, Inc. v. TruVal Manu- 


facturers, Inc., 31 C. C. P. A. 731, 138 F. 2d 77 [33 T.-M. R. 465], in which, while 
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no actual merchandise was transferred, it was found to be “a business right with 
which a good will was connected,” which cannot be considered to be the case here. 
While it is contended that applicant’s success in selling its products to many of the 
former customers of the New Rock Island Company indicates that it actually did 
acquire the good will of the New Rock Island Company, it is apparent that this was 
not a result of, or connected with the transfer of the trade-mark from the trustee 
(Exhibit G). This resulted from the hiring of some of the former employes of the 
New Rock Island Company, whose employment had ceased as a result of that con- 
cern’s financial difficulties, and, so far as appears might have been done had no 
such assignment been made, or by any other brewer who elected to hire these em- 
ployes. Nor does the fact that it secured certain advertising signs and continued 
to use them, or the labels referred to show that any actual good will was acquired. 
Just how or on what basis the signs and labels were acquired was, as already in- 
dicated, not made clear, and the right to use the labels being questionable, it seems 
apparent that this was entirely independent of any transfer, and was merely a case 
of a new concern picking up customers and business which was available as a result 
of this bankruptcy. There is nothing to indicate that the customers so acquired 
considered that the new concern was continuing to supply them with the same prod- 
uct previously purchased from the New Rock Island Company to which any good 
will must have appertained, but rather it would appear that they knew they were 
receiving applicant’s beer, as previously brewed by applicant. Accordingly the fact 
that any of the customers of the New Rock Island Company began buying appli- 
cant’s beer was not shown to have anything whatever to do with the transfer of 
this mark, or to indicate any succession by applicant to any business or good will of 
the New Rock Island Company. 

Having acquired no actual good will or effective succession to trade-mark rights 
in this mark from the New Rock Island Company, applicant’s date of first use must 
be considered to be 1940, when it undertook the sale of beer under the “Old Tavern” 
label, and no prior use by that company or its predecessors can be considered as inur- 
ing to the benefit of applicant. In view of opposer’s use of a mark conceded to be 
confusingly similar within the meaning of the Act on identical products prior to any 
date on which applicant used it, the notice of opposition should have been sustained 
under the confusion in trade clause of section 5 of the Trade-Mark Act of 1905. 

The decision of the Examiner of Interferences is reversed. 


AT 
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STANDARD OIL COMPANY OF NEW JERSEY v. EDDINGTON 
METAL SPECIALTY CO. 


Commissioner of Patents—May 14, 1948 


OPPOSITIONS—PrRooF OF OpposEerR’s USE—TERRITORIAL EXTENT 
The fact that opposer, having priority, may not use or may not be able to use its mark 
throughout the country held immaterial. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Edco” held confusingly similar to “Esso,” used on similar goods under 1905 Act. 
TRADE-MaArKs—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Pumps and pumping units for oils, compounds, water and other fluids and pumps for in- 
dustrial and domestic fuel oil burners held goods of the same descriptive properties as dis- 
pensing pumps and parts thereof. 
OPPOSITIONS—PLEADING AND PRACTICE—EFFECT OF THIRD PARTY REGISTRATIONS 
Prior registrations of third parties alleged to obviate probability of confusion held ir- 
relevant and not to be considered. 
OPPOSITIONS—PLEADING AND PRACTICE—AMENDMENT OF PLEADINGS 
Motion to amend answer to conform to proof covering defense of laches and estoppel 
granted. 
OPPOSITIONS—DEFENSES—LACHES AND ESTOPPEL 
Mere inaction by opposer from 1936 until 1944 when applicant’s mark was published held 
not to constitute laches. 
Facts shown as to advertising, correspondence and alleged dealings between the parties 
held not to constitute laches or estoppel. 
TRADE-M ARKS—REGISTRABILITY—GENERAL 
Once it is determined that the marks and goods are similar neither laches nor estoppel 
will avail applicant, because opposer’s prior registrations constitute a statutory bar under 
1905 Act. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by Standard Oil Company of New Jersey against Ed- 
dington Metal Specialty Co. Applicant appeals from decision sustaining notice of 
opposition. Affirmed. 


Thomas L. Mead, Jr., Nelson J. Jewett, and James Atkins, of Washington, D. C., 


for opposer. 
Joshua R. H. Potts, Philadelphia, Pa., for applicant. 


DANIELS, A. C.: 


The Examiner of Interferences has sustained the notice of opposition to an 
application, Serial No. 470,332, for registration of a trade-mark under the Act of 
1905, and applicant appeals. The mark sought to be registered comprises the word 
“Edco” for “pumps and pumping units for oils, compounds, water, and other 
fluids of any specific gravity and pumps for industrial and domestic fuel oil burn- 


””? 


ers. 


In the opposition based on the confusion in trade clause of section 5 of the 
Trade-Mark Act of 1905, opposer has set up and made of record a number of reg- 
istrations of its trade-mark “Esso” for various products including: 


Registration No. 176,408, registered November 27, 1923, and renewed, for “refined, 
semirefined, and unrefined oils made from petroleum, both with and without admixture of 
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animal, vegetable, or mineral oils, for illuminating, burning, power, fuel, and lubricating 

purposes, and greases.” 

Registration No. 220,294, registered November 9, 1926, for “refined, semirefined, and 
unrefined oils made from petroleum, both with and without admixture of animal, vegetable, 

or mineral oils, for illuminating, burning, power, fuel, and lubricating purposes, and 

greases. 

Registration No. 280,830, registered March 3, 1931, for “glass pump globes and lenses 
thereof.” 
Registration No. 282,259, registered April 14, 1931, for “dispensing pumps and parts 
thereof.” 
And certain later registrations which need not be detailed. 

Applicant’s application recites date of first use as May, 1936, and the testimony 
shows that it has used it on certain nozzles and strainers since prior to that date, 
and on certain fuel units which included pumps since about that date. Since, how- 
ever, opposer’s registrations which are considered pertinent are prior to any date 
which may be claimed by applicant, there appears to be no question as to priority 
on the part of opposer in the use of its mark on at least pumps and various petro- 
leum products which are all that need be considered herein. 

30th parties have taken testimony, the testimony in Opposition No. 23,724 be- 
ing part of the record in this case by stipulation. The Examiner of Interferences 
has found that the marks are confusingly similar within the meaning of section 5 
of the Trade-Mark Act of 1905, that the goods possess the same descriptive prop- 
erties, and that certain other defenses interposed by applicant are without merit. 
The examiner also ruled that evidence of laches or estoppel could not be consid- 
ered and has overruled a motion to conform applicant’s pleadings to its proof with 
respect to this question. 

Applicant’s appeal from the decision of the Examiner of Interferences assigns 
thirty-one separate detailed reasons of appeal and a supplemental appeal with re- 
spect to the denial of the motion to conform the pleadings to proof sets out twelve 
additional reasons. These will not be considered individually, but will be grouped 
and considered in the manner set out by applicant in its brief which states: 


In its appeal, applicant has assigned in some detail its reasons of appeal, and generally 
speaking errors Nos. 3, 6, 7, 8, 9, 23, 24 and 31 related to applicant’s contention that 
opposer has not borne its burden; and errors Nos. 25, 26 and 30 related to the defenses 
of acquiescence, laches, and estoppel, errors Nos. 2, 12, 13, 15, 17, 20, 21, 27 and 28 related 
to lack of confusing similarity of the marks in issue; errors Nos. 10, 11, 14, 16 and 22 
related to the distinguishability of the goods of the parties; error No. 18 relates to the 
prior registrations of other persons which obviate possibilities of confusion between the 
marks in issue; and errors Nos. 1-12 of the supplemental appeal which relate to the ex- 
aminer’s refusal to permit amendment of applicant’s pleadings. 


In support of applicant’s contention that opposer has not “borne its burden,” 
the first group of errors referred to, applicant relies upon its proof that opposer 


has been enjoined from using “‘Esso” on certain products in a number of mid- 
western states. This is a matter of record by certified copy of the court’s decree 
introduced by applicant as Exhibit 117. I agree with the Examiner of Interferences 
that the fact that opposer may not use or may not be able to use its mark through- 
out the country is not pertinent to this proceeding. Opposer has clearly established 
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priority of use of its mark in commerce covering a large part of the country upon 
the goods claimed prior to any use of its mark by applicant and the fact that its 
territorial rights may be limited, cannot deprive it of its right to oppose applicant’s 
registration. Macaulay v. Malt-Diatase Co., 55 App. D. C. 277, 4 F. 2d 944 (1925 
C. D. 269) ; Montgomery Ward & Co. v. Sears, Roebuck & Co., 18 C. C. P. A. 
1386, 49 F. 2d 842; Pennsylvania Petroleum Co. v. Pennzoil Co., 23 C. C. P. A. 
706, 80 F. 2d 67 [26 T.-M. R. 13]. 

The third group of errors referred to in the quotation from applicant’s brief, 
supra, refer to the similarity of the marks, it being applicant’s contention that there 
is no confusing similarity. In Standard Oil Co. (N. J.) v. Epley, 17 C. C. P. A. 
1224, 40 F. 2d 997 [20 T.-M. R. 324] the word “Epco” as a trade-mark for 
“gasoline and oils” was held confusingly similar to opposer’s mark “Esso” here 
involved, the court stating: 


It is perfectly obvious that the words “Epco” and “Esso” have much resemblance. 
Each consists of four letters of which the first and last are the same. When applied 
upon identical goods it seems to us that confusion would be inevitable. 


Applicant’s brief cites no cases in support of any contrary holding, although it 
argues earnestly that these marks are not confusingly similar. In my opinion they 
are obviously similar in sound and appearance, and while numerous cases in addi- 
tion to Standard Oil Co. (N. J.) v. Epley, supra, might be cited in support of this 
it is believed that no further citation of authority is required. 

The fourth group of errors relied upon by applicant refer to “the distinguish- 
ability of the goods of the parties.” As to this applicant states that the only evi- 
dence adduced as to the type of pumps sold by opposer are photographs introduced 
by applicant to indicate that the mark was used on gasoline dispensing pumps sold 
to filling station owners, garages and the like. From this applicant argues that such 
purchasers are business men of at least average degree of intelligence, and that its 
pumping units are sold largely by dealers and service men who install equipment 
for others, and that in view of those differences and the “high degree” of capability 
possessed by potential buyers, there is no probability of confusion. Opposer’s reg- 
istration No. 282,259, registered under the Trade-Mark Act of 1905, April 14, 
1931, covers “dispensing pumps and parts thereof.” Both are obviously used for 
pumping oils, and other similar fluids. Even applicant’s argument fails to indicate 
that they may not be used by the same customers in some instances. It is consid- 
ered obvious that the language of both opposer’s registration and applicant’s appli- 
cation is sufficiently broad to include the same products. They must be considered 
to possess the same descriptive properties. General Foods Corp. v. Casein Co. of 
America, Inc., 27 C. C. P. A. 797, 108 F. 2d 261 [30 T.-M. R. 48] ; Lactona, In- 
corporated v. Lever Brothers Company, 32 C. C. P. A. 704, 144 F. 2d 891; Ex 
parte L. G. Stansky, 605 O. G. 724, 75 U. S. P. Q. 250; United Battery Manu- 
facturing Co. v. United Metal Box Co., 24 C. C. P. A. 1220, 90 F. 2d 260 [27 T.-M. 
R. 468]. Whether or not other products for which opposer has registered its mark 
are also confusingly similar need not be considered since opposer’s registration of 
the mark for such pumps entitled it to a date prior to any date which is claimed by 
applicant. 
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The fourth group of errors alleged by applicant related to the examiner’s fail- 
ure to consider alleged prior registrations of other persons which it is said obviated 
any probability of confusion. These are clearly improper and cannot be consid- 
ered in this case. Lactona, Incorporated v. Lever Brothers Company, supra; 
Standard Oil Co. (N. J.) v. Epley, supra. 

The second and fifth group of errors referred to in applicant’s brief relate to 
the refusal of the Examiner of Interferences to consider applicant’s evidence of 
record as to acquiescence, laches and estoppel and his failure to determine whether 
or not such an estoppel exists on the evidence presented and, in connection with 
these points with the denial of applicant’s motion to amend its answer to conform 
to its proof in this respect. The decision of the Examiner of Interferences was 
dated August 8, 1946, but at the time of the pleadings, proofs and hearing before 
him the Trade-Mark Act of 1946 had not been enacted. At that time the examiner 
was therefore correct in holding that under the many decisions under the Trade- 
Mark Act of 1905, evidence as to such defenses was immaterial, and could not be 
pleaded nor considered. However, on July 5, 1946 that Act became law, effective 
July 5, 1947, for most purposes. Section 19 provides that in inter partes proceed- 
ings equitable principles of estoppel, laches and acquiescence, where applicable, 
might be considered and applied and, specifically, that the provisions of that sec- 
tion shall cover proceedings “heretofore begun in the Patent Office and not finally 
determined.” 

While applicant did not plead such “equitable principles,” it states that it in- 
troduced evidences to support them without objection and that this evidence should 
be considered and the pleading amended to conform thereto. No request was or is 
made to remand the case, or for opportunity to take further testimony concerning 
this. In fact applicant strongly contends that its present proofs are adequate to 
support the defense of laches and estoppel. Without regard to the sufficiency of its 
proof, since applicant actually introduced such proof which it maintains support 
these principles and since such matters may now properly be considered in an op- 
position proceeding, it is believed that applicant is entitled to the amendment sought 
and that its motion to amend the pleadings to conform to the proofs in this respect 
should be granted. Since the evidence is fully before me and discussed by the par- 
ties in their briefs and on argument, even though it could not have been considered 
at the time of the hearing before the Examiner of Interferences and since no re- 
mand is requested, it is believed this may be passed on on this appeal, the pleading 
of applicant being considered amended to conform to its proof in that respect. 

As to laches alleged to have been proven from which estoppel is said to arise, ap- 
plicant relies primarily on Exhibits 95 and 96, which show certain correspondence 
and dealings between applicant and opposer and between applicant and opposer’s 
wholly-owned subsidiary, Gilbert & Barker Manufacturing Company, and on the 
fact that it advertised certain products since 1935 or 1936 in trade magazines of 
general circulation. See decision in opposition No. 23,724, decided today.* 

Mere inaction by opposer from 1936 until the date of the publication of ap- 


*38 T.-M. R. 720. 
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plicant’s mark shortly before this opposition was filed on October 17, 1944, cannot 
be considered to constitute laches. With respect to applicant’s advertising appear- 
ing in the numerous copies of trade papers submitted herein, it is noted that the 
pumps here involved were not mentioned until about 1940, the advertisements be- 
fore that time being concerned with nozzles and strainers. While prior to that time 
certain fuel units including a pump were advertised, the pump forming part of this 
unit was purchased by applicant from others and, as presented in many of the ad- 
vertisements, the marks of other parties were very apparent. Whether or not the 
nozzles, strainers, and other equipment, which were advertised prior to that time, 
might also be similar to opposer’s product need not be here considered. With re- 
spect to the alleged dealings with opposer and opposer’s wholly-owned subsidiary, 
these also dealt with nozzles rather than pumps. Applicant was obviously attempt- 
ing to obtain orders from opposer’s subsidiary (involved in opposition No. 23,724) 
for nozzles, and while applicant’s Exhibit 96 shows a number of letters between 
them, “Edco” is mentioned only incidentally. The correspondence and the few 
calls on the subsidiary by applicant’s representatives dealt only with nozzles, and 
it is doubtful whether any references to the mark are such that they would have 
been noticed by employes. The correspondence with opposer itself (Applicant’s 
Exhibit 95) dealt only with an isolated order for a repair kit and cannot be con- 
sidered having any significance with respect to the material here involved. Much 
emphasis is placed by applicant on its alleged sales to opposer’s subsidiary and op- 
poser. From the standpoint of notice or estoppel these are considered meaningless. 
The alleged dealings with the subsidiary covered a period from March 14, 1935, to 
April 22, 1940. From the ledger sheet, applicant’s exhibit No. 104, the “total sales” 
during this period appear to have been in the neighborhood of $52.00, and if I 
clearly understand this exhibit the major portion of this material was returned for 
credit, having been delivered only for test purposes. No sale of pumps nor refer- 
ence to pumps was involved. During this period between April, 1940 and the fil- 
ing of the notice of opposition in October, 1944, there appears to have been no cor- 
respondence between the parties and nothing which would put opposer on notice of 
applicant’s use of this mark. It must also be considered that this was during a war 
period when manpower shortage and other considerations would have naturally 
discouraged or prevented litigation or other action unless essential. Failure to act 
on a matter such as this even if it were called to opposer’s attention, which I do not 
find, would not constitute laches. Anheuser-Busch, Inc. v. Du Bois Brewing Co., 
75 U.S. P. Q. 6, and cases there cited. I therefore find no indication of either laches 
or estoppel in the advertisements or correspondence submitted by applicant. 

Even if this could be considered evidence of any laches such a defense would 
not in any event be applicable since opposer’s registrations of record constitute a 
statutory bar (section 5, Trade-Mark Act of 1905) once it is determined that the 
marks and goods are similiar and no laches on the part of opposer would confer 
upon applicant a right to registration to which it is not, in any event, entitled. 
Kroger Grocery & Baking Co. v. Country Gardens, Inc., 76 U. S. P. Q. 542, 609 
O. G. 704. In view of the foregoing the decision of the Examiner of Interferences 
sustaining the opposition is considered to be correct. 
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Applicant’s motion to conform its pleadings to its proof is granted, and the de- 
cision of the Examiner of Interferences is affirmed. 


GILBERT & BARKER MANUFACTURING CO. v. EDDINGTON METAL 
SPECIALTY CO. 


Commissioner of Patents—May 14, 1948 


TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 
Where opposer used “Essoburner” prior to applicant’s use of “Edco,” held immaterial 
that opposer did not use the word “Esso” separately on the product involved until a later date 
because “Essoburner” is indistinguishable from “Esso” burner. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Edco” held confusingly similar to “Esso,” used on similar goods, under 1905 Act. 
TRADE-MARKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Pumps and pumping units for oils, compounds, water and other fluids and pumps for in- 
dustrial and domestic fuel oil burners held goods of the same descriptive properties as oil 
burners. 
OPpposITIONS—PLEADING AND PRACTICE—DEFENSES 
On the record, held that there is no showing of laches or estoppel and that in any event 
such defense is inapplicable because of the statutory bar to applicant’s application. 
OPpposITIONS—PLEADING AND PRACTICE—AMENDMENT OF ANSWER 
Motion to conform pleadings to the proof granted. 


Appeal from Examiner of Interferences. 


Trade-mark opposition by Gilbert & Barker Manufacturing Company against 
Eddington Metal Specialty Co. Applicant appeals from decision sustaining notice 
of opposition. Affirmed. 


Thomas L. Mead, Jr., Nelson J. Jewett, and James Atkins, of Washington, D. C., 
for opposer. 
Joshua R. H. Potts, Philadelphia, Pa., for applicant. 


DANIELS, A. C.: 


This is an appeal from the decision of the Examiner of Interferences sustain- 
ing opposer’s notice of opposition to application No. 470,332 for registration of the 
word “Edco” as a trade-mark under the Act of 1905 for “pumps and pumping 
units for oils, compounds, water, and other fluids of any specific gravity, and 
pumps for industrial and domestic fuel oil burners.” The statutory basis of op- 
position is the confusion in trade clause of section 5 of the Trade-Mark Act of 
1905. Opposer relies on two registrations of the mark “Essoburner,” under the 
Trade-Mark Act of 1905, No. 306,954, registered October 10, 1933, for “oil burn- 
ers,” and No. 307,108, registered October 17, 1933, for “electric motors, thermo- 
statically-controlled electrical switches, transformers, radio filters and condensers, 
electrodes, cables, wires, and binding posts all for use with oil burning equipment,” 
and has taken testimony to substantiate its claim of prior use and ownership of these 
marks. While the issues are not identical, the facts here involved and the ques- 
tions raised are similar to those in opposition No. 23,723 between Standard Oil 
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Company of New Jersey and applicant here, decided today, the matters having 
been heard together and submitted on substantially the same record. On this rec- 
ord, as in that opposition proceeding, the examiner has found the marks and goods 
to be similar within the meaning of the confusion in trade clause of section 5 of 
the Trade-Mark Act of 1905, and has overruled applicant’s defense of laches and 
estoppel, and denied its motion to amend its answer to conform to the proofs in that 
respect. 

No question is raised but that opposer has shown use of “Essoburner” on its 
burners prior to any date which can be claimed by applicant. Applicant makes 
much of the fact that although opposer used “Essoburner” at the earlier date it 
did not use “Esso” separately on the product involved until a later date. This is 
considered immaterial. Whether the word “burner” was used as part of the mark 
or separate therefrom it clearly was used only to identify the product and no dis- 
tinction between “Essoburner” and “Esso” burners can be made. Examination of 
the specimens submitted clearly indicates that at all times it was displayed in a man- 
ner which indicated that the product was an Esso burner. Celanese Corporation 
of America v. E. I. du Pont de Nemours & Company, 33 C. C. P. A. 857, 154 F. 
2d 143 [36 T.-M. R. 130]. “Esso” and ‘““Edco” must be considered similar within 
the meaning of the Act for the reasons set out in the decision on the appeal in op- 
position No. 23,723. 

Applicant further contends that while oil burners and oil pumps used therein 
are “related goods” they are not confusingly similar. As stated by the Examiner of 
Interferences they are considered fully as similar as generators and engine driven 
lighting and power plants considered in Jn re Continental Motors Corporation, 30 
C. C. P. A. 1054, 135 F. 2d 1017 [33 T.-M. R. 281]. See also United Battery 
Manufacturing Co. v. United Metal Box Co., 24 C. C. P. A. 1220, 90 F. 2d 260; 
Heintz v. American Tire Machinery Co., 31 C. C. P. A. 862, 140 F. 2d 1013 [34 
T.-M. R. 173]. 

On this appeal, as on that from opposition No. 23,723, applicant urges that its 
use of the mark and certain dealings with opposer indicate laches on the part of op- 
poser amounting to an estoppel and appeals from the Examiner of Interferences’ 
denial of its motion to conform its answer to the proofs with respect to this defense. 
For the same reasons given on that appeal applicant’s answer is deemed amended 
to conform to the proofs, but it must be held that there is no showing of laches or 
estoppel and that such defense would in any event not be applicable on the record 
here presented. Other questions raised by applicant are also determined by the de- 
cision on that appeal. 

Applicant’s motion to conform its pleadings to its proof is granted, and the de- 
cision of the Examiner of Interferences is affirmed. 
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SHARP & DOHME, INCORPORATED v. STEIN 
Commissioner of Patents— May 19, 1948 


TRADE-MARKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Medicated cough drops held goods of the same descriptive properties as medicated anti- 
septic lozenges for oral use. 
TRADE-MARKS—Marks Not CONFUSINGLY SIMILAR—PARTICULAR INSTANCES 
“Steinettes” held not confusingly similar to “Sucrets,” used on similar goods, under 


1905 Act. 


Appeal from Examiner of Interferences. 
Trade-Mark opposition by Sharp & Dohme, Incorporated, against Morris Stein. 
Opposer appeals from dismissal of opposition. Affirmed. 


A. A. Orlinger, Glenolden, Pa., for opposer 
Martin Menkus, Philadelphia, Pa., for applicant. 


DanieEts, A. C.: 


This is an appeal from the decision of the Examiner of Interferences dismissing 
opposition to application to register the word “Steinettes’”’ (together with certain 
disclaimed wording), under the Trade-Mark Act of 1905, as a trade-mark for 
“medicated cough drops.” The opposition, under the confusion in trade clause of 
that Act, was based on opposer’s ownership and prior use of the trade-mark 
“Sucrets,” No. 296,852 for “medicated antiseptic lozenges for oral use,” regis- 
tered August 23, 1932, long prior to any date claimed by applicant. No testimony 
has been taken, but opposer’s registration has been made of record and the boxes 
containing the products of both parties have been admitted by stipulation. 

While applicant has raised certain questions as to specific differences between 
the goods, in view of a slight difference in price they must be considered not only 
goods of the same descriptive properties, but identical for all purposes considered 
in a proceeding such as this. The only question for decision is therefore that of 
similarity of the marks. On this question, in support of their respective contentions 
of similarity and dissimilarity, the parties have submitted extensive oral and written 
arguments which analyze not only the words but their component letters and sylla- 
bles, and included an extensive review of decisions in similar cases. The only issue 
involved is whether or not these marks are so similar that their concurrent use will 
give rise to a likelihood of confusion. I have no hesitation in agreeing with the 
Examiner of Interferences that they are not. While I agree with the opposer’s 
argument that on this record its mark must be accepted as arbitrary and distinctive, 
I cannot agree with the contention that the respective uses of the suffixes “et’’ or 
“ettes” are sufficient to indicate any probability of confusion. This is true, even 


though as used in these marks the suffix has no particular meaning or significance. 

Opposer places particular reliance on Kraft Cheese Company of Wisconsin v. 
The Fisher Dairy and Cheese Co., 591 O. G. 666, 70 U. S. P. Q. 544, holding 
that “Fat-Ette” and “Pabst-Ett’” were so similar that there was likelihood of 
confusion. There, however, it was held that applicant had appropriated a prominent 
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portion of opposer’s mark as a dominant part of its own mark, and that that por- 
tion was emphasized and made prominent by being set off by a hyphen and formed 
a separate and conspicuous portion of the mark. No such finding is possible on 
comparison of these marks. While applicant could not adopt a prominent portion 
of opposer’s mark, and, by merely adding further letters or features register it as 
its own (Carmel Wine Co. v. California Winery, 38 App. D. C. 1, 1912 C. D. 428) 
in this instance there appears to be merely a use of a syllable somewhat similar to 
one which forms not particularly prominent portion of opposer’s mark. The use of 
this syllable is an incidental use which would not in my opinion be likely to identify 
it with opposer’s mark. 

Considering the marks in their entireties, I agree with the Examiner of Inter- 
ferences that there is no likelihood of confusion between the marks of the parties 
here involved. 

The decision of the Examiner of Interferences is affirmed. 


GEMLOID CORPORATION v. PRO-PHY-LAC-TIC BRUSH COMPANY 
PRO-PHY-LAC-TIC BRUSH COMPANY v. GEMLOID CORPORATION 


Commissioner of Patents—May 20, 1948 


CANCELATIONS—PLEADINGS AND PRACTICE—EFFECT OF PRIOR PROCEEDINGS 

While prior court proceedings, between one party and customer of other party, con- 
cerning two of three marks here involved, is not res judicata in cancelation proceeding, held 
that court decision will be followed to extent that pleadings herein permit. 

Issues in prior court proceeding and in these cancelation proceedings held different be- 
cause of additional registration here involved, cancelation proceedings concern narrower 
statutory question of right to registration and position taken by one party in the pleadings 
as to confusing similarity of the marks differs from its position in court case and from the 
court’s holding. 

CANCELATIONS—PLEADINGS AND PRACTICE—BINDING EFFECT OF PLEADINGS 

Unless the allegations as to confusing similarity of the marks in cancelation proceedings 
are so far fetched that they cannot be considered as having any substantial basis, they are 
binding on the pleader. 

TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 

“Gemlite” held confusingly similar to “Jewelite” and to “Gem.” 

CANCELATIONS—PETITIONER’S Use oF MARK—GENERAL 

Use of the word “The” in connection with the word “Gem” held neither to add nor 

detract from the mark. 


Appeals from Examiner of Interferences. 

Trade-mark cancelation proceedings by Gemloid Corporation against Pro-phy- 
lac-tic Brush Company and by Pro-phy-lac-tic Brush Company against Gemloid 
Corporation, in which Gemloid counterclaimed. 

Gemloid Corporation appeals from decisions in favor of Pro-phy-lac-tic Brush 
Company. Affirmed. 


Greene & Durr, of New York, N. Y., for Gemloid Corporation. 
Dike, Calver & Gray and Dike, Calver & Porter, of Boston, Mass., for Pro-phy- 


lac-tic Corporation. 
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DANIELS, A. C.: 


The appeals involved in these two cancelation proceedings were taken from the 
decision of the Examiner of Trade-Mark Interferences also entitled in both opposi- 
tions. They were heard together, both parties have submitted the same brief in 
each, and it was stipulated prior to final hearing before the examiner that the evi- 
dence introduced in one proceeding might be considered in determining the rights 
of the parties in both. 

Cancelation No. 4502 was instituted by the petition filed by the Gemloid Corpora- 
tion (hereinafter referred to as Gemloid) requesting cancelation of registration 
No. 382,241, registered under the Trade-Mark Act of 1905, and owned by Pro-phy- 
lac-tic Brush Company (hereinafter referred to as Pro-phy-lac-tic) which discloses 
the trade-mark “Jewelite” for “hair brushes.” This cancelation was based on Gem- 
loid’s alleged ownership and prior use of the mark “Gemlite” for products stated 
in the registration No. 392,064, hereinafter referred to. 

Subsequently, Pro-phy-lac-tic instituted cancelation No. 4669, requesting the 
cancelation of Gemloid’s registration No. 392,064 of “Gemlite” as a trade-mark for 
“plastic castings used for molding picture plaques, and ornamental articles, namely, 
the plastic parts of pin-up lamps, lamp bases and columns for boudoir lamps, powder 
boxes, ring boxes, compact covers and toilet sets,” registered December 9, 1941. 
This was based on Pro-phy-lac-tic’s alleged prior use of “Jewelite” for hair brushes 
and of “Gem” as a trade-mark for tooth brushes, registration No. 338,005, regis- 
tered August 25, 1936 under the Trade Mark Act of 1905. In that cancelation 
proceeding Gemloid counterclaimed, requesting cancelation of Pro-phy-lac-tic’s said 
registration of the word “Gem,” registration No. 338,005. Each of the cancelation 
proceedings, except the counter claim for cancelation of “Gem,” sets out the con- 
fusion in trade-clause of Section 5 of the Trade-Mark Act of 1905, as statutory 
basis for cancelation. That counterclaim was based on the contention that it had 
been abandoned and that it is descriptive. 

The Examiner of Interferences dismissed Gemloid’s counter claim for the can- 
celation of “Gem” in cancelation No. 4669; sustained Pro-phy-lac-tic’s petition to 
cancel “Gemlite” in that same proceeding; and dismissed Gemloid’s petition to 
cancel “Jewelite” in cancelation No. 4502. From these decisions Gemloid has 
taken these appeals. 

Subsequent to the decision of the Examiner of Interferences in these proceedings, 
but before the submission of these appeals, the Circuit Court of Appeals, First Cir- 
cuit, handed down its decision in Pro-phy-lac-tic Brush Company v. Jordan Marsh 
Company, 76 U. S. P. Q. 146, affirming the decision of the District Court for Dis- 
trict of Massachusetts (72 U. S. P. Q. 420) dismissing Pro-phy-lac-tic’s complaint 
against a customer of Gemloid alleging infringement of its “Jewelite”’ trade-mark, 
registration No. 382,241, through the sale of toilet sets and similar goods bearing 
the trade-mark “Gemlite.” The court held that these marks were not confusingly 
similar. It appears from the decisions referred to that Gemloid agreed to indemnify 
the actual defendant from any loss through its sale of product under the name 
“Gemlite” and furnished counsel and evidence for the actual defendant although it 
did not actually intervene. It was obviously a party in everything but name. In 
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that case the trade-mark “Gem,” registration No. 338,005, was not involved, but 
the court, after holding that the syllable “lite” added nothing to “Gem”’ did discuss 
the significance of the word “Gem.” 

Both of the parties hereto agree that the decision in the court proceeding is not 
res judicata, nor binding in these cancelation proceedings. The brief for Pro-phy- 
lac-tic states the reasons for this as follows: 


That these cancelation proceedings and the infringement suit brought by Pro-phy- 
lac-tic against Jordan Marsh Company are entirely different, and based on different 
grounds, is illustrated by the summary given below. 

1. The parties here are different. 

2. There is mutual estoppel to deny similarity here, but there was not in the Federal 
Court case. 

3. The “Gem” registration is in issue here; it was not in issue there. 

4. The only issue raised by the appeal in the court case was as to confusing similarity 
of “Jewelite” and “Gemlite,” an issue which cannot be raised in this proceeding. 


Gemloid’s brief on the other hand merely suggests that “this tribunal should 
take cognizance of the decision of the United States Circuit Court of Appeals for 
the First Circuit,” but in its brief and in the argument contends specifically that 
“Gemlite” and “Jewelite” are confusingly similar, and that Pro-phy-lac-tic’s mark 
“Jewelite” should accordingly be canceled, this being the direct opposite of the posi- 
tion its counsel successfully argued in the court proceeding. Even though both 
parties maintain that the court decision is not controlling, each attempts to take 
advantage of certain holdings of the court which it considers favorable to its posi- 
tion in this matter. It is apparent, even though it is conceded by both parties that 
this decision is not binding that the decision of the court considers specifically two 
of the marks here involved and to the extent that it involved the same questions as 
those here involved it would and will be followed to the extent that the pleadings 
in this case permit. That the issues here involved are different, however, is indi- 
cated not only by the fact that Pro-phy-lac-tic’s registration of the word “Gem” 
was not involved in that case and by the fact that there was there involved a ques- 
tion of right to equitable relief for infringement rather than the narrower statutory 
question of right to registration here involved, but by the position taken by Gemloid 
in its pleadings and adhered to on this appeal that “Gemlite” and “Jewelite” are 
confusingly similar—in spite of the court’s ruling to the contrary. 

‘This difference was recognized by the court’s decision. In that case Pro-phy- 
lac-tic contended that Gemloid was estopped to deny that “Jewelite” and “Gemlite” 
were confusingly similar, because of the allegations of such confusing similarity 
in the petition for cancelation in cancelation No. 4502. As to this the Circuit Court 
of Appeals said: 


Nor do we think Gemloid’s cancelation proceedings against Pro-phy-lac-tic has any 
material bearing on the basic issue under consideration in this case. Obviously there is 
no question of estoppel presented. At the most, assuming Gemloid for all intents and pur- 
poses to be in fact the defendant in everything but name, there is presented only the not 
uncommon situation of a party who has taken a prior inconsistent position. This incon- 
sistency may be considered, of course, in testing the strength of a party’s case. A position 
taken by a party in court is obviously weakened if on some previous occasion he has 
taken a contradictory one. But a prior inconsistent position is far from conclusive on 
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a litigant, since it may be explained in a variety of ways, as for instance, on the ground 
of a prior mistake or on the ground that the party for good reason has changed his mind. 
Certainly Gemloid’s cancelation proceeding is not enough when thrown into the scales to 
overbalance the weight of the evidence supporting Jordan Marsh’s case. 


The facts as to the use of “Gemlite’” and “Jewelite’ are fully set out in the de- 
cision of the Circuit Court of Appeals and the proofs submitted by the parties in 
these proceedings are entirely consistent therewith. From these facts it is apparent 
that while Gemloid’s use of the word “Gemlite” on certain unlined ring cases was 
prior to any use of “Jewelite” by Pro-phy-lac-tic, Pro-phy-lac-tic was the first to 
use “Jewelite” on any of the products involved which can be considered toilet 
articles. It is also clear that “Gem” was used by Pro-phy-lac-tic on tooth brushes 
many years prior to “Gemlite’”’ by Gemloid. 

Gemloid contends that “Gem” is a “weak mark” and that under the decision 
of the Circuit Court of Appeals must be given limited weight. Gemloid’s petition 
for cancelation, No. 4502, however, alleges, as to similarity between “Jewelite” and 
“Gemlite” that: 


The existence of the registration No. 382,241 has and will seriously damage petitioner’s 
good-will and rights in the trade-mark “Gemlite” because both marks are confusingly 
similar in sound, appearance and connotation, and the trade and purchasing public who 
have come to recognize petitioner’s trade-mark “Gemlite” and the ,:oducts of petitioner’s 
bearing said trade-mark “Gemlite” have and will be confused by the products bearing the 
notation “Jewelite” thereon, and the trade and purchasing public have believed and will 
unquestionably believe such products of the petitioner for cancelation. 


As to “Gem” and “Gemlite,” Gemloid alleged in its counterclaim in cancelation 
No. 4669 as follows: 


The tooth brushes on which petitioner has used its trade-mark “Gem” are goods of 
the same descriptive properties as goods named in the statement of Gemloid Corporation’s 
trade-mark No. 392,064. 


As shown by the portion of its opinion quoted above the court held that in the 
court proceeding the prior inconsistent position of Gemloid (its allegations in these 
proceedings) was not conclusive. Here, however, we are not dealing with incon- 
sistencies in another proceeding, but with allegations actually made by Gemloid 
and a censistent position still maintained on this appeal, through continuing to ask 
for cancelation on the basis of similarity of marks and goods. It seems clear that 
unless the allegations as to the confusing similarity of “Gemlite” and “Jewelite” 
are so farfetched that they cannot be considered as having any substantial basis they 
are binding on Gemloid. Wrigley v. Larson, 253 F. 914 (same parties 5 F. 2d 
731). Both “Gem” and “Gemlite” and “Jewelite” and “Gemlite” must be con- 
sidered confusingly similar within the meaning of Section 5 of the Trade-Mark Act 
of 1905. This is believed to be consistent with the findings of the Circuit Court 
of Appeals as to the facts and required by the pleadings and proofs here submitted. 
The court in that case obviously did not consider it impossible that there might be 
confusion between “Gemlite” and “Jewelite,” although it found that on the record 
before it there was no probability of confusion. Nor does its comments on the word 
“Gem,” forming a part of “Gemlite” preclude a determination of similarity between 
“Gem” and “Gemlite” in a matter involving registration. Gemloid’s allegation and 
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the court’s finding that “Gemlite’”’ was merely the word “Gem” with a commonly 
used suffix, require a finding that “Gem” and “Gemlite” are confusingly similar 
within the meaning of that Act. 

Gemloid also raised certain collateral matters largely as to the use of the word 
“The” with the word “Gem.” The use of such a term neither adds nor detracts 
from the mark and Pro-phy-lac-tic’s prior registration under the Act of 1905 covers 
the word “Gem,” and it must be regarded as the owner of that mark. Celanese 
Corporation of America v. E. 1. du Pont de Nemours & Co., 33 C. C. P. A. 857, 
154 F. 2d 143 [36 T.-M. R. 133]. Nor is the fact that the mark “Gem” was used 
largely if not entirely on infant’s tooth brushes, rather than those of adults, entitled 
to any weight, particularly under Gemloid’s pleading here. As to these collateral 
matters I agree with the Examiner of Interferences. Accordingly on the record 
here presented I agree with the Examiner of Interferences that Gemloid’s counter- 
claim in cancelation No. 4669 for cancelation of Pro-phy-lac-tic’s registration of 
“Gem” must be dismissed and Pro-phy-lac-tic’s petition for cancelation of Gemloid’s 
registration of “Gemlite” must be sustained, and that Gemloid’s petition to cancel 
Pro-phy-lac-tic’s registration of “‘Jewelite” in cancelation No. 4502 was properly 
dismissed. 

The decision of the Examiner of Interferences is affirmed. 


EX PARTE LAKE SHORE ELECTROTYPE COMPANY 
Commissioner of Patents—May 4, 1948 


TRADE-M ARKS—REGISTRABILITY—GENERAL 
While the line of distinction between descriptive and suggestive marks is not clear in 
every case, held that the manner in which the mark functions is the controlling factor; the 
question is whether the mark when applied to the goods will direct the mind of the public 
to the origin thereof or will direct it to a quality or characteristic of the goods. 
TRADE-MArKs—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 
“Phototone” held descriptive of stereotype mats, under 1905 Act. 


Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark by Lake Shore Electrotype Com- 


pany. 
Morgan, Finnegan & Durham, New York, N. Y., for applicant. 


Murpuy, A. C.: 


This is an appeal from the refusal of the Examiner of Trade-Marks to register 
to applicant, Lake Shore Electrotype Company, under the Act of February 20, 
1905, the mark “Phototone” as applied to stereotype mats. 

The ground for refusal is that the mark is descriptive of applicant’s goods. 

The examiner’s position, as set out in his statement, is that the term “photo- 
tone” is regarded as being merely a combination of two descriptive words, neither 
of which when standing alone qualifies for registration as a technical trade-mark 
under the 1905 Act when considered with respect to the goods described in the 
application for registration. 
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The examiner states that the word “tone” in the field of photography implies 
the quality of gradation between highlights and shadows, and that the word “photo” 
in addition to being a combining form from the Greek, meaning “light,” is also a 
short form for the word “photograph.” 

The examiner concluded that the two words when combined and used on stereo- 
type mats for reproducing pictures without variation, give an implication that the 
goods to which the mark is applied will produce pictures which show the desirable 
characteristic qualities of a photograph and hence the mark is descriptive of a de- 
sirable and expected quality in the finished product as the result of the use of the 
trade-marked goods. 

Applicant in its brief argues that its mark “Phototone” is not descriptive of its 
goods “stereotype mats” and goes to some length to demonstrate the meanings 
of the two words, “photo” and “tone,” and to question the meanings the examiner 
has ascribed to the two words. It is argued that while the word “photo” can be 
limited to photography, this meaning should not be so limited to form a basis for 
an allegation of descriptiveness and it is also argued that the word “tone” has a very 
nebulous meaning in the field of photography and photoengraving and that it has 
a meaning also in the field of sound such as in music and speech. 

Applicant also questions the examiner’s statement that “when combined and used 
as a unitary word on stereotype mats for reproducing without variation” the mark 
implies that the pictures reproduced from such mats show the desirable characteris- 
tic qualities of a photograph, stating that the conclusion is merely the examiner’s 
opinion and that applicant has made no representation to that effect in the record. 

The arguments presented both in the examiner’s statement and the applicant’s 
brief have been carefully considered and the meaning of the words and characteris- 
tics of the goods as they appear from the record have been carefully scrutinized. 

The goods are stereotype mats and the statement of applicant in its letter of 
September 4, 1945, is that “applicant’s goods are used mainly by printers of ad- 
vertising copy and comics, and the mats are bought by the agency or the feature 
syndicate.” These facts taken in connection with the specimens filed with the ap- 
plication, I believe, fully support the examiner’s conclusion that pictures are re- 
produced from the goods to which the mark is applied. 

The question for decision is whether or not the mark “‘Phototone” when applied 
to stereotype mats, the obvious purpose of which is to reproduce pictures for ad- 
vertising use or by feature syndicates to reproduce comics, is descriptive of such 
goods or of their character or quality. If such is the case, the registration of the 
mark is prohibited by Section 5 of the Act of 1905. 

While, as stated by the Assistant Commissioner in Ex parte Minnesota Valley 
Canning Company, reported at 4 U. S. P. Q. 48, the line of distinction between 
descriptive and suggestive marks is not clear in every case, his definition of the test 
is, I believe, a correct statement of the law as it applies in this case. It was stated 
in the decision referred to: 

The manner in which the mark functions in these cases is believed to be the controlling 


factor. If the mark directs the mind of the public to the quality or characteristics of the 
goods with which it is used, it is clearly descriptive of the goods and not registrable. But 
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if, on the other hand, it can have no other function than to direct the mind of the public to 
the author or owner of the goods with which it is used, it constitutes a valid trade-mark 
and is registrable. 


The question in this case, therefore, is will the mark “Phototone,” when applied 
to stereotype mats, direct the mind of the public to the origin of the goods or will 
it direct the mind to a quality or characteristic thereof. 

I believe that the answer to the second question will be in the affirmative and 
that a logically expected reaction in the mind of one seeing the mark in its applica- 
tion will be that the end product of the use of applicant’s stereotype mats will be 
“photographs having tone.” Even though the conclusion reached by the public be 
not correct as to the exact product resulting from the use of applicant’s mats, if the 
impression gained is one which attaches to the character of the goods rather than 
an identification of the origin or the producer of such goods, it labels the mark as 
descriptive, and prohibited by Section 5 of the Act. 

My reason for the above conclusion is that I believe the word “Phototone” will 
immediately convey to the public the thought that the word is a combination of the 
two words “photo” and “tone.” The word “photo,” it seems to me, clearly will be 
recognized as the shortened form of the word “photograph” or “photography” and 
the word “tone” has an immediate significance, even though nebulous, as applicant 
argues, in the field of photography and other pictorial arts. Webster's Dictionary, 
Second Edition, defines the verb “tone” as applied to photography as follows: ““To 
change by treatment . . . . the color or; to modify in color.” 

While it may be argued that the word “tone” may have a nebulous meaning 
where the general public is concerned, the mark in question and the meaning thereof 
is deemed as addressed to discriminating purchasers since the stereotype mats are 
sold to printers and feature syndicate agencies. Having this fact in mind, the 
decision of the Court of Customs and Patent Appeals in Jn re Richfield Oil Com- 
pany, 24, C. C. P. A. 996, 483 O. G. 465 [27 T.-M. R. 232], is pertinent. It was 
argued by the applicant in that case where the descriptiveness of the mark “Hi- 
Octane” was being considered, that although it might mean something definite to a 
trained chemist and particularly to one skilled in the petroleum art, it would cer- 
tainly not immediately indicate to an ordinary member of the public any definite 
nature or quality of the gasoline and it was therefore argued that the appearance of 
this phrase and the rather technical explanation thereof in the scientific and technical 
journals cited by the examiner clinched that argument. The Court held this con- 
tention without merit, stating [27 T.-M. R. 234]: 

If the word is descriptive to those skilled in the art, it is descriptive within the pro- 
hibition of the statute and is not registrable. It would be non-registrable if it was in a 
foreign language, if it was descriptive, although not understood by all purchasers who un- 
derstood other languages only. Jn re Northern Paper Mills, 20, C. C. P. A. (Patents) 
1109, 64 F. 2d 998 [23 T.-M. R. 260]. 

And so in this case it is believed certain that printers and those operating feature 
syndicates will understand the technical meaning of the word “tone” and will under- 
stand its descriptive application to the stereotype mats to which the mark is applied. 

I do not believe that the exact technical meaning of the word “tone” as applied 
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to photography or photoengraving and as distinguished from its meaning in the 
field of sound or music is important where the question of the descriptiveness of 
this mark is concerned. The important thing is whether the mark will function to 
denote origin, or to describe, even though inaccurately insofar as the general public 
is concerned, some characteristic of the goods. 

I believe that the latter will be the case and I agree with the Examiner of Trade- 
Marks that the mark is descriptive. 

No error is found in the decision of the Examiner of Trade-Marks and it is ac- 
cordingly affirmed. 


EX PARTE ILLINOIS CANNING CO. 
Commissioner of Patents—May 5, 1948 


TRADE-MaARK Act oF 1946—PLEADING AND PRACTICE—AMENDMENT OF DRAWING 
Amendment of drawing, in registration under 1881 Act, refused upon petition under sec- 
tion 7(d) of 1946 Act, for failure to show “good cause” for amendment and because the 
amendment sought would materially alter the character of the mark. 


Petition by Illinois Canrfng Co. from Examiner of Trade-Marks to Commis- 
sioner of Patents for entry of amendment to registration. 


Chauncey P. Carter, Washington, D. C., for petitioner. 
DaNIELs, A. C.: 


Petitioner, owner of trade-mark registration No. 23,464, registered August 8, 
1893, under the Trade-Mark Act of 1881, and renewed, for canned vegetables, has 
filed a request pursuant to section 7(d) of the Trade-Mark Act of July 5, 1946, 
and Rule 34.3 of the Rules of Practice in Trade-Mark cases under that Act, to 
amend that registration, eliminating everything from the “drawing” except certain 
wording which petitioner states is the “essential feature” of the mark. The Exam- 
iner of Trade-Marks has refused entry of the amendment requested on the ground 
that such amendment would “alter materially” the character of the mark. This 
petition seeks review of that refusal, and requests that the examiner be directed to 
enter the amendment upon the completion of certain preliminary formal .-atters 
which need not be considered. The registration to which amendment is sought in- 
cludes a description of the mark as required under section “First” of the Trade- 
Mark Act of 1881, as follows: 


Our trade-mark consists of the arbitrary word-symbol “Baby Bunting.” This has 
generally been arranged as shown in the accompanying drawing, in which it appears in 
black letters on a horizontal line with the representation beneath of two ears of partially 
husked corn crossing each other, with a child sitting thereon at the point of intersection. 
Beneath this ear of corn again appears the word-symbol “Baby Bunting.” The representa- 
tion of the child, and ear of corn may be changed or altered or entirely omitted without 
materially altering the character of our trade-mark, the essential feature of which is the 
word-symbol “Baby Bunting.” 


The “drawing” which is reproduced in the printed copies of this registration 
conforms to the foregoing description. 
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Section 7(d) of the Trade-Mark Act of 1946 provides: 


“At any time, upon application of the registrant and payment . . . . the Commissioner 
may permit any registration in the Patent Office . . . . for good cause to be amended. 
. Provided: That the registration when so amended shall still contain registrable 
matter and the mark as amended shall still be registrable as a whole, and that such amend- 
ment . . . . does not involve such changes in the registration as to alter materially the 
character of the mark. 


If the registration were amended as requested it would “still contain registrable 
matter” and the mark would “‘still be registrable as a whole,” so far as appears on 
this record. The only questions for consideration are therefore whether or not 
there is “good cause” for the amendment, and whether such amendment would 
“alter materially the character of the mark.” There are, so far as I am aware, no 
precedents which may be considered and only the language of the Act and the rules 
are controlling. Applicant’s counsel has reviewed the provisions of the Trade- 
Mark Act of 1881, and practice under that Act in some detail, and has apparently 
done considerable research both in the Patent Office and as to the history of and 
practice under that Act to explain why “drawings” such as that here involved 
formed part of applications for registrations thereunder. From this he concludes 
that drawings filed in application for, and reproduced in registrations under that 
Act, were not drawings in the sense that they have come to be known under the 
Trade-Mark Acts of 1905, 1920, and 1946. It is stated in the petition that the 
“drawings” of those days were really “specimens” or “facsimiles.” This is true in 
the registration under consideration in which the “drawing” referred to is a photo- 
graphic reproduction of the can label actually used by applicant at the time of filing 
the application mounted on a sheet of Bristol board similar to that now used for 
actual drawings. It would be today referred to as “specimen” or “facsimile.” 
This practice may have arisen since the Act itself did not require a drawing, but 
rather a description of the trade-mark itself “with facsimiles thereof, and a state- 
ment of the mode in which the same is applied and affixed to the goods. . . .” (Sec. 
First of the Trade-Mark Act of 1881.) In Browne on Trade-Marks, published 
1898, it is stated in section 576, page 584: 

If the specification be accompanied by an original drawing—on a sheet ten by fifteen 
inches, having a light and simple single-line border one inch from the edge, leaving the 
“sight” exactly eight by thirteen inches—there need not be other facsimiles; for copies will 
be made therefrom by the photolithographic process without charge the same as in patent 
cases. But if the representation of the trade-mark be a print, tag, or medal, it must be 


mounted and signed, so as to be convenient for placing in a portfolio; and ten facsimiles 
must be filed with it. 


Because of these considerations applicant’s counsel concludes that it was then 
the practice under Section First of that Act not only to describe the mark but to 
point out the essential feature of the mark and to “claim” in the application just 
what it was that applicant sought to register as its trade-mark. That this was the 
practice is clear not only from the statute itself but from such comments on the 
law as are available and upon examination of such registrations in the Patent Office. 

Applicant’s counsel contends that in view of the foregoing the trade-mark cov- 
ered by this registration “was and is the expression ‘Baby Bunting’” and based on 
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this “that there should be substituted for the ‘drawing’ required in 1893, the draw- 
ing that would be required for an identical application today.” I have no reason 
to question applicant’s contention that the trade-mark covered by this registration 
consists of the words “Baby Bunting.” As stated in the registration itself, “Our 
trade-mark consists of the arbitrary word-symbol ‘Baby Bunting.’” In accepting 
this construction of the mark by applicant, I do not agree with the conclusion ap- 
plicant draws therefrom, that is, that the amendment should be entered and the 
“drawing” modernized. If this is what is covered by applicant’s registration, there 
appears to be no reason to amend such registration since such amendment would be 
unnecessary and therefore no “good cause” for amendment is shown as required by 
section 7(d) of the Trade-Mark Act of 1946. 

If, however, “good cause” were shown, the amendment sought would, in my 
opinion, be improper as materially altering the character of the mark. The “draw- 
ing” sought to be amended as filed was a photographic reproduction of the label 
actually used by petitioner at that time. The filing of such a specimen or facsimile 
was required as a statutory basis for the registration. (Section First, Trade-Mark 
Act of 1881.) Applicant described this facsimile and pointed out specifically what 
portions thereof constituted its trade-mark. Without such specimen, registration 
could not have been granted, and if granted in violation of the statutory require- 
ment would presumably have been invalid. No amendment now made can change 
or alter that label as an actual physical thing evidenced by the specimen in the file. 
To change a photographic reproduction of it in the printed copies of the registra- 
tion would therefore be improper and would be an attempt to amend applicant’s 
label as of 1893 rather than to amend the registration. It cannot be presumed that 
the most liberal interpretation of section 7 of the Act of 1946 contemplates such a 
change. 

Petitioner states that it “is now asking simply that there be substituted for the 
‘drawing’ required in 1893, the drawing that would be required for an identical 
application today,” and again that “what petitioner really seeks therefore is to sup- 
ply, for this registration a ‘drawing’ of the mark described in the statement and 
shown in the ‘facsimiles.’” In continuing such registrations in effect and giving 
them benefits under the Act of 1946, that Act does not purport to require a regis- 
trant to go back and “supply” new grounds for registration as of the date they were 
registered nor to require or permit change in the physical evidence then required. 
Nor does it require or permit registrant to set back the clock and make a registra- 
tion granted in 1893 one which complies with the formalities and has the appear- 
ance of a registration which might be issued in 1948. 

From the foregoing it appears that petitioner is attempting not to amend the 
registration, but to amend its specimens submitted many years ago, and that, either 
there is no “good cause” for making the amendment, or that it must be considered 
improper as “‘a material alteration” of the mark. 

It is to be noted that applicant’s rights under this registration are fully preserved 
by section 46(b) which provides that : 


Registrations now existing under the Act of March 3, 1881, . . . . shall continue in 
full force and effect... . 
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and that they 


. Shall be entitled to the benefits of the provisions of the Act... . (Certain 
specific sections being excepted.) 


Section 12(c) of the Act of 1946 also specifically apply to registrations under 
the Act of 1881 and, if applicant desires a registration having the format of a 1946 
registration, it may apply to re-register under the provisions of section 46(b). It 
is not, however, entitled to the amendment sought. 

The petition is denied. 


EX PARTE SOUTHERN RICE SALES COMPANY, INC. 
Commissioner of Patents—May 6, 1948 


TRADE-MARKS—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—GENERIC TERMS—TRADE- 
Mark Act oF 1920—REGISTRABILITY—PARTICULAR INSTANCES 
Mere descriptiveness held no bar to registration under 1920 Act. 
“Rice,” per se, held completely incapable of functioning as a trade-mark for rice. 
TRADE-MARKS—PLEADING AND PRACTICE—DELETION OF GENERIC TERMS 
Registration of “Puddin Brand Rice,” for clean milled rice, under 1920 Act, held properly 
refused, pending applicant’s deletion of the word “Rice” from the drawing. 
Examiner’s ruling that the word “Rice” must be physically removed from the drawing, 
as a prerequisite to consideration of registrability of balance of mark, affirmed. 


Petition from Examiner of Trade-Marks. 

Application for registration of trade-mark by Southern Rice Sales Company, 
Inc. Applicant’s petition from decision requiring deletion of portion of drawing 
denied. 


M.S. Meem, Washington, D. C., for applicant. 
DanlceLs, A. C.: 


This is a petition from the decision of the Examiner of Trade-Marks requiring 
applicant to remove the word “Rice” from the drawing in the above entitled appli- 
cation. Applicant sought to register the words “Puddin Brand Rice,” for “clean 
milled rice.” In the specimens submitted, which are photographs of hundred 
pound bags of rice, the letters forming the words “Puddin Brand” are three- 
eighths-inch in height, while “Rice” is slightly more than one and one quarter 
inches in height. 

The examiner held that the word “Rice” must be physically removed from the 
drawing, since it was not part of the trade-mark at all, and was incapable of trade- 
mark significance. In this petition applicant argues that mere descriptiveness is not 
a bar to registration under the 1920 Act, which is, of course, conceded, and that in 
many registrations under the 1920 Act the name of the product has appeared in 
the drawing of registrations granted. 

“Rice” per se is completely incapable of serving as a trade-mark for rice. Ex 
parte Joseph G. Taylor, 469 O. G. 772, 30 U. S. P. Q. 211; Ex parte Kops Broth- 
ers, Inc., 591 O. G. 664, 70 U. S. P. Q. 541; Ex parte August Walter Gustafson, 





734 THE TRADE-MARK REPORTER 38 T.-M. R. 


590 O. G. 536, 70 U. S. P. Q. 507; Ex parte Fram Corporation, 551 O. G. 737, 57 
U. S. P. Q. 330 (pet. recon. 57 U. S. P. Q. 462) ; Ex parte Harry J. Taylor, 527 
O. G. 851, 49 U.S. P. Q. 458. 

Petitioner contends that under the Beckwith case physical elimination cannot be 
required as a prerequisite to registration. In that case, however, it is stated by the 
court: 


That the words ordered to be stricken out from the drawing are descriptive but the 
mark does not consist “merely” in such words, but is a composite of them with others, and 
with an arbitrary design... . 


Beckwith v. Commissioner of Patents, 252 U. S. 538, 1920 C. D. 471. See also 
Tradio, Inc., 604 O. G. 603, 75 U.S. P. Q. 146. 

In this case the words are not so closely associated as to be a composite mark— 
in fact are not at all closely associated on the facsimile submitted. The court in the 
Beckwith case, apparently distinguished between words which were so closely inter- 
related with other features that their removal would affect the appearance of the 
mark as a whole, and those which were not so related. In that case the court said: 


No question . . . . that the design of the trade-mark is so simple as to be a mere de- 
vice or contrivance to evade the law and secure the registration of nonregistrable words, 

is involved. 

In this case the disproportion between the size of the generic term “Rice” and 
the portions which might be considered capable of some trade-mark significance is 
so extreme that in my opinion the examiner was clearly right in requiring physical 
removal of the word “‘Rice” as a prerequisite to consideration of whether or not 
the balance of the mark was registrable. 

It is noted, however, that the refusal to register was based only upon the appli- 
cant’s refusal to remove this word from the drawing. This was of course correct 
if applicant persists in this refusal. So far as appears from the record before me, 
however, the question of applicant’s rights to registration, under the Trade-Mark 
Act of 1920 of the other features appearing in the drawing has not been passed on. 
If applicant elects to take timely action to comply with the requirement of removal 
of the word “Rice” from the drawing it is entitled to consideration of this question 
by the examiner. 

The petition is denied, and the case is remanded to the Examiner of Trade- 
Marks for further proceedings not inconsistent with the foregoing. 


LL 





38 T.-M. R. EX PARTE McK. & R. 


EX PARTE McKESSON & ROBBINS, INCORPORATED 
Commissioner of Patents—May 11, 1948 


TRADE-M ARKS—REGISTRABILITY—GENERAL 
In deciding close questions of registrability, decisions in prior cases may be helpful but 
are not controlling. 
TRADE-MARKS—Worpbs INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 
“Deeshyne” held descriptive of preparation to remove shine from fabrics, suede, leather 
and the like, under 1905 Act. 


Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark by McKesson & Robbins, Incorpo- 
rated. Applicant appeals from refusal of registration. Affirmed. 


Samuel Herrick, Washington, D. C., for applicant. 
Murpny, A. C.: 


This is an appeal from the refusal of the Examiner of Trade-Marks to register 
to applicant, McKesson & Robbins, Incorporated, under the Act of February 20, 
1905, the mark ““Deeshyne”’ as applied to a preparation to remove shine from fabrics, 
suede, leather and the like. 

The ground for refusal is that the mark is descriptive of applicant’s goods. 

The examiner’s position is that the mark “Deeshyne” is the phonetic equivalent 
of the expression “de shine” and is thus descriptive of applicant’s preparation, the 
purpose of which is to remove shine from fabrics, suede, leather and the like. 

For his reasons, the examiner quotes the dictionary meaning of the prefix “de” 
which is defined as coming from the Latin through the French and used in the 
forming of verbs to express “undoing or reversing the action of a simple verb, as 
to deelectrify ; decentralize ; depopulate; also as having a privative force; as de- 
horn, to deprive of horns ; dehusk, to deprive of the husk.” 

The examiner therefore concludes that it is apparent that applicant’s mark per- 
forms the function of indicating the purpose of the goods, namely, to take away 
or remove shine, and that even though the word “Deeshyne” does not appear in the 
dictionary, its meaning is clear and that misspelling its phonetic equivalent “de 
shine” does not operate to make its meaning any less clear. 

Applicant in its brief and at oral hearing stresses that the examiner has con- 
sidered the mark as though it were spelled “de-shine” and written with a hyphen 
and objects to this manner of treating the mark, arguing that the logical way to 
divide the word would not be the way in which the examiner has done it, but might 
be either “Dees-hyne” as was done by the Trade-Mark Division in typing the fil- 
ing receipt for this application, or “Deesh-yne” as might be done by some hyphe- 
nated Americans. The latter argument is based on the contention that some Italians, 


recently in this country, pronounce the word “dish” as “deesh.” 

Many other marks have been called to the attention of the Office during the 
prosecution of this application with the charge that these marks are more descrip- 
tive of the goods to which they are applied than the mark now under consideration. 
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While references to decisions in other cases and consideration of alleged de- 
scriptive or otherwise nonregistrable features of other marks are many times help- 
ful in deciding close questions of registrability, decisions in prior cases are not 
controlling when it is a question of fact such as involved here. 

Applicant’s arguments as to the pronunciation and division of the word “Dee- 
shyne” are not convincing, while the examiner’s analysis of the mark appears to me 
to be logical and rational. The prefix “de” has a well known meaning of undoing 
or reversing as defined in the dictionary and its combination with the word “shine,” 
despite the misspelling, to form the notation ““Deeshyne” appears to me clearly to 
constitute the mark of applicant, a word which is “descriptive of . . . . the char- 
acter . . . . of the goods” of applicant and hence barred by Section 5 of the Act 
of 1905 from registration as a trade-mark. 

No error is found in the decision of the Examiner of Trade-Marks and his de- 
cision is accordingly affirmed. 
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